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Commercial exploitation of attributes of an individual’s personality,
such as name, voice and likeness, forms a mainstay of modern advertis-
ing and marketing. Such indicia also represent an important aspect of an
individual’s dignity which is often offended by unauthorised commercial
appropriation.

This volume provides a framework for analysing the disparate as-
pects of the problem of commercial appropriation of personality and
traces, in detail, the discrete patterns of development in the major com-
mon law systems. It also considers whether a coherent justification for
a new remedy may be identified from a range of competing theories.
The considerable variation in substantive legal protection reflects more
fundamental differences in the law’s responsiveness to new commercial
practices and different attitudes towards the proper scope and limits of
intangible property rights.

Including detailed critical analyses of leading cases in English,
Canadian and Australian law, with detailed comparative references to
the United States, this volume will be essential reading for academics
and practitioners specialising in intellectual property law.

HUW BEVERLEY-SMITH is Visiting Research Fellow at the School of
Law, King’s College, London, and was formerly Lecturer in Law in the
Department of Law, University of Wales, Aberystwyth, and Visiting
Research Fellow at the Max-Planck Institute for Foreign and Interna-
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Preface

Commercial appropriation of personality is not a new phenomenon,
although debate concerning its status and mode of legal regulation is
becoming increasingly topical. The practice of using celebrities and or-
dinary individuals with no obvious public profile to help sell a vast range
of goods and services flourishes. Yet relatively little attention has been
devoted to the legal basis on which some of these often lucrative arrange-
ments are based. The roots of this study lie in English law which has been
reluctant to provide substantive legal protection for the attributes of an
individual’s identity. The other major common law jurisdictions have, to
varying degrees, been less reluctant to do so. The different patterns in
several jurisdictions call for a detailed analysis of the leading cases and
central concepts which illustrate quite different dynamics of legal devel-
opment in the multifarious jurisdictions. Readers accustomed to dealing
with intellectual property rights might be somewhat wary of digressions
into the theories which lie behind the protection of personal dignity and
human rights. However, commercial appropriation of personality is a cu-
riously hybrid problem which demands that several lines of enquiry be
pursued.

Inevitably, a compromise has had to be struck between breadth and
depth of coverage. The main sources of comparison are the major com-
mon law jurisdictions. The Australian courts have been rather more
progressive in adapting the traditional English causes of action, while
the Canadian courts have gone further and in a distinctly different way.
Coverage of the substantial United States jurisprudence concerning com-
mercial appropriation of personality has had to be more selective. To
American lawyers, the whole project may have a vaguely nineteenth-
century feel, as the English courts continue to debate whether to recog-
nise interests that the US courts have recognised and protected in various
forms for over a century. While the American courts concern themselves
with defining the scope and limits of intellectual property rights in per-
sonality which have developed largely through a mass of state case law,
latterly supplemented by state statutes and codes, the English courts have

xi



xii Preface

yet to address the question of whether intellectual property rights may
be recognised in attributes of personality and what form any protection
should take.

The Human Rights Act 1998 has a particular significance for the devel-
oping English law of privacy and this book is not unique in being written
against an uncertain background. The full extent to which the values of
the European Convention on Human Rights may influence the develop-
ment of the English common law are not likely to become apparent for
some time.

While some account of the approaches taken in civil law jurisdictions is
given from time to time, readers should not expect a comprehensive treat-
ment. The patterns of development in the major civil law jurisdictions
and the complex issues which have been raised are sufficiently distinct to
warrant a far more thorough treatment based on a substantially differ-
ent comparative structure from that offered here. A subsequent volume,
Privacy, Property and Personality (Cambridge University Press), written
with two expert German and French scholars, Ansgar Ohly and Agnes
Lucas-Schloetter, is planned to appear in 2003.

This book is based on my University of Wales doctoral thesis, although
it has been substantially revised and updated. A particular debt of grat-
itude is owed to my doctoral supervisor, Allison Coleman, for her con-
stant support and encouragement, and to Professor W. R. Cornish and
Professor R. A. W. Kidner who examined the thesis. I would like to thank
my former colleagues and students in the Department of Law at Aberys-
twyth, and the staff of the National Library of Wales and the Institute
of Advanced Legal Studies. I am especially grateful to the Max-Planck
Institute for Foreign and International Patent, Copyright and Competi-
tion Law, Munich, for providing the financial resources for me to be able
to be there for most of 2000, when the bulk of the work for this book was
completed.

I am indebted to several people for taking the time to read and comment
on various chapters of the book and would like to take this opportunity
to thank Robert Burrell, Bill Cornish, Ansgar Ohly, Richard Ireland and
John Linarelli. Their comments and suggestions were extremely valuable,
although, of course, I am entirely responsible for any errors. As Series
Editor, Bill Cornish has been unfailingly helpful and supportive at every
stage of this project, for which I am extremely grateful. Finally, I would
like to thank Finola O’Sullivan, Jennie Rubio and all the staff at
Cambridge University Press for their courtesy and efficiency at every
stage in the production of this work which includes all materials available
to me at the end of August 2001. Subsequent developments are outlined
at http://www.commercialpersonality.com.
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Part I

A framework






1 The problem of appropriation
of personality

Introduction

The essence of the problem of appropriation of personality may be put
very simply: if one person (A) uses in advertising or merchandising the
name, voice or likeness of another person (B) without his or her consent,
to what extent will that person (B) have a remedy to prevent such an
unauthorised exploitation? The practice of using valuable attributes of
personality such as name, likeness and voice in advertising and merchan-
dising is common. In many cases B might be a famous person, although
this is not invariably the case, since the images of people with no obvious
public profile have often been used in advertising. Ordinariness does not
necessarily confer immunity from unauthorised commercial exploitation,
although those most likely to seek legal redress are the famous and the
well-to-do.

The practice of appropriating personality has a long history. As early as
1843 the Edinburgh Review noted that Mr Cockle’s Antibilious Pills were
recommended by, amongst others, ten dukes, five marquesses, seven-
teen earls, sixteen lords, an archbishop, fifteen bishops and the advocate
general, before it went on to castigate advertisers for fabricating most of
their product endorsements.! Ironically many of these figures were com-
paratively unknown until the advertisers conferred an enhanced mea-
sure of celebrity upon them, leading the public to identify with them
solely in their capacity as endorsers of the advertisers’ products.? With
the advent of the Industrial Revolution and the proliferation of consumer
products, manufacturers and advertisers sought new ways to market and
differentiate their wares from those of their rivals. Queen Victoria seems to

The publisher has used its best endeavours to ensure that the URLs for external websites
referred to in this book are correct and active at the time of going to press. However, the
publisher has no responsibility for the websites and can make no guarantee that a site will
remain live or that the content is or will remain appropriate.
1 Cited by T. Richards, The Commodity Culture of Victorian England (London, 1990), 22
. and 84. See, also, J. P. Wood, The Story of Advertising (New York, 1958), 123.
Ibid., 84.
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have enjoyed the dubious distinction of being one of the first people whose
image was commercially exploited on a grand scale in England. During
her Jubilee celebrations of 1887 hundreds of advertisers flooded the mar-
ket with one of several forms of the Queen’s image in order to sell such
items as perfumes, powders, pills, lotions, soap, jewellery and cocoa.?
Since then the practice of using celebrity as a commodity has become
an enduring feature of the business of advertising and merchandising.*
Fame, celebrity, or what modern gurus of advertising and promotion re-
fer to as ‘high visibility’ has developed into an asset which can be used to
sell products, attract audiences, generate charity donations and promote
political or social causes.”

Various jurisdictions have developed markedly different solutions to the
problem and there has been comparatively little uniformity in approach.
The roots of this study lie in the English common law which has been
reluctant to provide a remedy for appropriation of personality, and over
the years a broad range of plaintiffs have failed to secure redress for the
unauthorised use of indicia of their identity.® Other jurisdictions have, to
varying degrees, rejected the rigid English approach, employing a number
of different legal concepts to provide redress for the multifarious aspects
of appropriation of personality. At various points, in the several systems,
causes of action based on misrepresentation, misappropriation, defama-
tion and invasion of privacy have all been employed to protect underlying
interests in property, reputation and privacy. The discrete patterns of de-
velopment in the major common law and civil law jurisdictions’ reflect
quite different attitudes towards commercial exploitation of personality
which, in turn, reflect the relative importance attached to underlying
values such as personal dignity and property rights. Moreover, the sep-
arate developments in various jurisdictions reveal significant differences
in the dynamics and methods of legal change.

3 Ibid., 86.

4 See, e.g., W. Wernick, Promotional Culture (London, 1991), 106 et seq.; . Marconi, Iinage
Marketing (Chicago, 1997), Ch. 4.

> See 1. . Rein et al., High Visibiliry (London, 1987), 7.

6 See, e.g., Clark v. Freeman (1848) 11 Beav 112; Williams v. Hodge (1887) 4 TLR 175;

Dockrell v. Dougall (1899) 15 TLR 333 (surgeons); Corelli v. Wall (1906) 22 TLR 532

(author); McCulloch v. Lewis A. May (Produce Distributors) Ltd (1948) 65 RPC 58

(broadcaster); Simv. H.J Heinz & Co. Ltd [1959] 1 WLR 313 (actor); Lyngstad v. Anabas

Products Lid [1977] FSR 62; Halliwell v. Panini (Unreported, High Court, Chancery

Division, 6 June 1997) (pop groups); ELVIS PRESLEY Trade Marks [1999] RPC 567

(estate of deceased singer); Douglas v. Hello! Ltd [2001] 2 WLR 992 (actors).

Although reference is made, where appropriate, to civil law jurisdictions, they are

not the book’s primary concern. See, generally, H. P. Gotting, Personlichkeitsrechte als

Vermaogensrechte (Tibingen, 1995); J. C. S. Pinckaers, From Privacy Towards a New Intel-

lectual Property Right in Persona (The Hague, 1996); M. Isgour and B. Vingotte, Le Droit

a I’image (Brussels, 1998); H. Beverley-Smith, A. Ohly and A. Lucas-Schloetter, Privacy,

Property and Personaliry (Cambridge, forthcoming, 2003).
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The problem of appropriation of personality 5
Interests in personality

Appropriation of personality

The problem of appropriation of personality is commonly discussed as
an aspect of ‘character merchandising’, with a distinction usually be-
ing drawn between real persons and fictitious characters, although the
problem is also commonly referred to as ‘personality merchandising’, or
endorsement.® Without dwelling too long on the semantics, it should be
noted that each of these phrases is somewhat misleading.

First, a human being is not a ‘character’, other than in a colloquial
sense. Second, the underlying basis for legal liability is substantially dif-
ferent in each case. Character merchandising is a compendious term
covering a variety of activities’ and underlying rights such as copyright,
trade marks and business goodwill. In most systems, protection for a
fictitious character can often be secured through copyright law which is
based on some degree of original creative effort or investment on the part
of the creator, or through unfair competition law in its various forms.
A ‘real’ person’s image does not usually result from such original mental
or physical effort, and the underlying basis of, and justifications for, le-
gal protection are not the same. A third and related point is that while
the unauthorised exploitation of fictitious characters usually results in
damage to the creator’s purely economic interests, appropriation of per-
sonality can affect non-pecuniary or dignitary interests, in addition to
any injury to economic interests. This is a crucial distinction, elaborated
upon in the text below. Use of the terms ‘character merchandising’ or
‘personality merchandising’ reinforces the perception that a person’s im-
age is purely an asset, when, in truth, there is a complex interaction
between economic and dignitary interests. The fourth point relates to
the use of the term ‘endorsement’. As will become apparent, the legal
notion of an endorsement is rather nebulous and uncertain. Moreover,
many unauthorised uses of a person’s name or image are made in cir-
cumstances which do not imply that the plaintiff has endorsed a product
or service, but merely suggests some loose connection or association.!®
Consequently, reliance on the term ‘endorsement’ is unhelpful and li-
able to be misleading. Finally, it is rare to describe a legal wrong in terms
of a particular commercial practice. It is more common to describe a
wrong by reference to the interest protected or the nature of a particular
kind of conduct such as trespass, negligence, deceit or appropriation

8 See, generally, . Adams, Character Merchandising, 2nd edn (London, 1996).

9 See H. E. Ruijsenaars, “The WIPO Report on Character Merchandising’ (1994) 25 IIC
532; ‘Legal Aspects of Merchandising: The AIPPI Resolution’ [1996] EIPR 330.

10 See text accompanying note 23 below.
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of personality. One does not, generally, speak of an infringement of a
person’s right to merchandise his character.!!

Since appropriation of personality is better viewed as an autonomous
problem and cause of action, it is important to draw a clear distinc-
tion between appropriation of personality and the business of character
merchandising. Talk of ‘character merchandising’ does little to help one
understand the problem of appropriation of personality and the phrase
may as well be jettisoned at the outset.

The broader picture

The problem of appropriation of personality, and the underlying inter-
ests in personality that may be damaged by unauthorised commercial
exploitation, cannot be understood without an appreciation of the wider
context.!'? It is natural that any legal system should give priority to claims
for physical injury and in earlier times these injuries were the law’s pri-
mary concern. As society and modern living conditions change, however,
plaintiffs inevitably claim redress for other kinds of harm. Although inter-
ests in physical well-being still probably rank highest in any hierarchy of
claims, interests in reputation, personal privacy, and interests in freedom
from mental distress become increasingly important.!®> Usually, viola-
tions of individual personality are of a non-pecuniary nature, not only
because they cannot be assessed in money terms with any mathematical
accuracy, but also because they are usually of inherently non-economic
value.'* Nevertheless, the increasing commodification of the human im-
age demands that any modern classification of interests in personality!®

11 Cf. P. Jaffey, ‘Merchandising and the Law of Trade Marks’ [1998] IPQ 240, 263 et seq.
12 See, e.g., R. Pound, ‘Interests of Personality’ (1914) 28 HarvLRev 343, 445, setting
out the well-known taxonomy of interests in personality consisting of five main groups:
(i) interests in the physical person; (ii) interests in freedom of will; (iii) interests in
honour and reputation; (iv) interests in privacy and sensibilities; and (v) interests in
belief and opinion. Cf. P. D. Ollier and J. P. Le Gall, ‘“Various Damages’ in A. Tunc (ed.)
International Encyclopaedia of Comparative Law (Tibingen, 1981), Vol XI: Torts, Ch. 10,
63, defining interests in personality as ‘the collection of values enjoyed by an individual
within the society of which he is a member: injury to honour or reputation, deprivation
of liberty, invasion of privacy, injury to feelings, convictions, beliefs’.
Cf. the reluctance to recognise liability for nervous shock in the tort of negligence,
where the courts’ restrictive approach to claims for psychiatric illness tends to reflect
the view that injury to the mind is less worthy of community and legal support than
physical injury to the body. See, e.g., Law Commission Consultation Paper No. 137,
‘Liability for Psychiatric Illness’ (London, 1995), para. 4.11, citing N. J. Mullany and
P. R. Handford, Tort Liability for Psychiatric Damage (Sydney, 1993), 309, and see
241-8 below.
14 Ollier and Le Gall, ‘Various Damages’, 63.
15 See, e.g., E. Veitch, ‘Interests in Personality’ (1972) 23 NILQ 423, suggesting that the
English law may be rationalised according to a single general principle providing that:



The problem of appropriation of personality 7

should take account of the fact that a person’s name or features are also
valuable economic assets. These de facto values are often commercially
exploited in advertising and merchandising, although the precise legal
status of such arrangements differs from country to country and rests on
very slender foundations in English law.

Although pecuniary loss and non-pecuniary harm are often inextri-
cably intertwined, the two aspects need to be separated since in some
jurisdictions compensation for material losses caused by an injury to in-
terests in personality encounters no obstacles, whereas compensation for
non-pecuniary harm is subject to restrictions.!® For example, the French
Civil Code does not draw a distinction between material and ‘moral’
harm, and protects both aspects under the general principle, contained
in articles 1382 and 1383 of the Code Civil, that everyone must pay for
the harm caused by his fauze.!” In English law, on the other hand, dam-
age to interests in personality is generally not actionable unless it also
affects some interests of substance. Although the law of defamation takes
cognisance of the damage to a plaintiff’s non-pecuniary interests,'® the
action is, theoretically at least, grounded on the economic or social dam-
age done to the plaintiff as third parties withdraw from their relationships
with him.!° Despite the fact that American law shares the same heritage
as English law, it has broken away from its historical roots, and one area
where a marked difference can be seen between English and American
law is in the greater protection in the United States for interests in per-
sonality, through torts of invasion of privacy and intentional infliction
of mental distress.?° Similarly, in Germany, although the general clause
in §823 para. I BGB (the German Civil Code) limits protection to the
physical aspects of a person — body, health, life or freedom — the general
provision has been expanded through judicial development to embrace
interests in personality.?! These patterns of developments, and their rel-
evance to the problem of appropriation of personality, are examined in
detail in Part III.

‘whosoever acts in such a manner as foreseeably to cause injury to another either in the
tranquillity of his mind or in the assets of his personality may either be restrained or
made to repair that damage’.

16 Ibid. See, generally, K. Zweigert and H. Kétz, An Introduction to Comparative Law,
3rd edn (Oxford, 1998), 685 et seq.

17 See 144 below.

18 %ohnv. MGN [1996] 3 WLR 593, 608 per Bingham MR; McCareyv. Associated Newspapers
Ltd [1965] 2 QB 86, 104 per Pearson LJ; Fielding v. Variery Inc. [1967] 2 QB 841, 855
per Salmon LJ.

19 See Chapter 9.

20 See Restatement, Second, Torts (1977) §652A et seq., and §46 et seq., respectively.

21 See 227-33 below.
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Economic and dignitary interests

Markedly different solutions to the problem of appropriation of person-
ality have been developed in various jurisdictions. With a number of doc-
trinal bases competing for pre-eminence, the nature of the problem itself
often tends to become obscured. It is essential to gain a firm grasp of
the concrete problem of appropriation of personality which an interest-
based classification tends to promote. The following scheme, intended
as an aid to a clearer understanding of the problem, rather than an end
in itself, sets out the main interests that might be injured as a result of
an unauthorised appropriation of personality. A broad division may be
made between first, economic or pecuniary interests in personality, and
second, non-pecuniary or dignitary interests.
(1) Economic interests:

(i) existing trading or licensing interests

(i1) other intangible recognition values
(2) Dignitary interests:

(i) interests in reputation
(i) interests in personal privacy
(iii) interests in freedom from mental distress

Economic interests

An economic interest, strictly defined, might have the following features:??

(i) a finite sum of money can provide complete recompense for an inva-
sion of such an interest and (ii) a plaintiff should feel no further sense of
loss, having received a sum of money which accurately reflects the value
of what has been lost; if the plaintiff does feel a sense of unsatisfied loss,
then his interest is not purely economic or, rather, the plaintiff has some
non-economic interest in addition to his economic interest. Furthermore,
(iii) an economic interest is capable of objective valuation, and cannot be
a purely economic interest if it has a subjective value for its owner, and
(iv) it is an interest based on exchange; if there is no market in what a
person has lost, that person has not suffered damage to an economic in-
terest strictly defined. The fact that many people have valuable de facto
economic interests in their personality is well known, although it is often
difficult to reconcile such interests with the types of damage to economic
interests which are actionable injuries.

Existing trading or licensing interests This first category covers the
interests of those who might have a de facto economic interest in their

22 See, e.g., P. Cane, Tort Law and Economic Interests, 2nd edn (Oxford, 1996), 5.
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name, voice or likeness and who might be actively involved in exploit-
ing their fame for money. Obvious examples are musicians, sportsmen
or performers and it is quite usual to find the images of such people
being used in advertising and merchandising. Sportsmen, for example,
often endorse products which might be within their field of expertise such
as sports equipment and clothing and an endorsement of this kind will
often be an effective way of boosting sales of such goods. On the other
hand, a sportsman’s image might be used in connection with goods or
services that are totally un-related to the sportsman’s sporting activity,
for example, jewellery, cars, restaurant and telecommunications services.
Companies frequently wish to associate their products or services with
the image of a famous person in a way which falls short of endorsement of
any particular product. Indeed, in the advertising business, a distinction
is often drawn between (i) ‘tools of the trade’ endorsements, a term which
is largely self-explanatory; (ii) ‘non-tools’ endorsements, involving prod-
ucts on which celebrities do not depend in their primary field of activity,
and (iii) ‘attention grabbing devices’ which involve using the names or
images of celebrities on, or in connection with, goods or services without
suggesting any endorsement.??

Other intangible recognition values Fame is a rather peculiar com-
modity and it seems to be a fact of advertising practice that manufacturers
of goods and suppliers of services can find the use of the images of a vast
range of people beneficial to them in some way. The benefit might result
from a suggestion of endorsement or merely by a more vague associa-
tion. Apart from the more common cases such as pop-stars and sports-
men, people of high professional standing,?* holders of public office and
politicians are often desirable people with whom to associate products or
services. Although such people would not normally be actively trading
in their image by granting licences or entering into endorsement deals,?’
they may still have what might be referred to as ‘recognition value’. Their
names or images are familiar to the public, but their potential for en-
dorsing or being associated with products remains latent and unrealised,
until an ingenious advertiser, with or without seeking prior permission,
finds a suitable use for them. Often the link between the subject and the
product is extremely tenuous and might only occur to those working in

23 See Rein et al., High Visibility, 59.

24 Some of the earliest (English) authorities concerned with unauthorised commercial ex-
ploitation of personality involved the use of the names of leading members of the medical
profession, e.g., Clark v. Freeman (1848) 11 Beav 112; Williams v. Hodge (1887) 4 TLR
1755 Dockrell v. Dougall (1899) 15 TLR 333. Cf. Edison v. Edison Polyform Mfg Co. 67 A.
392 (1907) (inventor).

25 Cf. Rein et al., High Visibility, 49.
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advertising circles. The significance of the distinction between these two
categories will become apparent in examining the role played by unfair
competition law in its various forms.?® While English law has adhered to
a fairly orthodox approach, insisting on the existence of some business
goodwill or trading activity which might be the subject of a misrepresenta-
tion, other jurisdictions, most notably the United States?” and Canada,??
have been willing to protect intangible recognition value un-related to any
conventional business or trading activity.

Dignaitary interests

No ready definition of the term ‘dignitary interests’ can be found in the
legal literature, reflecting the fact that there is no coherent notion of
human dignity as a legal value.? In one sense, dignitary interests might
be regarded as coterminous with ‘interests in personality’ in the broadest
sense identified above, although this is obviously tautologous, and useless
for the present purposes of identifying a blanket term for non-pecuniary
or non-economic interests in name, voice and likeness. Consequently, it
must suffice to define dignitary interests negatively in relation to economic
interests. Accordingly, (i) a finite sum of money might not provide com-
plete recompense for the invasion of a dignitary interest, and (ii) a plaintiff
might remain unsatisfied after an award of damages. Moreover, (iii) digni-
tary interests cannot be objectively valued but, rather, are inherently sub-
jectively valued interests, since (iv) there is no market by which to value
such interests since they are not normally exchanged. Taking an injury to
reputation as an obvious example, it is clear that a sum of money might
not provide complete recompense, and even an award of damages that
would seem very generous, if not excessive, to an objective observer might
not give a plaintiff complete satisfaction. The difficulty in placing any ob-
jective value on a dignitary interest such as reputation is reflected in the
widely divergent awards of damages for defamation,>® which have caused
some concern, although this has more to do with the fact that assessment
lies in the hands of the jury.?! This, in turn, reflects the fact that there is

26 See Chapter 2 and text accompanying note 43 below.

2T See Chapters 2 and 7. 28 See Chapter 5.

29 See, generally, D. Feldman, ‘Human Dignity as a Legal Value’ [1999] PL 682 and [2000]
PL61.

30 See, e.g., Sutcliffe v. Pressdram [1991] 1 QB 153; Rantzen v. Mirror Group Newspapers
[1994] QB 670, and see, generally, H. McGregor, McGregor on Damages, 17th edn
(London, 1997), paras. 1889-92.

31 Since John v. MGN [1996] 3 WLR 593, it is permissible to draw the attention of libel
juries to levels of awards in personal injury cases, although there is, in turn, no precise
correlation between personal injury and a specific sum of money (ibid., 614 per Bingham
MR).
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no market in which a person may trade his reputation for money; the no-
tion that a person might sell the right to defame him to another is plainly
absurd. Although a market exists for the use of the images of celebrities
in advertising, this market relates to those celebrities’ ‘recognition value’.
Their reputation, privacy or dignity are not, as such, traded.

Interests in reputation Everyone has an interest in their personal
reputation, be they famous celebrities or ordinary people. Interests in
reputation are troublesome in that they defy the broad division between
economic and dignitary interests.?? For present purposes, it must suffice
to note that an injury to a person’s reputation can cause financial harm,
and can also cause harm which cannot be expressed in money terms.
For example, assume that a well-known surgeon’s name or image is
used without his consent in an advertisement for a dubious and pos-
sibly harmful medicinal product.>?> This might well injure his reputation
and disclose a cause of action for defamation. The damage to his in-
terests might take a number of forms. He might, for example, suffer
financial loss as a result of being lowered in the estimation of right-
thinking members of society, as potential patients, clients and other third
parties withdraw from their business and social relationships with him.
Equally, he might suffer from the hurt feelings, distress, humiliation
and injured dignity that might result from the association with a quack
medicine.

Interests in personal privacy The notion of privacy is difficult to
define and, for the purposes of outlining the various de facto interests,
a simple dictionary definition such as ‘freedom from intrusion or public
attention’ or ‘avoidance of publicity’ will suffice.3* A central problem is
that of reconciling a person’s claim to privacy with the person’s status as
a public figure. There is nothing incongruous about an unknown person
claiming that his privacy has been invaded by unauthorised commercial
exploitation. Nevertheless, it is difficult to reconcile a celebrity’s claim
that his privacy has been invaded as a result of unauthorised commercial
exploitation of personality with that celebrity’s exploitation of his image
either personally, or vicariously through licensed merchandisers and ad-
vertisers. On the other hand, some people do not actively seek celebrity
but find that it is thrust upon them, without having done anything to

32 See, further, Chapter 9.

33 Cf. Clark v. Freeman (1848) 11 Beav 112; Williams v. Hodge (1887) 4 TLR 175; Dockrell
v. Dougall (1899) 15 TLR 333.

34 Concise Oxford Dictionary, 8th edn (Oxford, 1990). See, further, 160 below.
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encourage it,>> while others might find that their position in profes-

sional or public life has effectively stripped them of their privacy. The
development of the right of privacy in the United States, and the sub-
sequent development of the right of publicity, partly as a result of the
celebrity/privacy paradox, is particularly instructive and is examined in
detail in Part III.

Interests in freedom from mental distress Here the concern lies with
the interests that a person might have in protecting his sensibilities or
feelings. Several different terms are used to describe an injury to such
interests, for example, mental distress, frustration, anxiety, displeasure,
vexation, tension or aggravation.?® What needs to be emphasised is that
we are not concerned with nervous shock, or psychiatric damage, to use
the phrase that is currently preferred by the courts, that is, a state of phys-
ical or mental illness, or neurosis and personality change which the law
recognises in certain circumstances.?” For the sake of convenience these
interests are labelled under the rather cumbersome phrase of interests
in freedom from mental distress.?® In some circumstances unauthorised
commercial exploitation of personality might result in injured feelings or
mental distress. The extent to which such interests are protected in vari-
ous legal systems and the relationship between such interests and interests
in personal privacy also demand a brief examination.>’

Perspectives

Such is the nature of the problem of appropriation of personality. Al-
though the interests that are capable of being damaged are heterogeneous,
two dominant perspectives may be identified. First, what may be gener-
ically labelled the unfair competition perspective, concerned with the
economic torts dealing with unfair competition. Second, the privacy, or,
rather more broadly, the dignitary torts perspective concerned with the
various causes of action which protect dignitary interests. These perspec-
tives, in turn, reflect two pervasive themes: first, the use of personality as

35 See, e.g., Samuel Beckett’s determined rejection of his sudden fame following the award
of the 1969 Nobel Prize, recounted by J. Knowlson, Damned to Fame: The Life of Samuel
Beckert (London, 1996), 570-3.

36 Warts v. Morrow [1991] 1 WLR 1421, 1445 per Bingham LJ (damages for distress and
inconvenience caused by the physical consequences of a breach of contract).

37 Awiav. British Gas Plc [1988] QB 304, 317 per Bingham LJ. See, generally, A. M. Dugdale
(ed.), Clerk and Lindsell on Torts, 18th edn (London, 2000), 319-35.

38 The American Law Institute categorises such interests under the almost identical term
‘interests in freedom from emotional distress’: see Restatement, Second, Torts (1977) §46.

39 See 241-8 below.
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trading symbol, a result of the increasing attractiveness, if not commercial
imperative, of using celebrity recognition values to generate sales; second,
the idea of personality as an aspect of personal dignity which represents
the increasing value placed on the protection of personal dignity in ma-
ture legal systems. Although it is often difficult to separate these de facto
economic and dignitary interests,*° it will be more convenient to examine
them separately before drawing the strands together in Part V. Since this
book benefits from comparisons with a number of different jurisdictions,
it will be useful to summarise the various approaches taken in each juris-
diction at the outset. A certain degree of selectivity is required and the dif-
ferent jurisdictions have been chosen mainly with a view to analysing the
discrete approaches to the problem of appropriation of personality in the
major common law systems, rather than providing an exhaustive survey.*!

The unfair competition perspective

The phrase ‘unfair competition’ is commonly used in three distinct
ways:*? first, as a synonym for the tort of passing off; second, as a generic
term to cover the broad range of legal and equitable causes of action avail-
able to protect a trader against unlawful trading activities of a competitor;
and third, as a label for a general cause of action for the misappropriation
of valuable intangibles, a cause of action which has so far been rejected
in Commonwealth jurisdictions. Use of the term in the first two senses
is liable to mislead in that they might wrongly imply that the relevant
actions are confined to proceedings against a competitor, while use of the
phrase in the second sense is also liable to mislead since it wrongly implies
that there is a unity of underlying principle between the causes of action,
when in fact this is not the case.*> Although the discussion is concerned,
at different points, with unfair competition in all three of these senses,
the term “unfair competition’ itself is only used in the generic sense.

Misrepresentation and the tort of passing off in England and Australia
In England, plaintiffs have been unsuccessful in attempting to persuade
the courts that unauthorised commercial exploitation of personality can
amount to passing off.** In Australia, however, the courts have been

40 See text above.

41 Reference should be made to separate works for each jurisdiction, cited where
appropriate.

42 Moorgate Tobacco Co. Ltd v. Philip Morris Ltd (No. 2) (1984) 56 ALR 414, 439-40 per
Deane J.

43 Ibid.

44 See, e.g., McCulloch v. Lewis A. May (Produce Distributors) Lid (1948) 65 RPC 58;
Lyngstad v. Anabas Products Ltd [1977] FSR 62, and see, further, Chapter 4.
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willing to take a far more expansive approach to the tort, and several ac-
tions for unauthorised commercial exploitation of personality have suc-
ceeded on this basis.*> Passing off involves three key elements:*® first,
the interest protected is the plaintiff’s property right in the goodwill or
reputation attaching to his goods, name or mark; second, the conduct of
the defendant must involve some form of misrepresentation leading to
confusion or deception among consumers; and third, the misrepresen-
tation must damage the plaintiff’s goodwill. Bringing appropriation of
personality within the scope of the tort of passing off involves consider-
able stretching of these three elements.*” The practical and conceptual
difficulties in extending the tort to cover cases of appropriation of per-
sonality, and the wider impact that such an extension might have on the
tort of passing off as a whole, are considered in detail in Chapter 4.

The misappropriation doctrine and the Ontario tort of appropriation of
personaliry So far, both the English and the Australian courts have resisted
developing the tort of passing off into a wider tort of unfair competition in-
volving the misappropriation of valuable intangibles,*® for reasons which
need not be pursued for the moment.** Similarly, the Canadian courts
have not accepted such a general tort.’® However, the Ontario courts
have recognised that the misappropriation of a person’s name or likeness
for advertising purposes constitutes an independent tort, separate and
distinct from the tort of passing off.>! These developments beyond the
tort of passing off, concerning both the wider misappropriation doctrine
and the much narrower Ontario tort of appropriation of personality, are
discussed in Chapter 5.

The right of publicity in the United States In the United States a
right of publicity exists which allows a person, usually (though not nec-
essarily) a celebrity, to control the commercial exploitation of his name,
voice, likeness or other indicia of personality. Liability is based not on

45 See Henderson v. Radio Corp. Pry Ltd [1969] RPC 218 and the subsequent line of au-
thorities (84-92 below).

46 See Reckitt & Colman Ltdv. Borden Inc. [1990] 1 WLR 491, 499; Consorzio del Prosciutto
di Parma v. Marks & Spencer Plc [1991] RPC 351, 368.

47 See Chapter 4.

48 Moorgate Tobacco Co. Lid v. Philip Morris Ltd (No. 2) (1984) 56 ALR 414, 445; Harrods
Lidv. Schwartz-Sackin & Co. Ltd [1986] FSR 490, 494; Mail Newspapers v. Insert Media
(No. 2) [1988] 2 All ER 420, 424; Hodgkinson & Corby Ltd v. Wards Mobiliry Ltd [1994]
1 WLR 1564, 1569.

49 See 112-15 below.  °° See 115-37 below.

51 Krouse v. Chrysler Canada Ltd (1973) 40 DLR (3d) 15; Athans v. Canadian Adventure
Camps Ltd (1977) 80 DLR (3d) 583; and see 115 below.
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misrepresentation leading to consumer confusion or deception,’® but on
the misappropriation of the commercial value of a person’s identity.>> The
protection which most states provide is the most extensive in any common
law jurisdiction, though there are considerable differences between indi-
vidual states in the degree of protection afforded.>* Although the right of
publicity is often regarded as an aspect of unfair competition law,?” it has
its roots elsewhere and, surprisingly perhaps, neither the law of passing
off nor the misappropriation doctrine played much part in its develop-
ment. Rather, the right of publicity evolved from the right of privacy and,
since its development cannot be understood without tracing the history
of its progenitor, it is reserved for discussion in Part III.

The dignitary torts perspective

Like the generic use of the phrase ‘unfair competition’, the phrase
‘dignitary torts’ is merely intended as a common label for a number of
torts which protect a person’s dignity in some way or other. The phrase is
rather more common in the United States®® than in English law,’’ partly
because of the latter’s traditional reluctance to recognise such ‘dignitary’
torts as torts of invasion of privacy’® or intentional infliction of men-
tal distress,”® although any grouping of ‘dignitary’ torts is likely to be
highly subjective. In addition to the most obvious candidate, defama-
tion, one might also include the torts of false imprisonment or battery,
although these might more usually be regarded as protecting interests in
the physical person. Similarly, several civil law jurisdictions have a more
advanced notion of the protection of personal dignity, through codified

52 Liability for misrepresentation is based on section 43(a) of the Lanham Trademark Act
(1946), 15 USC §1125 (a), although this has played a relatively limited role, given the
existence of the right of publicity. See 1807 below.

53 Rogersv. Grimaldi, 875 F 2d 994 (2nd Cir. 1989), 1003—4; Carson v. Here’s Johnny Portable
Toilets Inc., 698 F 2d 831 (6th Cir. 1983), 834-5.

54 See, generally, J. T. McCarthy, The Rights of Publicity and Privacy, 2nd edn (New York,
2001).

55 Witness its recent inclusion in the Restatement, Third, Unfair Competition (1995) §46 et
seq.

56 See, e.g., C. O. Gregory and K. Kalven, Cases and Materials on Torts, 2nd edn (Boston,
1969), part I and esp. 1186.

57 Cf. P. Cane, “The Basis of Tortious Liability’ in P. Cane and J. Stapleton (eds.) Essays
for Patrick Atiyah (Oxford, 1991), 372, including ‘dignitary interests’ as one of the seven
basic types of interest that tort law protects.

58 Kaye v. Robertson [1991] FSR 62, 66 per Glidewell LJ; Malone v. Metropolitan Police
Commuissioner [1979] Ch 344, 374 per Megarry VC; Re X [1975] 1 All ER 697, 704 per
Denning MR.

59 Iynch v. Knight (1861) 9 HL Cas. 577, 598 per Lord Wensleydale; Alcock v. Chief
Constable of South Yorkshire Police [1992] 1 AC 310, 401 per Lord Ackner. See, further,
Chapter 7.
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provisions and judicial development.®® Here we are concerned with torts
which protect primarily mental interests in emotional tranquillity, privacy
or freedom from mental distress. This perspective obviously differs from
the unfair competition perspective in that it focuses on the harm done to a
person’s dignitary interests, rather than damage to the commercial value.
However, this distinction is not always clear and reflects the difficulty in
fully separating economic and dignitary interests.5!

The right of privacy in the United States In the early years of
the twentieth century in the United States the right of privacy estab-
lished itself as the primary vehicle for protecting interests in personality
from unauthorised commercial exploitation. Indeed, such cases featured
prominently in the early development of the tort.®?> As originally con-
ceived, the right of privacy gave legal expression to the rather nebulous
principle of ‘inviolate personality’ and secured a person’s right ‘to be let
alone’.% This provided legal protection for dignitary interests which had
previously fallen outside other legal and equitable causes of action such
as defamation, trespass and breach of confidence.®* However, from a rel-
atively early period in its development it became clear that the right of pri-
vacy could be used to secure what were essentially economic rather than
dignitary interests in preventing the unauthorised commercial exploita-
tion of a person’s valuable attributes in name and likeness.®> Although
the right of privacy eventually begat the right of publicity,®® which many
now regard as better placed among the unfair competition torts,®’ this
was not before a great deal of conceptual controversy came to surround
the proper rationale, scope and limits of the right of privacy. Indeed, its
conceptual uncertainty was such that it was seized upon by a broad range
of plaintiffs concerned with securing protection for a highly disparate
range of interests. It is against this uncertain conceptual background that
the development of an essentially dignitary interest in privacy into an
essentially economic interest in publicity is traced.

60 See, generally, C. Von Bar, The Common European Law of Torss Vol. I (Oxford, 1998),
591-610, and see 144 below.

61 See text above.

62 See Roberson v. Rochester Folding Box Co., 171 NY 538 (1902); Pavesich v. New England
Life Insurance Co., 50 SE 68 (1905).

63 S. Warren and L. Brandeis, “The Right to Privacy’ (1890) 4 HarvLRev 193, 205; Pavesich
v. New England Life Insurance Co., 50 SE 68 (1905).

64 See 146-50 below.

65 See, e.g., Edison v. Edison Polyform Mfg Co., 67 A 392 (1907); Flake v. Greensboro News
Co., 195 SE 55 (1938).

6 Haelan Laboratories Inc. v. Topps Chewing Gum Inc., 202 F 2d 866 (2nd Cir. 1953).

67 See note 56 above.
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Several parallel developments may be seen in the Canadian provinces,
in the form of statutory torts of invasion of privacy in Manitoba, British
Columbia, Newfoundland and Saskatchewan; developments in Quebec,
based on The Quebec Charter of Human Rights and Freedoms and the Civil
Code; the Ontario common law tort of appropriation of personality; and
the embryonic common law tort of invasion of privacy.®® Although refer-
ence is made to these developments at various points, the Canadian law of
privacy does not require separate treatment since most of the conceptual
and practical issues are adequately highlighted in tracing the develop-
ments in the United States. Similarly, an examination of Australian law
in this context adds nothing to the discussion since there is no tort of inva-
sion of privacy in Australia® and no significant divergence from English
law in this respect.

Human dignity in international conventions and constitutional pro-
visions On an international level, the notion of human dignity is alluded
to and given effect in various instruments. Thus, the Preamble to the
Charter of the United Nations (1945) states a desire to ‘reaffirm faith
in fundamental human rights, in the dignity and worth of the human
person’.”® Similarly, the European Convention on Human Rights draws
on the notion of human dignity citing, in its preamble, the Universal
Declaration of Human Rights, adopted by the General Assembly of the
United Nations, which refers to the dignity and worth of the human
person.”! In some civil law jurisdictions the notion of human dignity is
enshrined in constitutional provisions. For example, Art. 1 of the German
Basic Law (Grundgesetz) or Constitution of Bonn (1949) provides that
‘the dignity of man shall be inviolable. To respect it shall be the duty of
all state authority’ while Art. 2(1) provides that ‘[e]veryone has the right
to the free development of his personality, in so far as he does not violate
the rights of others or offend against the constitutional order or the moral
code’. Although constitutional provisions do not apply directly in disputes
between private individuals, by virtue of the doctrine of ‘Drittwirkung’ or
‘indirect effect’ the German courts have been able to interpret the civil law
in accordance with the values embodied in the Constitution in creating a
general right of personality. It remains to be seen, following the Human

68 See Chapter 5.

%9 See, generally, J. G. Fleming, The Law of Torss, 8th edn (Sydney, 1992), Ch. 26;
M. Henry (ed.), International Privacy, Publicity and Personality Laws (London, 2001),
Ch. 3.

70 See, generally, H. J. Steiner and P. Alston, International Human Rights in Context, 2nd
edn (Oxford, 2000), Ch. 3, and 1365.

71 Universal Declaration of Human Rights, Preamble and Art. 1, and see, generally,
Feldman, ‘Human Dignity’, Part I, 688.
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Rights Act 1998, how the values of the European Convention on Human
Rights will influence the English common law in developing new causes
of action which protect, whether directly, or indirectly, an individual’s
dignity.”?

The tort of defamarion in English law So far, English law has de-
clined to adopt the approach taken in the United States, either through
judicial development of a right of privacy or through legislation. Of all
the de facto dignitary interests outlined above, the only interests that are
protected by the substantive causes of action in English law are interests
in reputation. In English law, relief for unauthorised appropriation of per-
sonality has only been available insofar as the particular facts disclosed
a cause of action in defamation,”® apart from exceptional cases in which
breach of contract or an obligation of confidence could be established.”
However, it is arguable that in some defamation cases the courts have
interpreted the requirements of the tort of defamation benevolently, and
have, in effect, been giving limited recognition to interests in privacy.”
Such an argument can only be properly evaluated after an examination
of the development and competing conceptions of the right of privacy in
the United States.

Due to the importance of the cause of action for invasion of privacy in
the United States, the law of defamation has played a relatively limited
role in dealing with the problem of appropriation of personality. Indeed,
most of the defamation authorities examined in Chapter 9 are English,
and there is no significant divergence in approach either in Canada or
Australia which merits attention.

Intentional infliction of mental distress in the United States and
England The final member of the dignitary torts genus which falls to
be considered is the American tort of intentional infliction of mental dis-
tress. While the cause of action is fairly well established in the United
States,’® it is still in an embryonic form in English law and deserves to
be considered for two reasons. First, in the context of appropriation of
personality, the case law in the United States shows that the tort of inten-
tional infliction of mental distress is sometimes used as a supplementary
cause of action to invasion of privacy, particularly where the defendant’s

72 See 214-24 below.

73 See, e.g., Tolley v. Fry & Sons Lid [1931] AC 333, and see, generally, Chapter 9.

74 See, e.g., Pollard v. Photographic Co. (1889) 40 ChD 345. Cf. Hellewell v. Chief Constable
of Derbyshire [1995] 4 All ER 473, 476; R v. Chief Constable of the North Wales Police
and others ex parte AB and Another [1997] 4 All ER 691 (disclosure of information
concerning paedophiles to caravan site owner necessary in public interest). See, further,
207-11 below.

75 See 258-61 below. 76 See Restatement, Second, Torts (1977) §46 et seq.



The problem of appropriation of personality 19

conduct is outrageous and might foreseeably cause mental anguish or dis-
tress, though it should be noted that such cases are comparatively rare.””
Second, it has sometimes been suggested that the rule in Wilkinson v.
Downton™ could be extended to give recognition to some interests in
privacy in English law. Although interests in freedom from mental dis-
tress might be regarded as a subset of interests in personal privacy, the
relationship between the two interests and their legal protection is not
altogether clear and thus merits a brief discussion.”®

The divergent approaches

The seemingly simple problem of appropriation of personality can affect
a multifarious range of interests which may be broadly classified as either
economic or dignitary interests; these will be considered in detail respec-
tively in Part IT and Part III. The problem has generally been approached
from the two main perspectives outlined above: the unfair competition
and dignitary tort perspectives. First, lawyers concerned with intellectual
property naturally tend to see appropriation of personality (or person-
ality merchandising, or endorsement)®® as a matter which falls within
their field, albeit somewhat on the periphery. It is commonplace that
once commercial value attaches to a thing or intangible, human nature
and commercial factors will demand that greater protection be secured
against exploitation by others. Thus, demands for protection of the valu-
able attributes of a person’s name, voice or likeness form part of the
‘unending miscellany’®! of claims which lie at the margins of intellectual
property. Intellectual property lawyers are primarily interested in rights of
an essentially economic nature, the paradigm example being the patent
system, while copyright, at least in the common law tradition, is also
an essentially economic right.8? Although trade marks fit rather uneasily
with the notion of an intellectual creation, since they derive their value
as indicia of the business goodwill of a trader, they are also rights of
an essentially economic nature and are universally treated as aspects of
intellectual property. Hence the focus is on protecting the economic as-
pects of personality through an extension of the existing causes of action
for unfair competition.®? To this end the English and Australian courts

77 See 246-7 below. 78 [1897] 2 QB 57.  7° See 241-8 below.

80 Cf. text accompanying note 8 above.

81 . R. Cornish, Intellectual Property, 4th edn (London, 1999), 11.

82 See J. A. L. Sterling, World Copyright Law (London, 1998), 15 et seq.; G. Davies,
Copyright and the Public Interest (Weinheim, 1994), Ch. 6; A. Strowel, ‘Droit d’auteur
and Copyright: Between History and Nature’ in B. Sherman and A. Strowel (eds.), Of
Authors and Origins (Oxford, 1994), 239 and 248.

83 Most of the English law literature approaches the problem from this perspective. For
a sample, see, e.g., Adams, Character Merchandising, Ch. 4; H. Carty, ‘Character
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have, to varying degrees, been concerned with extending the scope of the
passing off action, while their American and Canadian counterparts have
gone much further in developing new categories of unfair competition.
Secondly, the problem has been approached from a dignitary torts per-
spective, focusing on the injury to personal dignity. Again, the English
and Australian courts have generally been much slower to develop new
remedies for invasion of personal privacy than the courts in the United
States.’* Even where a remedy for invasion of privacy is contemplated,
appropriation of personality is frequently seen as a ‘cuckoo in the nest’
which might better be addressed by an extension of other causes of action
such as passing off.%°

The fact that the problem is generally approached from one of these
divergent perspectives®® can often obscure the essentially hybrid nature
of the problem of appropriation of personality. Moreover, the primary
purposes of these different branches of the law are very different. By
aligning the problem with intellectual property, the predominant preoc-
cupation tends to be with protecting economic interests, and securing
compensation for damage to those interests. On the other hand, in ap-
proaching the problem from a dignitary interests perspective, although
gaining compensation for damage to reputation or loss of privacy might
be a primary concern, the bare fact of violation of such interests might in
itself be important, and a plaintiff might be equally concerned with gain-
ing vindication or satisfaction for the affront to personal dignity which
results from such violation. The fact that these aims are rather different
is often overlooked when approaching the problem from one perspective
or the other.

Merchandising and the Limits of Passing Off’ (1993) 13 LS 289; A. Coleman,
‘The Unauthorised Commercial Exploitation of the Names and Likenesses of Real
Persons’ [1982] EIPR 189; ]J. Holyoak, ‘United Kingdom Character Rights and
Merchandising Rights Today’ [1993] JBL 444; G. Hobbs, ‘Passing Off and the
Licensing of Merchandising Rights’ [1980] EIPR 47 and 79. Similarly, for Australian
literature, see: S. K. Murumba, Commercial Exploitation of Personality (Sydney, 1986),
Chs. 4 and 5; C. Pannam, ‘The Unauthorised Use of Names or Photographs in
Advertisements’ (1966) 40 ALJ 4; D. R. Shanahan, ‘Image Filching in Australia: The
Legal Provenance and Aftermath of the Crocodile Dundee Decisions’ (1991) 81 TMR
351; A. Terry, “The Unauthorised Use of Celebrity Photographs in Advertising’ (1991)
65 ALJ 587.

84 P H. Winfield, ‘Privacy’ (1931) 47 LQR 23, was the first attempt to look at the problem

from this perspective and remains one of the most detailed. In marked contrast, much

of the American literature dealing with appropriation of personality has approached it

as an aspect of the law of privacy (see Chapter 7).

R. Bagshaw, ‘Obstacles on the Path to Privacy Torts’ in P. Birks (ed.) Privacy and Loyalty

(Oxford, 1997), 133, 140.

T. Frazer, ‘Appropriation of Personality — A New Tort?’ (1983) 99 LQR 281, is a notable

exception.
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The converging aims of tort law

It is commonplace that the law of tort serves a number of different aims®’

such as compensation, disgorgement, corrective justice or punishment,
deterrence, and a residual group of aims which may be described as vin-
dication, satisfaction or appeasement. When the harm to an individual’s
personality interests is non-pecuniary there tends to be a convergence
of the different purposes of tort law and, in particular, conceptions of
compensation, appeasement and punishment tend to coincide.®® In such
cases the law seems to be as much concerned with the bare fact of vio-
lation of a particular interest in personality as it is with the effect that it
has on the plaintiff. Freedom from harm is not the primary or sole con-
cern, and the infringement of the interest is in itself objectionable.?® For
example, as mentioned above, a plaintiff bringing an action for injury to
reputation, which has both economic and dignitary aspects, might have
two primary purposes: first, to clear his name, and second to be compen-
sated. Thus he might first want a retraction or an apology, and second
an award of damages as compensation for his loss.

In most common law systems, the second purpose of bringing a legal
action, securing compensation, generally overshadows the plaintiff’s first
aim, gaining satisfaction or vindication, and it is arguable that in some
cases the plaintiff’s aims might be in inverse priority to what the law actu-
ally recognises.’® Indeed, if it is accepted that the law of civil wrongs has
two main aspects — the first encapsulated in the notion of compensation
for loss aligning it with social security, the second and more powerfully
normative aspect emphasising its exhortatory and retributive functions —
it must be conceded that the first aspect has been predominant while
the second has been forced into an incidental or subsidiary role.’! The
modern emphasis on compensation obscures what might be described as
the ‘inner nature’ of the tort action, where damages for non-pecuniary
losses do not compensate the plaintiff, but rather ‘put the plaintiff in pos-
session of a sum of money which in the court’s judgment ought to be

87 See Daniels v. Thompson [1998] 3 NZLR 22, 68, and see, generally, G. L. Williams, “The
Aims of the Law of Tort’ [1951] 4 CLP 137; D. Harris, ‘Can the Law of Torts Fulfil its
Aims’ (1990-1) 14 NZULR 113; Cane, Tort Law and Economic Interests, 465-92; L. M.
Linden, Canadian Tort Law, 4th edn (Toronto, 1988), 1-20; W. P. Keeton, Prosser and
Keeton on the Law of Torts, 5th edn (St Paul, 1984), 5 et seq.

88 Law Commission, Consultation Paper No. 132, ‘Aggravated, Exemplary and Restitu-
tionary Damages’ (London, 1993), 23, and the references cited.

89 Ibid., 24.

90 QOllier and Le Gall, ‘Various Damages’, 98-9.

91 P, Birks (ed.), Wrongs and Remedies in the Twenty-First Century (Oxford, 1996), vi, and
see, further, A. M. Linden, “Torts Tomorrow — Empowering the Injured’ in N. J. Mullany
and A. M. Linden (eds.) Torts Tomorrow: A Tribute to John Fleming (Sydney, 1998), 321.



22 The commercial appropriation of personality

enough to satisfy his vindictive feelings against the wrongdoer’.’? Other
systems recognise more openly the fact that an award of damages is a
reflection of the satisfaction due to the plaintiff for the disparagement of
his personality, rather than for tangible economic loss as conventionally
understood. Thus, for example, in Germany, a plaintiff whose image ap-
peared without his consent to advertise a sexual tonic, subjecting him to
ridicule and humiliation, was entitled to damages as a satisfaction for the
affront to his dignity, rather than as a reflection of any actual pecuniary
loss suffered, or any unjust enrichment gained by the defendant.®?

In the case of the common law torts that are actionable per se, that is,
without proof of special damage, the interest protected by a particular
tort is considered important enough for its infringement to be action-
able without proof of loss. Although the compensatory principle, which
presupposes loss, has attained prominence today, the historical signifi-
cance of the torts actionable per se suggests that tort law was and still
is equally concerned with the protection of particular interests as it is
with compensating loss. The torts actionable per se, such as libel, false
imprisonment, and trespass to the person, are all wrongs which directly
protect interests in personality and by their very nature involve elements
of intangible loss such as diminution of reputation, insult, outrage, dis-
tress or loss of dignity, which are, to varying degrees, reflected in awards
of damages.’* In some cases, damage to a plaintiff’s personal dignity is
reflected in an award of exemplary damages,”® and, in the absence of
specific substantive remedies, such dignitary interests only receive inci-
dental protection through a casuistic application of the traditional causes
of action.’® More progressive common law jurisdictions, most notably
the United States and certain Canadian provinces, have gone further in
protecting interests in personality by developing new substantive causes
of action for invasion of privacy and intentional infliction of mental dis-
tress. Similarly, German law has developed enhanced protection for an
individual’s personality which, although cast in rights-based terminology
which at first glance seems alien to common law systems, has much in

92 J. M. Kelly, “The Inner Nature of the Tort Action’ (1967) 2 IrJur (NS) 279, 287. This
has been more recently labelled as the ‘psychological empowerment’ of the victim of
tortious conduct (Linden, “Torts Tomorrow’, 327).

93 BGHZ 26, 349; BGH GRUR 1958, 408 (Herrenreiter), and see 230—3 below.

94 See McGregor, Damages, paras. 1844, 1850 and 1894-5; Law Commission, ‘Aggra-
vated, Exemplary and Restitutionary Damages’, para. 2.25.

95 See, e.g., Williams v. Setrle [1960] 2 All ER 806 (substantial exemplary damages fol-
lowing breach by defendant newspaper of plaintiff’s copyright in wedding photographs
of plaintiff’s deceased relative). For background to the case see W. F. Pratt, Privacy in
Britain (London, 1979), 136. See also G. Dworkin, ‘Privacy and the Press’ (1961) 24
MLR 185.

96 See, e.g., Kaye v. Robertson [1991] FSR 62.



The problem of appropriation of personality 23

common, in terms of the process of development, with the common law
systems.

Synopsis

The unfair competition and the dignitary torts perspectives provide the
two main approaches to the problem of appropriation of personality. The
multifarious interests that unauthorised commercial exploitation of per-
sonality can affect call for a variety of legal responses, and demand an
examination of several different causes of action. However, there are sig-
nificant drawbacks with both these perspectives, and, arguably, neither
can encompass the whole of the problem in a realistic and conceptually
coherent manner. A central argument presented in this book runs as fol-
lows: if it is considered that interests in personality should be protected
from unauthorised commercial exploitation (without prejudging the issue
before considering some underlying justifications),”” then the best way
to proceed is for the courts or legislature to formulate a new and suitably
narrow rule of liability. Such an approach avoids several pitfalls. In rela-
tion to economic interests and the unfair competition perspective, there
are two main advantages. First, it avoids stretching the tort of passing off
and resorting to highly artificial reasoning; even at its most flexible, the
tort of passing off is a somewhat awkward and unsatisfactory response to
the problem of appropriation of personality. Second, it avoids introduc-
ing a wider doctrine of misappropriation of valuable intangibles, with the
attendant difficulties of placing appropriate limits on such a doctrine and
its possibly harmful effects on free competition. English law, in particu-
lar, has been traditionally suspicious of causes of action cast in the form
of such wide generalisations.’® In relation to dignitary interests, such an
approach avoids the need for artificial interpretations of the requirements
of the tort of defamation. Moreover, difficulties in reconciling a remedy
for appropriation of personality with the notion of a right of privacy
(in itself a protean and much contested concept)®® may be circumvented.
Finally, although conceptual tidiness should not necessarily be regarded
as a paramount consideration, such an approach provides the best means
of protecting both economic and dignitary interests in a coherent and
unified manner.

97 See Chapter 11.

98 See Victoria Park Racing and Recreation Grounds Co. Ltd v. Taylor (1937) 58 CLR
479, 509 per Dixon ], noting the Anglo-Australian rejection of a cause of action for
misappropriation based on a wide generalisation; Moorgate Tobacco Co. Ltd (No. 2) v.
Philip Morris Ltd (No. 2) (1984) 56 CLR 414, 445 per Deane ].

99 See Chapter 7.
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The hybrid nature of the problem of appropriation of personality and
the fact that it can affect both economic and dignitary interests demands
that it be approached from two separate perspectives. Nevertheless, in
pursuing the two primary perspectives, it is worthwhile bearing in mind
that it is possible to find an essential unity in appropriation of personality.
The disparate nature of the problem and the divergent solutions which
have developed in the several common law and civil law jurisdictions are
perfectly capable of being rationalised in the form of a modest addition
to the existing catalogue!®® of common law torts.

100 See B. Rudden, “Torticles’ (1991-2) 6/7 Tulane Civil Law Forum 105, identifying at
least seventy separate torts in the common law jurisdictions.
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Economic interests and the law
of unfair competition






2 Introduction

Part II considers the extent to which economic interest in personality
may be protected from the first main perspective: unfair competition.
The major common law and civil law jurisdictions adopt rather differ-
ent approaches to unfair competition in general, and appropriation of
personality in particular. These approaches, and the relative importance
of statutory and common law causes of action in protecting economic
interests in intangibles, need to be grasped at the outset.

Article 10 bzs of the Paris Convention for the Protection of Indus-
trial Property obliges signatories to provide effective protection against
unfair competition which is contrary to honest practices in industrial
or commercial matters. Three particular aspects are expressly included:
(i) creating confusion with or discrediting the establishment, the goods
or the commercial activities of a competitor; (ii) making false allegations
which discredit the establishment, goods, or the industrial or commercial
activities of a competitor; and (iii) giving indications liable to mislead the
public as to the nature, manufacturing process, characteristics, suitability
for purpose or quantity of goods.! Beyond these acts, case law and legisla-
tion in various jurisdictions have provided protection, to varying degrees
and in various forms, against such activities as the violation of trade
secrets, comparative advertising and misappropriation or free riding (such
as the dilution of the value of a trade mark in the absence of confusion).
The major common law and civil law jurisdictions give effect to these
obligations in different ways,? either by means of specific legislation,? or

1 Paris Convention for the Protection of Industrial Property, Art. 10 bis (3). Cf. World
Intellectual Property Organisation, Model Provisions on Protection Against Unfair Compe-
ution (Geneva, 1996), containing an expansive approach to Art. 10 bis, and see W. R.
Cornish, ‘Genevan Bootstraps’ [1997] EIPR 336.

2 See, e.g., F. K. Beier, ‘The Law of Unfair Competition in the European Community — Its
Development and Present Status’ [1985] EIPR 284; World Intellectual Property Organ-
isation, Protection Against Unfair Competition (Geneva, 1994); A. Kamperman Sanders,
Unfair Competition Law (Oxford, 1997), 24-77.

See, e.g., in Germany, Gesetz gegen den unlauteren Wertbewerb, 7 June 1909; Kamperman
Sanders, Unfair Competition, 56.

27



28 The commercial appropriation of personality

by means of general codified* or common law actions which may be sup-
plemented, in turn, by piecemeal statutory provisions. Within the com-
mon law systems, the phrase ‘unfair competition’ is often used in three
distinct ways: in the broadest sense, as used above, as a generic term to
cover a wide range of legal and equitable causes of action dealing with un-
fair trading; as a synonym for the tort of passing off; and, finally, as a label
for a general cause of action based on the misappropriation of valuable
intangibles.> While the latter form of unfair competition has emerged in
the United States, it has been rejected in English and Australian law.

The origins of the common law misappropriation doctrine

The origins of the misappropriation doctrine, which Anglo-Australian
courts have so far resisted, lie in the well-known decision of the United
States Supreme Court in International News Service v. Associated Press.%
According to the majority, the defendant’s conduct in taking and trans-
mitting news from the early editions of the plaintiff’s east-coast news-
papers and publishing it in its own west-coast papers as early or even
earlier than the plaintiff’s own papers (taking advantage of the time
differential) amounted to unfair competition. Without being burdened
with the expense of gathering the news itself, it had interfered with
the plaintiff’s business, diverting profits from those who had earned
it through expenditure of labour, skill and money, to those who had
not. In short, the defendant sought to reap where it had not sown.”
For the majority, unfair competition was not to be limited to cases of
misrepresentarion, where the defendant attempted to pass off its goods as
those of the plaintiff; rather, liability could be based on the defendant’s
misappropriation of the plaintiff’s ‘quasi property’ in the news matter,
which was merely the material from which the parties were seeking to
make money.?

While Holmes J, partially dissenting, limited the complaint to the im-
plied misrepresentation that the news was the defendant’s own news,
which should not be published without an acknowledgement of source,’
Brandeis J went further, arguing that the fact that a product of the mind
had cost its producer money and labour to produce, and had a value for
which others were willing to pay, was not sufficient to provide it with the
legal attribute of property. The attribute of property was only conferred
on incorporeal productions in certain classes of cases where public policy
had seemed to demand it, and was confined to productions which, in

4 See, e.g., in France, Art. 1382 French Civil Code.
5 See 13 above.  © 248 US 215 (1918).
7 Ibid., 239-40. 8 Ibid., 241-2.  ° Ibid., 246-8.
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some degree, involved creation, invention or discovery. Otherwise, intan-
gible property was only protected in a limited sense because of a special
relationship such as contract or trust between the plaintiff and the de-
fendant, or because of the nature of the defendant’s act such as conduct
amounting to unfair competition.!® The consequence of the majority’s
decision, according to Brandeis J, would be a considerable extension of
property rights, and a corresponding curtailment of free use and knowl-
edge of ideas;!! in his view, the courts were ill equipped to decide the
limits which should be set on any new property right in news.!?

Misappropriation in Anglo-Australian courts

Brandeis J’s dissenting judgment has formed the basis of the rejection
of a general cause of action based on misappropriation of valuable in-
tangibles in Anglo-Australian jurisdictions which have refused to protect
‘all the intangible elements of value . . . which may flow from the exercise
by an individual of his powers or resources whether in the organization
of a business or undertaking or the use of ingenuity, knowledge, skill or
labour’.!® Intellectual property rights are dealt with ‘as special heads of
protected interests and not under a wide generalization’'* and the cru-
cial factor will be whether an intangible falls within one of the discrete
recognised categories rather than the fact that the intangible creation has
some form of value. Nevertheless, Deane J, sitting in the High Court
of Australia, noted in Moorgate Tobacco Co. Ltd (No. 2) v. Philip Morris
Lzd that ‘[t]he rejection of a general action for “unfair competition” or
“unfair trading” does not involve a denial of the desirability of adopting
a flexible approach to traditional forms of action when such an approach
is necessary to adapt them to meet new situations and circumstances’.!”
Such an approach is deemed to be more consistent with the limits of
the traditional common law and statutory causes of action, and better
reflects the balance between competing claims and policies that the leg-
islature deems appropriate. The boundaries between what is and what is
not actionable should not be obliterated ‘by the importation of a cause

10 Ibid., 250-1. ' Ibid., 263. 12 Ibid., 267.

13 Victoria Park Racing and Recreation Grounds Co. Lid v. Taylor (1937) 58 CLR 479;
Moorgate Tobacco Co. Lrdv. Philip Morris Ltd (No. 2) (1984) 56 CLR 414, 445; Hodgkinson
& Corby Lrd v. Wards Mobility Lrd [1994] 1 WLR 1564, 1569; Mail Newspapers v. Insert
Media (No. 2) [1988] 2 All ER 420, 424; Harrods Ltdv. Schwartz-Sackin & Co. Ltd [1986]
FSR 490, 494; Chocosuisse Union Des Fabricants Suisses de Chocolat v. Cadbury Ltd [1998]
RPC 117, 127. Cf. Willard King Pry Ltd v. United Telecasters Ltd [1981] 2 NSWLR 547,
552; Hexagon Pry Ltd v. Australian Broadcasting Commission (1975) 7 ALR 233, 251.

14 Vicroria Park Racing and Recreation Grounds Co. Lrd v. Taylor (1937) 58 CLR 479, 509.

15 Moorgate Tobacco Co. Lid v. Philip Morris Ltd (No. 2)(1984) 56 CLR 414, 445.
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of action whose main characteristic is the scope it allows, under high-
sounding generalizations, for judicial indulgence of idiosyncratic notions

of what is fair in the market place’.1®

Passing off, misappropriation and appropriation of personality

One example of the flexible approach to the traditional causes of action
given by Deane J in the Moorgate Tobacco case was the expansive approach
adopted with regard to the tort of passing off, in particular its extension to
cover the deceptive or confusing use of names or other indicia to suggest
some commercial association or endorsement.!” Nevertheless, while the
Australian courts have proved to be highly adept at developing the tort of
passing off to provide a remedy in cases of appropriation of personality,
the English courts have refused to follow their lead. The next two chapters
consider the role that the tort of passing off plays in protecting interests
in personality, tracing different patterns in three separate jurisdictions.
The conservative approach of the English courts contrasts with the more
liberal approach in Australia, and the entirely different approach adopted
in the Canadian province of Ontario. Indeed, the development in Ontario
of a separate tort of appropriation of personality requires extended dis-
cussion in Chapter 5.

A clear distinction therefore needs to be drawn between four separate
notions: first, the modern English tort of passing off which does not, on
present authorities, encompass damage to interests in personality as such;
second, the extended Australian form of passing off which does embrace
damage to interests in personality; third, a general tort of misappropri-
ation of intangibles; and, fourth, a su: generis tort of appropriation of
personality. As between the first two, it would be an over-generalisation
simply to describe the English tort of passing off as orthodox or conser-
vative, compared to the more flexible approach in Australia. However,
in the specific area of endorsement and merchandising, the Australian
courts have shown a great deal more flexibility in adapting the tort of
passing off to meet new circumstances. The differences between the po-
sitions in England and Australia are analysed in examining the essential
elements of the tort of passing off and, as will become clear, there are
considerable difficulties in reconciling the problem of appropriation of
personality with a tort based on misrepresentation.'® These difficulties
have surfaced in some Canadian authorities and Chapter 5 looks beyond

16 Ibid.

17 Ibid., citing the decision of the High Court of New South Wales in Henderson v. Radio
Corp. Pry Ltd [1969] RPC 218.

18 See 72-97 below.



Economic interests: introduction 31

the tort of passing off and considers the third and fourth notions noted
above. The Ontario courts have shown that it is possible to develop a
sut generis tort of appropriation of personality without developing a wider
general tort of misappropriation of intangibles.

The legacy of the American misappropriation doctrine

Returning briefly to the misappropriation doctrine engendered in
International News Service v. Associated Press,'® despite being frequently
cited the decision has been sparingly applied.?® While early cases sought
to limit the decision to its facts,?! the biggest fetter on the cause of action
for misappropriation has been the constitutional doctrine that federal
statutory intellectual property rights such as copyright and patents are
supreme and, in any conflict, pre-empt the application of state laws.??
More recently, the American Law Institute has effectively disowned the
misappropriation doctrine, arguing that liability should only arise for the
misappropriation of intangible trade values under the rules provided by
federal or state intellectual property statutes, under the rules relating to
trade secrets, or under the rules governing the right of publicity.?> Most
jurisdictions in the United States recognise a right of publicity which al-
lows a person to control the commercial exploitation of his name, voice or
likeness, and this right is often treated as an aspect of unfair competition
law.?* However, neither the misappropriation doctrine nor the more tra-
ditional tort of passing off played an important part in its development.
Rather, its origins lie in the entirely separate right of privacy and, as pre-
viously noted, its development cannot properly be understood without
an understanding of the development of its progenitor.?> These issues are
addressed in Part III.

19 248 US 215 (1918). See, generally, D. G. Baird, ‘Common Law Intellectual Property
and the Legacy of International News Service v. Associated Press’ (1983) 50 U Chi L Rev
411.

20 Restatement, Third, Unfair Competition (1995) § 38 comment c.

21 See, e.g., Cheney Bros. v. Doris Silk Corp., 35 F 2d 279 (2nd Cir. 1929), 280. As Deane ]
noted in Moorgate (note 15 above at 443), this has been the general, though by no means
universal, trend.

22 See, e.g., Sears, Roebuck & Co. v. Stiffel Co., 376 US 225 (1964); Compco Corp. v. Day-
Brite Lighting Inc., 376 US 234 (1964); Bonito Boats Inc. v. Thunder Craft Boats Inc., 489
US 141 (1989).

23 Restatement, Third, Unfair Competition (1995) § 38.

24 WWitness its inclusion in ibid., 88 46-9, and see 187-9 below. Cf. WIPO, Model Provisions
on Protection Against Unfair Competition, Art. 2(2)(vi).

25 See Chapter 7.
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Anglo-Australian courts have not protected intangible elements of value
under any wide generalisation, but under specific heads of protected
interests.! The common law tort of passing off has proved to be the most
useful vehicle in protecting economic interests in personality, though to
a much greater extent in Australia than in England. The protection af-
forded by the statutory intellectual property regimes is patchy and in-
complete, and, in the case of trade marks, depends on proactive steps
being taken to register a mark.? In view of the costs involved, this is
only worthwhile if there is a significant existing or future merchandising
business. Nevertheless, some protection is better than none and the use-
fulness of trade mark registrations and copyright protection should not
be underestimated from a practical standpoint, not least for the reason
that they provide something reasonably concrete which may be licensed
or assigned to third parties. In the absence of a valid action in passing off,
copyright and registered trade marks, however limited in scope, might
be the only licensable subject matter.? Thus, the relatively limited role
that statutory intellectual property rights play in protecting interests of
personality is outlined, before considering the common law causes of ac-
tion. The following sections focus on English law, since space precludes
a detailed comparative survey.*

1 Victoria Park Racing and Recreation Grounds Co. Ltd v. Taylor (1937) 58 CLR 479 per
Dixon J.

2 See, e.g., Mercury Communications Ltd v. Mercury Interactive (UK) [1995] FSR 850 at
863—4 per Laddie J on the advantages of trade mark registration.

3 See also 72-97 below (nature of the licensing connection for passing off).

4 See, generally, M. Henry (ed.), International Privacy, Publicity and Personality Laws
(London, 2001); J. Adams, Character Merchandising (London, 1996), 245-6, 237-45,
272-6; H. G. Richard, Canadian Trade Marks Act Annotated (Toronto, 1991-2000),
12—-4; R. T. Hughes, Hughes on Trade Marks (Toronto, 1999), §24; J. Olsen and
S. Maniatis (eds.), Trade Marks: World Law and Practice (London, 1998); J. Lahore,
Patents, Trade Marks and Related Rights, Vol. I (Sydney, 1996), 54, 155; J. T. McCarthy,
McCarthy on Trade Marks and Unfair Competition, 4th edn (St Paul, Minn., 1999),
Ch. 13.
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Copyright

Copyright protection extends to the categories of works set out in the
Copyright Designs and Patents Act 1988.°> Thus, copyright may sub-
sist in a photograph or drawing of a person where the photograph or
drawing is an original artistic work.® However, the first ownership of the
copyright vests in the author of the work, the artist or the photographer,
or, where the photograph is taken or drawing is made in the course of
employment, the employer.” The subject of a drawing or photograph will
not enjoy copyright.® Infringement of an artistic work will extend to mak-
ing a three-dimensional copy of a two-dimensional work and vice versa,’
although proving infringement of a drawing might be difficult and is a
matter of fact in each case.!® Ownership of copyright in a sound record-
ing will vest in the producer!'! and copyright in a film will vest in the
producer and the principal director.!? Therefore copyright will provide
limited scope for an action to prevent the unauthorised use of a person’s
voice by that person himself, for example where an actor’s voice from a
film is exploited.!?

The Copyright Designs and Patents Act 1988 allows a limited right
of privacy to a person who, for private and domestic purposes, commis-
sions the taking of a photograph or the making of a film. By virtue of
section 85, the commissioner is entitled to prevent copies of the pho-
tograph being issued to the public, the work from being exhibited or
shown in public, or broadcast or included in a cable programme service,
subject to some exceptions, such as the incidental inclusion of the photo-
graphs or films in another copyright work, and acts done under statutory
authority.!* This provision is not so much a matter of principle but a

5 See, generally, K. Garnett, J. Rayner James and G. Davies, Copinger and Skone James on
Copyright, 14th edn (London, 1999), 54 et seq.

6 Copyright Designs and Patents Act (CDPA) 1988, s. 1 and s. 4.

7 Ibid., ss. 9-11.

8 See, e.g., Lyngstad v. Anabas Products Ltd [1977) FSR 62, 65 (unauthorised merchan-
disers had legitimately obtained copyright in the photographs of the plaintiff pop group
Abba from an independent studio). See also Gould Estate v. Stoddart Publishing Co.
(1998) 80 CPR (3d) 161, 168-70 (Ontario Court of Appeal) (subject of photographs
and literary material in magazine article had no proprietary interests in the absence of
an agreement to the contrary).

° CDPA 1988, s. 17(3).

10 See, e.g., Merchandising Corporation of America Inc. v. Harpbond Ltd [1983] FSR 32
(portrait of plaintiff not infringement of a sketch and facial make-up could not constitute
an artistic work in the form of a painting).

11 CDPA 1988, s. 9(2)(aa).

12 CDPA 1988, s. 9(2)(ab). See, generally, Garnett, Rayner James and Davies, Copinger,
240-4.

13 Tt may be protected by performers’ rights: see text below.

14 CDPA 1988, s. 85(2).
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consequence of the change in first ownership of copyright in the 1988
Act. Under the Copyright Act 1956, section 4, the commissioner of the
photograph was the first owner, and was consequently able to control
any unauthorised exploitation of the copyright work. The shifting of first
ownership from the commissioner to the author made it necessary to
provide the commissioner with a limited right of privacy to maintain the
same position as under the 1956 Act.!® In practice, the circumstances
where a person commissions a photograph are limited, typical examples
being wedding photographs and videos, or formal portraits.!® Indeed,
the state of photographic art has evolved considerably since the time
when a person had to sit formally to have his photograph taken, which
would usually have involved commissioning the services of a professional
photographer.!”

New artists and performers will seek the maximum publicity for the
minimum expense and are often unwilling or unable to insist on con-
trol of the manner in which their images are exploited. Ownership of
copyright in such cases is to some extent subject to private contractual
arrangement and although it is practically impossible to prevent having
one’s photograph taken without one’s consent, some protection may be
grounded on copyright.

Performers’ rights

A degree of protection may also be secured by means of performers’
rights,!® particularly where the performer does not own copyright in the
material being performed (the work might be in the public domain or

15 An unsuccessful attempt was made to expand these limited provisions: see Photographs
and Films (Unauthorised Use) Bill 1994. For the Lords debates see Hansard, Fifth Series,
HL, vol. 552, cols. 919-30, 28 February 1994; Hansard, Fifth Series, HL, vol. 553, cols.
74-84, 18 March 1994; Hansard, Fifth Series, HL, vol. 554, cols. 1625-36, 11 May
1994.

16 See, e.g., Williams v. Sertle [1960] 2 All ER 806. Cf. Lady Anne Tennant v. Associated
Newspapers Group Lrd [1979] FSR 298 (plaintiff, Lady in Waiting to Princess Margaret,
able to obtain damages for copyright infringement following defendants’ publication
of a picture of the Princess dressed as Mae West at private party; copyright vested in
the plaintiff who had taken the pictures, which had subsequently been taken from her
possession by her son and sold by a third party to the Daily Mail).

17 See S. Warren and L. Brandeis, “The Right to Privacy’ (1890) 4 HarvLRev 193, 211,

arguing that whereas, previously, the law of contract could provide a person with suf-

ficient means of controlling the commercial exploitation of his photograph, changing
technological and social conditions entailed resort to the law of tort. See 146—50 below.

See, generally, R. Arnold, Performers’ Rights, 2nd edn (London, 1997). For compar-

ative references see, e.g., H. G. Richard and L. Carriére, Canadian Copyright Act

Annotated (Scarborough, Ont., 1993) (looseleaf), 14.01-1; J. Lahore, Copyright and

Designs (Sydney, 1996), 54,041 et seq.
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the copyright is owned by another person).'® Rights in performances
subsist in qualifying?® live performances given by one or more individu-
als, which extend to: dramatic performances (which include dance and
mime); musical performances; readings or recitations of literary works;
and performances of variety acts or similar presentations.?! Thus, the
dramatic performance of an actor, dancer or mime artist may be pro-
tected regardless of whether the individual concerned enjoys rights in any
underlying work; indeed, it does not seem that a dramatic performance
needs to be a performance of any specific work and an improvised dra-
matic performance may qualify for protection.??> Musical performances,
not necessarily limited to performances of a particular work, and thus
including improvised performances, may also be protected. Given that
the link between the subject matter of an advertisement and the product
or service being advertised is often extremely tenuous, it is not difficult
to imagine an advertisement featuring performances by street artists or
buskers which may thus be protected. Similarly, a recitation of a liter-
ary work by an actor or celebrity may be protected, even though the
person reciting the work does not own copyright in the literary work or
sound recording. Performances of variety acts may also be a relevant cat-
egory, although many variety acts will come within the scope of dramatic
performances.?? Sporting performances generally fall outside the cate-
gories set out in section 180(2) of the 1988 Act, although some sports
such as ballroom dancing and ice skating might be categorised as forms
of dance for the purposes of s. 180(2)(a). It is arguable that since impro-
vised performances may be protected, protection should logically extend
to sportsmen who might be regarded as performers who improvise within
the constraints imposed by the rules of a particular sport and, on one view,
only snobbery prevents a sportsman from being treated in the same way
as an opera singer.?*

Performers’ rights extend to the fixation and live broadcasting or cable
transmission of live performances; the public performance and broad-
casting or cable transmission by means of a recording made without
consent; dealings in illicit recordings; and to equitable remuneration for
exploitation of a sound recording.?®> Furthermore, rights to reproduction,

19 See, e.g., Mad Har Music Ltd v. Pulse 8 Records Ltd [1993] EMLR 172; Bassey v. Icon
Entertainment Plc [1995] EMLR 596.

20 CDPA 1988,s.181. 21 CDPA 1988, s. 180(2).

22 See R. Arnold, Performers’ Rights, 42. 23 Ibid., 45.

24 Ibid., 46 and 39. See also V. Pasek, ‘Performers’ Rights in Sport: Where Does Copyright
Stand?’ (1990) 8 CW 13, esp. 15; ‘Performers’ Rights in Sport: The Experts Comment’
(1990) 9 CW 12.

25 CDPA 1988, ss. 182-4.
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distribution, rental and lending in the form of assignable property rights
also subsist, which are actionable in the same way as copyright.2°

Registered trade marks

Nature and functions

It will be helpful to set out some of the functions of trade marks and the
way they relate to commercial exploitation of personality, for the purposes
of both the present discussion and the discussion in the ensuing chapters.
From a very early time traders recognised the potential which lay in using
the names and images of famous persons to distinguish their wares from
those of their rivals and the practice of using personalities as trading
symbols flourishes today. How does this commercial practice square with
the underlying functions of modern trade marks, both registered and
unregistered?

Traditionally, trade marks were seen as serving to indicate the source,
albeit anonymous,?” of goods, and the English courts have historically ac-
corded the greatest weight to this function.?® It is also frequently
contended that trade marks further serve to provide an indication or
guarantee of quality on which consumers can, in practice, rely; although
consumers may be indifferent as to the product’s precise origin, they may
well seek an assurance that a product is of a certain quality.?° Such a guar-
antee is not an absolute legal guarantee since the manufacturer is at lib-
erty to vary the quality, although this is usually against his own economic
interests.>? Thus, the origin function, broadly construed, encompasses

26 CDPA 1988, s. 1911. See, generally, R. Arnold, Performers’ Rights, Ch. 4.

27 See, e.g., Powell v. Birmingham Vinegar Brewery Co. Ltd (1896) 13 RPC 235, 250;
Re McDowell’s Application (1926) 43 RPC 313, 337.

28 See Wagamama Ltd v. City Centre Restaurants Plc [1995] FSR 713, 730; Scandecor Devel-
opment AB v. Scandecor Marketing AB [2001] ETMR 800, 808; Philips Electronics BV v.
Remington Consumer Products [1998] RPC 283, 300; BACH and BACH FLOWER
REMEDIES Trade Marks [2000] RPC 513, 533. See also British Sugar Plc v. Fames
Robertson and Sons [1996] RPC 283, 298 per Jacob ], going so far as to suggest that
indication of origin is the sole purpose which permeates the Directive and the Trade
Marks Act 1994.

29 See, e.g., SA CNL-Sucal NV v. HAG GF AG [1990] 3 CMLR 571, 583; IHT Inter-
nationale Heiztechnik v. Ideal Standard [1994] 3 CMLR 857, 877; Deutsche Renault AG
v. Audi AG [1995] 1 CMLR 461, 475; Canon Kabushiki Kaisha v. MGM Inc. [1999]
ETMR 1, 8.

30 SA CNL-Sucal NV v. HAG GF AG [1990] 3 CMLR 571, 583; Scandecor Development AB
v. Scandecor Marketing AB [2001] ETMR 800, 809; Glaxo Group and Others v. Dowelhurst
Ltd (No. 2) [2000] FSR 529, 540. Cf. Parks, ‘“Naked” Is Not a Four-Letter Word:
Debunking the Myth of the “Quality Control Requirement” in Trade Mark Licensing’
(1992) 82 TMR 531, esp. 535-45. See also E. Hanak, ‘“The Quality Assurance Function
of Trademarks’ (1975) 65 TMR 318; L. Akazaki, ‘Source Theory and Guarantee Theory
in Anglo-American Trade Mark Policy: A Critical Legal Study’ (1990) 72 JSPTO 255.
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both the source of the product and its key qualities which allow it to be
differentiated from rival products.?! More important, for present pur-
poses, is the protection which is increasingly claimed for the value of a
trade mark as an advertising or merchandising symbol.?? Rather than
being seen as an indication of origin, either in its strict sense, or in a
broader sense encompassing quality guarantee or product differentiation
functions, the mark is regarded as a ‘silent salesman’,>’ triggering an as-
sociation between the consumer and the goods or services and seeking to
sell such goods or services, or, more controversially, seeking to sell itself.
Such an approach does not rely on the notion of consumer confusion
relating to a product’s source or quality but seeks to protect the mark’s
marketing power.3* Rather than rewarding the manufacturer with protec-
tion for consistently producing goods of a certain quality,3? it sanctions
legal protection for the investment in the promotion of a product,>® and,
as such, borders on protection against misappropriation.>”

Consider a practical example where a pre-prepared packaged meal, for
retail, bears the name and picture of a well-known chef. Only the very
naive would assume that the meal has been prepared by the celebrity chef
himself and has originated from his kitchen, or is somehow manufactured
by that chef himself. On the other hand, his name and image clearly serve
to differentiate that particular product from those of rival manufacturers,

31 See, e.g., Parfums Christian Dior SA v. Evora BV [1998] RPC 166, 180 per Jacobs
AG, citing W. R. Cornish, Inzellectual Properry, 3rd edn (London, 1996), 529. See also
Loendersloot v. Ballantine & Son Ltd [1998] FSR 544, 552-3; Sabel BV v. Puma AG,
Rudolf Dassler Sport [1998] RPC 199, 209.

See F. Schechter, ‘The Rational Basis of Trademark Protection’ (1927) 40 Harv L Rev
813, and see also T. Martino, Trademark Dilution (Oxford, 1996), esp. 72—8; M. Strasser,
“The Rational Basis of Trademark Protection Revisited: Putting the Dilution Doctrine
into Context’ 10 Fordham Intell Prop Media & Ent L] 375, 389-90 (2000).
Schechter, ‘Rational Basis’, 818.

Cf. Philips Electronics NV v. Remington Consumer Products Ltd [2001] RPC 745, 753
(ECJ) per Colomer AJ, drawing a distinction between, on the one hand, a trade mark,
which seeks to protect the identity of the origin of goods, thereby indirectly protecting the
goodwill which the goods attract, and, on the other hand, designs and patents which seek
to protect the economic value in the goods themselves which derives from a particular
design or technical performance.

See note 29 above.

See Parfums Christian Dior SA v. Evora BV [1998] RPC 166, 180. Jacobs AG (ibid.,
180-1) seems to adopt a rather narrow and somewhat sceptical view of the advertising
or investment functions, stating that ‘those functions seem to me to be merely derivatives
of the origin function: there would be little purpose in advertising a mark if it were not
for the function of that mark as an indicator of origin, distinguishing the trade mark
owner’s goods from those of his competitors. In my view, therefore, even if other facets
of trade marks might require protection in certain circumstances, the court’s emphasis
on the origin function of trade marks was, and remains, an appropriate starting point for
the interpretation of Community law relating to trade marks.” Cf. BMW AG and BMW
Nederland BV v. Deenik [1999] ETMR 339, 354.

37 See A. Kamperman Sanders, Unfair Competition Law (Oxford, 1997), 107-8.
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and might attract a purchaser’s attention in a way in which a particular
brand name, or particular style of packaging, might fail to do. Some con-
sumers may regard the appearance of the name and image of the celebrity
chef as an indication or guarantee that the food is of a certain quality.
Alternatively, the appearance of the name and image of the celebrity chef
may simply function as an advertising device with consumers placing no
reliance on its appearance, as either an indication of origin or a guaran-
tee of the product’s quality. Take another common example, where the
name and image of a famous pop star appears on a T-shirt, or other item
of merchandise. Here the use of the name and image serves a slightly dif-
ferent purpose; it does not necessarily serve to indicate the precise source
of manufacture or precise identity of the manufacturer, indeed the pur-
chaser may be indifferent to these matters. Some purchasers may take
the appearance of the celebrity’s name and image as an indication that he
has authorised the use of his image. Some might also assume that such
authorisation is an effective guarantee of the quality of the merchandise.
Others might be indifferent as to whether or not the T-shirt has been au-
thorised, and would not take such authorisation as a guarantee of quality;
they simply wish to purchase a T-shirt bearing the name or image of their
favourite celebrity, and might be indifferent as to its source or quality.
Whatever reliance is placed on these different factors by different con-
sumers, what is clear is that the name and image of the celebrity can serve
a de facto merchandising function, selling itself rather than any particular
goods, a function that is slightly different from the advertising function.
Such a merchandising function is quite considerably removed from the
orthodox functions of trade marks.

The registrability of names

Such are the underlying bases for trade mark protection. To what extent
can indicia of personality, particularly personal names, be registered as
trade marks? Personal names are not a special category of trade mark,
as such. The Trade Marks Act 1994 prohibits the registration of a sign
which consists of or contains various Royal arms and flags, a represen-
tation of any member of the Royal Family, or any words, letters or de-
vices likely to suggest Royal patronage or authorisation.?® However, no
particular privilege extends to others and an applicant need not seek a
person’s express permission before seeking to register his or her name
as a trade mark, although, according to registry practice, an objection
will be made on the grounds of bad faith, unless the applicant can show

38 Trade Marks Act (TMA) 1994, s. 4.
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that the application is made with the consent of the person concerned,
or his legal representatives.?® Section 1 of the Trade Marks Act 1994 de-
fines a trade mark as ‘any sign capable of being represented graphically
which is capable of distinguishing goods or services of one undertaking
from those of other undertakings’ and expressly includes personal names
within this definition. Any mark is prima facie registrable as long as it is
capable of being represented graphically, and is capable of distinguishing
goods or services of one undertaking from those of another,*® provided,
inter alia, that it is not devoid of distinctive character, one of the absolute
grounds for refusal of registration.*! When assessing whether a surname
possesses that capacity at the date of application, it is necessary to bear
in mind that surnames ‘are naturally adapted to identify all individuals
so named’, although, in relation to ordinary or commonplace surnames,
evidence of acquired distinctiveness often takes time to develop.*?

The English courts’ reluctance to allow broad rights in indicia of iden-
tity through trade marks legislation can be seen in ELVIS PRESLEY Trade
Marks,*® one of the last cases to be decided under the Trade Marks Act
1938. The central issue was whether the names ‘Elvis’, ‘Elvis Presley’
and a signature mark ‘Elvis A. Presley’ were capable of distinguishing
the goods of the applicants, Elvis Presley Enterprises Inc., the successors
in title to Elvis Presley’s merchandising business. The applications were
opposed by Mr Sid Shaw, who had been trading in Elvis Presley memora-
bilia through a company using the trade mark ‘Elvisly Yours’, registered
in respect of a wide range of goods relating to Elvis.

Under sections 9 and 10 of the Trade Marks Act 1938, the applicant
had to satisfy positive requirements of distinctiveness and show that the
mark was either ‘adapted to distinguish’ or ‘capable of distinguishing’
its goods or services for registration in Part A or Part B of the register
respectively. A more descriptive mark will have lower inherent distinctive-
ness and will be less likely to distinguish the applicant’s goods from those

39 Trade Marks Registry Work Manual (1998; see http://www.patent.gov.uk), Ch. 6, para
9.11.2. Cf. the Canadian Trade Marks Act, RSC 1985, c. T-13, 5. 9(1) (k)—(1), prohibiting
the registration of ‘any matter that may falsely suggest a connection with any living
individual’ and ‘the portrait or signature of any individual who is living or has died
within the preceding thirty years’.

See Philips Electronics NV v. Remington Consumer Products Ltd [2001] RPC 745, 754
(EC]); cf. Philips Electronics NV v. Remington Consumer Products Ltd [1999] RPC 809,
818 (CA). See also BACH and BACH FLOWER REMEDIES Trade Marks [2000] RPC
513, 524; AD2000 Trade Mark [1997] RPC 168, 171, and see, generally, D. Kitchin
et al., Kerly’s Law of Trade Marks and Trade Names, 13th edn (London, 2001), Ch. 2.
TMA 1994, s. 3(1)(b). See Philips Electronics NV v. Remington Products Ltd [1999] RPC
809, 818; AD2000 Trade Mark [1997] RPC 168, 173; British Sugar Plc v. James Robertson
& Sons Lid [1996] RPC 281, 305.

42 Re Mister Long Trade Mark [1999] ETMR 406, 410.

43 11999] RPC 567.
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of other traders. Relying on the decision in the TARZAN Trade Mark
case,** where the name “Tarzan’ was denied registration on the basis that
it referred directly to the subject matter of the goods, it was held that the
marks ‘Elvis’ and ‘Elvis Presley’ described goods relating to Elvis Presley,
and were not distinctive of the connection between the goods and the ap-
plicants’ business.*> Robert Walker L] applied the well-known test set
out by Lord Parker in Registrar of Trade Marks v. Du Cros (W& G) Lid:
whether the mark itself is likely to become distinctive of the applicant’s
goods, which depends, in large part, on the question whether ‘other
traders are likely, in the ordinary course of their business and without any
improper motive, to desire to use the same mark, or some mark nearly
resembling it, upon or in connection with their own goods’.#® Although
the signature mark was held to be distinctive under section 9(1)(b), it
could not be said that there was no reasonable likelihood of deception or
confusion being caused to a substantial number of members of the public,
between the applicants’ mark, and the opponent’s earlier mark ‘Elvisly
Yours’, written in a similar cursive script.*” Accordingly, registration was
refused.

The arguments that the Z4ARZAN decision should be limited to its facts
(a fictitious character whose name had once been an invented word) and
that rival traders could not legitimately wish to use the names ‘Elvis’ and
‘Elvis Presley’ according to the Du Cros (W&G) test*® were rejected.®®
Similarly, the Court of Appeal rejected an argument that a general rule
had evolved®® preventing a trader from making unauthorised use of a
celebrity’s name in order to sell his own goods on the basis that use of a
celebrity’s name implied a licence or endorsement and that, as a corollary,
the applicants’ marks could not result in deception or confusion for the
purposes of sections 11 and 12 since they were regarded as successors in
title to the deceased celebrity’s merchandising rights.>! It was held that
there was no universal public assumption that the use of a name in such
circumstances would be regarded as having been licensed or franchised.
Such a view represented an over-simplification of the authorities and was
inconsistent with the principle that each case must be decided on its own

44 11970] RPC 450. %> [1999] RPC 567,578. 45 Ibid., 579.

47 Ibid., 567, 586, applying the test set out in Pianotist Co.’s Application (1906) 23 RPC
774 and Smith, Hayden & Co.’s Application (1946) 63 RPC 97. Morrit L] dismissed the
appeal in respect of the signature mark on the basis that there was no evidence as to its
genuineness: [1999] RPC 567, 592.

48 Registrar of Trade Marks v. Du Cros (W&G) Lid [1913] AC 624.

49 11999] RPC 567, 583.

50 From a line of cases culminating in the decision in Mirage Studios v. Counter-Feat Clothing
Co. Ltd [1991] FSR 145. See 73-84 below.

5 Ibid., 583-4.
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facts.’®> The applicants had failed to educate the public that the names
‘Elvis’ and ‘Elvis Presley’ were being used by them and their licensees in
a trade mark sense.>?

This approach has been followed in Registry cases decided under
the Trade Marks Act 1994. Thus, in Executrices of the Estate of Diana,
Princess of Wales® Application,>* an application to register the mark ‘Diana,
Princess of Wales’ for a wide range of goods and services was rejected.
In the absence of any right of personality, Diana, Princess of Wales did
not own any rights in her name, as such. While personal names might
readily be taken to denote a particular trade source, this was not neces-
sarily the case where a famous name was concerned, where use of the
name might merely identify the subject matter of the goods. The evi-
dence did not show that consumers would expect all commemorative
articles bearing the Princess’s name to have been produced and sold
under the control of a single undertaking responsible for their qual-
ity. In this respect, the claim of the Estate was weakened by the fact
that other signs such as an official logo and hallmark had been used on
goods to indicate their authorisation, which suggested that the name alone
was not capable of indicating the relevant trade connection.?® Similarly,
in YANE AUSTEN Trade Mark,>® an application to register the name
‘Jane Austen’ in respect of toiletries and similar goods was rejected,
following opposition proceedings by the trustees to the Jane Austen
Memorial Trust, which were purportedly brought to protect the dig-
nity and reputation of Jane Austen as a literary figure rather than to
protect the Trust’s own economic interests.’” It was successfully ar-
gued that the mark was devoid of distinctive character under section
3(1)(b) of the Trade Marks Act 1994. Given the extent of Jane Austen’s
fame, the name could only be seen by the public as indicating the sub-
ject matter of the goods, rather than their source. A further objection
that the application had been made in bad faith, based on section 3(6)
TMA 1994, was rejected; there was no general presumption that it was
inappropriate to register the name of a historical literary figure as a
trade mark and the goods with which the registration was concerned
would not damage Jane Austen’s standing as an author or her literary
heritage.>®

52 Ibid., 597, per Simon Brown LJ. > Ibid., 584 per Robert Walker LJ.

54 12001] ETMR 254.

55 Ibid., 271, and see B. Isaac, ‘Merchandising or Fundraising?: Trade Marks and the Diana,
Princess of Wales Memorial Fund’ [1998] EIPR 441. See, also, C. Waelde, ‘Commer-
cialising the Personality of the Late Diana, Princess of Wales — Censorship by the Back
Door?’ in N. Dawson and A. Firth (eds.) Perspectives on Intellectual Properry, Vol. VII:
Trade Marks Retrospective (London, 2000), 211.

56 [2000] RPC 879. 57 Ibid., 891. 8 Ibid., 890-1.
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The approach adopted under the English courts and UK Registry
reflects a fairly orthodox view of the underlying nature and functions
of registered trade marks. Where a mark is sufficiently distinctive and
serves to distinguish the applicant’s goods from those of rival traders,
registration will be available. What is clear is the reluctance of the court
to widen the scope of trade mark registrability to provide protection for
the merchandising value of a mark or symbol.

In approaching the issue of distinctiveness, the UK Trade Marks
Registry starts from the premise that words which are surnames will
not be registrable prima facie unless it is likely that they will be taken
as signs identifying goods from a single source, having regard to: the
commonness of the surname; the size of the market; and the nature
of the goods.’® Beyond that, a (somewhat arbitrary) general guiding
rule of convenience provides that if there is a frequency greater than
100 entries in the London telephone directory, the mark will be re-
garded as common. However, more common surnames may be capable
of distinguishing goods or services where the goods or services origi-
nate from a limited number of traders (for example, airline services)
since the fewer the sources of origin, the greater the likelihood that a
surname will, if used recurrently, distinguish the goods or services of
a particular undertaking.® A surname with initials is regarded as hav-
ing a slightly higher capacity to distinguish and may be accepted even
if the surname is more common, with regard to the general (100 entry)
rule.®! Full names, and combinations of two or more surnames or two
or more forenames may be accepted prima facie on the basis that they
have a greater capacity to distinguish goods from a single source, since
it is unlikely that rival traders would legitimately wish to use such a
combination.®? While a single forename may be accepted prima facie
for goods, Registry practice provides for an objection to single fore-
names as trade marks for certain services (Class 42: food and drink,
hygienic and beauty care, etc.) in the absence of evidence of distinctive-
ness, on the basis that such names are frequently used for businesses
such as hairdressers and restaurants and it would be inappropriate to
grant nationwide rights in respect of such services, without evidence of
distinctiveness.®> Beyond these guideline figures, evidence that a name
has acquired distinctiveness through use will be required and the more
common the name, the greater the evidence required.®* These criteria

59 Trade Marks Registry Work Manual (1998), Ch. 6, para 3.12.1, as amended by Practice
Amendment Circular 6/00 (reprinted in (2000) 29 CIPA Journal, 278).

60 Ibid. ! Ibid.,3.12.5. 52 Ibid.,3.12.8. 9% Ibid, 3.12.6.

64 For examples of cases decided under previous legislation, see, e.g., Teofani & Co. Ltd v.
Teofani [1913] 2 Ch 545 and Re Burford (H.G.) & Co. Ltd’s Application [1919] 2 Ch 28,
and see, generally, T. A. Blanco White and R. Jacob, Kerly’s Law of Trade Marks and
Trade Names, 12th edn (London, 1986), 8-53—8-54.



Statutory and extra-legal remedies 43

are considerably more relaxed than the relevant figures which applied
under the previous Act.%’

Clearly, it will be easier to register an unusual name since a common
name such as Smith or Jones will be devoid of distinctive character. Con-
sequently, those blessed with an unusual and distinctive name will have
no difficulty in securing registration. Although the late guitarist Frank
Zappa did not have a problem in establishing distinctiveness,% fellow
musicians Brian Jones (or his estate) or Robert Smith might have greater
problems. Similarly, footballer Mark Jones would have greater problems
in establishing distinctiveness than fellow footballer Jurgen Klinsmann.®”
Although it may be possible for a celebrity with a more common name to
establish that the name has acquired distinctiveness through use, in many
cases use in the course of trade will be limited, particularly in the early
stages of setting up a merchandising programme. In this respect, trade
mark registration will clearly not be a means of securing monopoly rights
in a name i vacuo. Each trade mark application must include a statement
of the goods or services in relation to which registration is sought,%® and
a statement that the trade mark is being used in relation to those goods
or services by the applicant himself, or with his consent, or that he has a
bona fide intention that the trade marks should be so used.®® Failure to
fulfil this requirement might result in a refusal to register on the grounds
that the application was made in bad faith.”® Moreover, the trade mark
is liable to be revoked if it has not been used within a period of five years
by or with the consent of the owner of the trade mark, or if any use has
been suspended for a period of five years without proper reason.”!

Signatures, portraits and other indicia

In some cases, indicia other than names, such as an individual’s signature,
may be registered as a trade mark, although registration only secures
rights in the form that the signature is represented, and not the name
itself.”? Signature marks are relatively common in the fields of sports and
fashion, particularly on sporting equipment and clothing, although they

65 See CIBA Trade Mark[1983] RPC 75,86. % See, e.g., UK Registration 1123495.

67 See, e.g., UK Registration 1586827.

68 TMA 1994 s. 32(2)(c). The classes of goods for which registration may be sought are
set out in the Trade Marks Rules 1994, schedule 4. See generally, Adams, Character
Merchandising, 77.

%9 TMA 1994 5. 32(3). "0 Ibid., s. 3(6).

! Ibid., s. 46(1). See, generally, Nestle UK Lid v. Zeta Espacial SA [2000] ETMR
226.

72 Tt is doubtful whether copyright may subsist in a person’s signature: see ANNE FRANK
Trade Mark [1998] RPC 379 (Trade Marks Registry) (no copyright in signature for
purposes of invalidity proceedings based on earlier right under s. 47 Trade Marks Act
1994).
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are usually used in conjunction with a name or device mark, since the
signature alone, in the absence of considerable education of the public,
will rarely identify the goods as being those of a particular manufacturer.
Thus, from a practical standpoint, a signature trade mark may, by itself,
be of limited value. Although it may be said that a signature is prima
facie distinctive of the person who signs it,”> this is not inevitably so. At
one extreme, and probably most common, are signatures which consist
of a unique and highly distorted way of representing the author’s name,
while at the other extreme a person may adopt a signature which might
be indistinguishable from the printed form of the name. While Laddie J
at first instance in ELVIS PRESLEY Trade Marks held that the signature
mark in question fell into the latter category, the majority of the Court
of Appeal held that it was sufficiently distinctive, although registration
was refused on the basis that it conflicted with the opponent’s previously
registered mark.”*

A portrait of a person may also be a distinctive sign which is capable
of distinguishing the goods or services of one undertaking from those of
another.”” Registration will be of a particular image which constitutes a
distinctive sign,’® rather than an image as such and the value of such a
trade mark registration may be severely limited by the narrow scope for
infringement of such a mark, even within the fairly generous infringe-
ment provisions under the 1994 Act. According to the practice of the
UK Registry, as with personal names, an objection will be made on the
grounds of bad faith where the mark consists of or includes the portrait
of a living or recently deceased person (but only where that person is
‘well-known’) in the absence of the written consent of that person or his
representatives.’’

Scope of infringement of registered marks

The Trade Marks Act 1994 contains considerably broader infringement
provisions than its predecessor, which, in part, explains the courts’

73 Re Fanfold Ltd’s Application (1928) RPC 199, 203.

74 11999] RPC 567, 586—7 per Robert Walker L] and 596 per Simon Brown LJ. Morritt L]
(590-2) decided against the applicant on the basis that the authenticity of the signature
had not been established and that it did not serve to distinguish the applicant’s goods in a
trade mark sense. Cf. BACH and BACH FLOWER REMEDIES Trade Marks [1999] RPC
1, 43-5 (stylised representation of signature allowed registration subject to disclaimer of
the word ‘Bach’).

7> See, e.g., Rowland v. Mitchell [1897] 1 Ch 71, for an example under previous legislation,
and see, generally, Blanco White and Jacob, Kerly on Trade Marks, 12th edn, 8-58.

76 See, e.g., UK Registration 2036489 (close-up portrait of racing driver Damon Hill in
racing helmet).

77 See Trade Marks Registry Work Manual (1998), Ch. 6, para. 9.11.3. Cf. note 39 above.
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cautious approach to the question of what may be registered.”® According
to the balance of authorities, it is not necessary that the defendant’s use of
a sign in the course of trade be use as a trade mark in order to infringe.”®
Thus, a defendant must look to the express exceptions to the scope of an
infringement action, such as ‘the use of indications concerning the kind,
quality, quantity, intended purpose, value, geographical origin, the time
of production of goods or of rendering of services, or other characteristics
of goods or services’.8” The alternative view that there must be use as a
trade mark in a way which indicates trade origin would take many uses
in merchandising outside the ambit of trade mark infringement. Thus,
where a particular sign used on a product is not perceived to be an indi-
cation of origin, but is seen merely as a decoration for the product or as
a ‘badge of support, loyalty or affiliation’,®! there would be no infringe-
ment. The authorities on this point are somewhat unsettled and await a
definitive ruling from the European Court of Justice,3? which has not,
thus far, addressed the issue.®?

Limited guidance can be found on the scope of infringement of regis-
tered trade marks specifically concerning signatures, personal names or
portraits, and the question of infringement generally is ‘more a matter of
feel than science’.8* To take the simplest example, where there is identity
in terms of the mark and goods,® then there will be no problem in estab-
lishing infringement. Thus where an identical name, signature or portrait
mark is used on identical goods, infringement will be made out. Minor
differences, such as a slightly different script or portrait, will arguably
make the mark fall outside these provisions. In respect of a word mark,
an application for registration is treated as being limited to the graphical
form shown in the application, unless the applicant includes a statement
that the application is for registration of the word without regard to its
graphical form,%® and a similarly narrow approach might be expected in
relation to the infringement provisions under the Act.?’

78 See ELVIS PRESLEY Trade Marks [1997] RPC 543 at 559 per Laddie J, and see,
generally, Kitchin ez al., Kerly’s Law of Trade Marks, Ch. 13.

79 British Sugar Plc v. James Robertson & Sons Ltd [1996] RPC 281, 290; Philips Electronics
NV v. Remington Consumer Products Ltd [1999] RPC 809, 823.

80 TMA 1994, s. 11(2). See, e.g., Bravado Merchandising Services Ltd v. Mainstream
Publishing (Edinburgh) Ltd [1996] FSR 205.

81 Aysenal Football Club Plc v. Reed [2001] ETMR 860, 880. 32 Ibid.

83 See Philips Electronics NV v. Remington Consumer Products Ltd [2001] RPC 745 (ECJ).

84 Wagamama Lid v. City Centre Restaurants Plc [1995] FSR 713, 732 per Laddie J.

85 TMA 1994, s. 10(1).

86 Trade Marks (Amendment) Rules 1998, r. 5, para. 4 (SI 1998/925).

87 Cf. Bravado Merchandising Services Ltd v. Mainstream Publishing (Edinburgh) Ltd [1996]
FSR 205, 209 (marks held to be identical despite differences in typeface from registered
mark).
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In practice, most cases will fall under section 10(2), which provides
for infringement where the marks are identical and the goods or services
are similar, or where the marks are similar and the goods or services are
identical, and there exists a likelihood of confusion, assessed globally,
which includes within such notion the likelihood of association.®® In as-
sessing the similarity of marks, the court must determine the degree of
visual, aural or conceptual similarity and, where appropriate, evaluate the
importance to be attached to those different elements, taking account of
the category of goods or services in question and the circumstances in
which they are marketed and having regard to imperfect recollection or
picture of the mark.?? This is when the limited value of trade mark regis-
trations for portrait and signature marks, in particular, becomes evident.
A signature, by definition, is a unique form of representing one’s per-
sonal name. Dissimilarity of a fairly minor nature will arguably render
the later mark incapable of being regarded as confusingly similar to the
registered mark. Thus, the same name, written in a sufficiently different
style would not infringe the registered signature mark.’® Similarly with
portrait marks the registration only extends to a particular representation
of an image, rather than an image as such. Lack of similarity will again
be a problem and it will be difficult to establish confusion. To take an
earlier example, if a celebrity chef’s portrait is represented in a different
manner, or a slightly different portrait is used, there will obviously be
no identity of marks and establishing confusing similarity may well be
difficult. Use of a name which is similar, rather than identical, to a reg-
istered mark is unlikely to arise, since in most cases of appropriation of
personality the aim is to take advantage of the commercially beneficial
associations of a (celebrity) name, although some forms of advertising
proceed by more subtle allusion to a name, or nickname, of a celebrity.
In such cases, the similarity of the marks will fall to be assessed generally.
Beyond these two situations, infringement may also be established where
the mark is identical or similar and is used on goods or services dissim-
ilar to those for which it is registered, where the mark has a reputation
in the United Kingdom and use of the mark without cause takes unfair

88 Marca Mode CV v. Adidas AG [2000] All ER (EC) 694; Canon Kabushiki Kaisha v.
MGM Inc. [1999] ETMR 1; Sabel BV v. Puma AG, Rudolf Dassler Sport [1998] RPC
199.

89 Lloyd Schuhfabrik Meyer & Co. GmbH v. Klijsen Handel BV [2000] FSR 77, 84 (EC]);
REACT Trade Mark [2000] RPC 285, 288 (Appointed Person). See also Wagamama Ltd
v. City Centre Restaurants Plc [1995] FSR 713, 720, and see, generally, C. Morcom, A.
Roughton and J. Graham, The Modern Law of Trade Marks (London, 1999), 115-8.

90 Cf. Crawford and Son v. Bernard and Co. (1894) 11 RPC 580 (Court of Session) (no
infringement of signature mark ‘Daniel Crawford’ by respondent’s own signature ‘Robert
Crawford’ for Scotch whisky).
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advantage of, or is detrimental to, the distinctive character or the repute
of the mark.®! Again, the main problem will lie in establishing identity or
similarity of the marks before the issues of reputation and unfair advan-
tage or detriment to the distinctive character or repute of the mark can
be considered.®?

In some cases, the registration of a personal name may become so dis-
tinctive of a particular business that its subsequent use by the individual
concerned might be restrained. For example, under previous legislation,
the owners of the trade mark ‘Bentley’ for motor cars were able to re-
strain their former designer W. O. Bentley and rival car maker Lagonda
from using the name ‘Bentley’ in a confusingly similar manner which,
on the facts, did not amount to the bona fide use of his own name as
a designer, where the words ‘Lagonda’ and ‘Bentley’ were given much
greater prominence than the rest of the advertisement text.”> Clearly, this
is a factor to be borne in mind when considering any dealings with the
registered marks.

Economic interests in personality comprise of existing trading interests
and latent recognition values.’® Trade mark registration will only be
relevant to the former category, comprising of a relatively small number
of people who are actually trading in their image by exploiting it them-
selves or by granting licences to others. The fact that registration must
be sought in the first instance, and that such a process of registration
is relatively time-consuming and expensive obviously limits the scope
of trade mark law in addressing cases of appropriation of personality.
The reluctance of the English courts to allow trade mark registration
to be used as a vehicle for protecting economic interests in personal-
ity compounds the inherent limitations of what may be registered as
trade marks, and the relatively narrow scope for infringement of those
rights.

ol TMA 1994, s. 10(3).

92 See General Motors Corp. v. Yplon SA [1999] ETMR 122, 129-33; British Telecommunica-
tions Plc and Others v. One in a Million Ltd [1999] FSR 1, 25; C. A. Sheimer (M) Sdn Bhd’s
Trade Mark Application [2000] RPC 484, 503 (Appointed Person); CORGI Trade Mark
[1999] RPC 549, 557-9 (Appointed Person); and see also A. Michaels, ‘Confusion
in and About Sections 5(3) and 10(3) of the Trade Marks Act 1994’ [2000] EIPR
335.

Bentley Motors (1931) Ltd v. Lagonda Ltd and Bentley (1947) 64 RPC 33. See, also,
BARRY ARTIST Trade Mark [1978] RPC 703 (Registry) (fashion designer’s application
to register his signature in respect of clothing was refused on the basis that it would
be confusingly similar to a prior registration of the same mark by a company from
which the applicant had subsequently departed, although that did not prevent him from
using his signature in his capacity as a designer as opposed to its use on actual finished
goods).

94 See 8-10 above.
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Extra-legal remedies

Introduction

While English law has denied a substantive remedy for commercial
appropriation of personality as such, various codes of practice in the ad-
vertising industry provide norms which operate as a form of ‘soft law’.%>
These norms have not been reflected in the substantive law, although they
will become increasingly important, since the courts are expressly obliged
to have regard, inter alia, to any relevant privacy code in exercising the
balance between freedom of expression and other rights under the Human
Rights Act 1998.9% A new set of international norms is being established

in respect of internet domain names, considered briefly below.

The Independent Television Commission Code

Television advertising in the United Kingdom is regulated by the
Independent Television Commission (IT'C), a statutory body set up un-
der the Broadcasting Act 1990, section 9.°7 Television advertisements
are subject to formal pre-transmission approval and clearance by the
Broadcast Advertising Clearance Centre (BACC), an organisation set
up and funded by the broadcasters themselves. Thus, any potentially
infringing advertisements are dealt with at an earlier stage than is the
case with press advertisements.”® The ITC has a power under the Act
to compel licensed television providers (terrestrial and satellite commer-
cial broadcasters) to exclude certain advertisements which breach the
various I'TC codes. The relevant provisions, for present purposes, are
contained in the Code of Advertising Standards and Practice. Under the
heading ‘Protection of privacy and exploitation of the individual’, it is
provided that there should be no portrayal of, or reference to, individual
living persons without their permission excepting non-offensive or non-
defamatory advertisements for books, films, magazines, etc., which fea-
ture the person referred to in the advertisement. The BACC guidelines
provide that unauthorised reference to individuals is construed widely
and extends to impersonations and caricatures of well-known persons,
regardless of whether there is any likelihood of viewers or listeners being
confused as to the identity of the person featured; wherever the parody

95 1. Ramsay, Advertising, Culture and the Law (London, 1996), 152.

96 Section 12(4). See, generally, 218—-24 below.

97 See http://www.itc.org.uk. The content of television programmes is subject to a separate
statutory scheme, which forms one of the piecemeal statutory recognitions of privacy,
examined in Chapter 8.

98 See text below.
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clearly identifies an individual, permission must be sought.”® It is also
provided that testimonials (expressions of view or statements of experi-
ence of a real person) should be genuine and supported by documentary
evidence before being accepted by the broadcasters, and should not be
used in a manner which is likely to mislead. This is aimed at protecting
viewers’ interests, rather than the privacy or economic interests of those
featured.!?°

The Press Complaints Commission

The Press Complaints Commission!?! is an independent body set up to

consider and adjudicate complaints relating to the editorial content of
newspapers and magazines.!%? It protects both the rights of individuals
and the public’s right to know.1°> The Code of Practice!®* covers sixteen
discrete topics, although most complaints relate to the accuracy of news-
paper content (around two-thirds annually) followed by infringements of
privacy (around one complaint in six).!°> Clause 3 of the Code provides
that ‘(i) everyone is entitled to respect for his or her private and family
life, home, health and correspondence. A publication will be expected
to justify intrusions into any individual’s private life without consent.’
Further, cl. 3 specifically states that ‘the use of long lens photogra-
phy to take pictures of people in private places without their consent is
unacceptable’, with ‘private places’ being defined as places ‘where there
is a reasonable expectation of privacy’. According to the Commission,
there are areas open to the public where people may be considered to
have a reasonable expectation of privacy and, equally, places which are
privately owned where an individual would not have such an expectation.
Thus, there was a reasonable expectation of privacy where a celebrity
was photographed inside a cathedral,!°® but not where an actor was pho-
tographed outside a hotel, although the public or private status of the
property was a matter of dispute.!%”

99 Independent Television Commission, Code of Advertising Standards and Practice,
December 1998, r. 15.

100 1pid., r. 29.

101 See http://www.pcc.org.uk, and see, generally, L. Blom-Cooper and L. R. Pruitt,
‘Privacy Jurisprudence of the Press Complaints Commission’ (1994) 23 Anglo. AmLR
133; R. Pinker, ‘Human Rights and Self Regulation of the Press’ (1999) 4 Comms L. 51;
C. Munro, ‘Self-Regulation in the Media’ [1997] PL 6.

102 Op the availability of judicial review, see R v. Press Complaints Commission, ex parte
Stewart-Brady [1997] EMLR 185, 189.

103 See Douglas v. Hello! Ltd [2001] 2 WLR 992, 1018 per Brooke LJ.

104 press Complaints Commission, Code of Practice (London, 1999).

105 See the annual reports, reproduced at http://www.pcc.org.uk.

106 Complaint by Sir Paul McCartney, Report 43, 30 May 1998.

107 Complaint on behalf of Sean Connery, Report 47, 25 April 1999.
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These provisions are subject to exceptions which may be in the public
interest which include ‘[d]etecting or exposing crime or a serious mis-
demeanour; protecting public health and safety and preventing the pub-
lic from being misled by some statement or action of an individual or
organisation’.!?® Freedom of expression is explicitly mentioned as being
in the public interest, and the Commission states that it will have regard
to the ‘extent to which material has, or is about to, become available to
the public’. In any case where the public interest is invoked a full expla-
nation is required of the editor concerned, demonstrating how the public
interest was served, with a higher burden imposed in cases involving chil-
dren. Thus, for example, the publication of a photograph of a prisoner
in an article commenting on an operational decision by prison authori-
ties was held to be of legitimate public interest,'°® unlike the publication
of details of an actress’s sex life.!!® Many of the complaints relating to
privacy come from individuals with no obvious public profile rather than
celebrities, which partly reflects the speed and low cost of the complaints
process,'!! and the fact that the (mainly tabloid) press often intrudes into
the lives of quite ordinary people.

The Advertising Standards Authority Code

Press advertisements are regulated by the British Code of Advertising
Practice,!!? administered by the Advertising Standards Authority,!!?
a private body set up by the advertising industry to regulate its own
affairs,!!'* and the workings of the Code provide an insight into the kind
of conduct which is dealt with outside or on the margins of English law.
The Code does not define an advertisement but lists the communica-
tions and material to which it applies: most non-broadcast media such
as newspapers, magazines, posters, cinema and video commercials and
mailing lists. The most important exceptions include broadcast media,
covered by the ITC Code (see text above), the contents of books, and
packages and wrappers, the latter being a potentially fruitful medium for
unauthorised merchandisers.!!”

108 See, e.g., complaint by Stephen Billington, Report 43, 23 August 1998.

109 Complaint by Beverley Fielden, Report 53, 29 August 2000.

10 Complaint by Granada Television on behalf of Ms Georgia Taylor, Report 51, 18 June
2000.

11 See Pinker, ‘Human Rights and Self Regulation’, 52.

W2 British Code of Advertising Practice, 10th edn (London, 1999).

113 See http://www.asa.org.uk.

114 Qee, generally, G. Crown, Advertising Law and Regulation (London, 1998), 474-578;
G. Robertson and A. G. L. Nicol, Media Law, 3rd edn (London, 1992), 559-61.

U5 Code of Advertising Practice, paras. 1.1-1.2.
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The British Code of Advertising Practice expressly states that it does
not have the force of law!!® and an advertiser contravening the Code
will be asked to withdraw or amend the advertisement,!!” although a
voluntary undertaking is often given and honoured. In the case of non-
compliance, advertisers will usually be denied advertising space by duly
notified media organisations and may be subject to adverse publicity
following a finding of a breach of the Code.!!® The Code also empha-
sises the publishers’ prerogative to refuse to accept an advertisement
for publication regardless of whether it might conform to the provi-
sions of the Code, although this depends on the views of individual
publishers.!!® If a misleading advertisement or promotion continues to
appear after the Advertising Standards Authority has ruled against it,
the matter can be referred to the Director General of Fair Trading, who
can seek an undertaking from anyone responsible for commissioning,
preparing or disseminating it that it will be discontinued. Failing that,
an injunction can be sought to prevent further publication.!?° The deci-
sions of the ASA are subject to judicial review,'?! although this is rarely
exercised.!??

Under the heading ‘protection of privacy’, the current Code provides
that ‘advertisers should not unfairly portray or refer to people in an ad-
verse or offensive way’. The Code urges advertisers to obtain written
permission before (i) referring to or portraying members of the public
or their identifiable possessions, excepting incidental inclusions such as
crowd scenes; (ii) referring to people with a public profile although ref-
erences that accurately reflect the contents of books, articles or films may
be acceptable without prior permission;!?* and (iii) ‘implying personal
approval of the advertised product’. The Code goes on to state that prior
permission may not be needed when the advertisement contains nothing
that is inconsistent with the positions or views of the person featured.!?*
This is somewhat perplexing and can only be taken to refer to some objec-
tive standard in determining what might be inconsistent with the positions
or views of the subject. Clearly the provision would cover a straightfor-
ward case such as where a well-known temperance campaigner’s image

16 Ipid., para. 1.3. U7 Ipid., para. 68.6.

18 1p4d., para. 68.39. 19 Ipid., para. 68.28.

120 Control of Misleading Advertisements Regulations 1988, SI 1988, No. 915 as amended
(SI 1995, No. 1537).

121 R v. Advertising Standards Authority ex parte the Insurance Service Plc (1990) 2 Admin

LR 77.

See, generally, Crown, Advertising Law, 476, and see, e.g., R. v. Advertising Standards

Authoriry, ex parte SmithKline Beecham Plc [2001] EMLR 598.

123 Code of Advertising Practice, para. 13.1. 124 Ipid., para. 13.2.

122



52 The commercial appropriation of personality

is used in connection with alcoholic products. However, a person might
object to the unauthorised exploitation of his image for highly subjective
reasons, due to an aversion to a particular kind of product or business,
or stemming from a simple desire not to be associated with any kind
of commercial advertising; beliefs or opinions which might not be gen-
erally well known. References to the deceased are required to be made
with particular care to avoid offence or distress under the Code,'?> while
‘members of the Royal Family should not normally be shown or men-
tioned in advertisements without their prior permission’ excluding inci-
dental references unconnected with the advertised product or references
to biographical materials such as books, articles or films.!?% Use of the
Royal arms and emblems should only be made with prior permission.!?’
Apart from the privacy provisions, the Code provides that testimonials
and endorsements should be genuine and should only be used with the
express written permission of those giving them.!?8

Previous editions of the Code placed rather more emphasis on pro-
tecting economic interests, although complaints from those occupying
positions in trades or professions which necessarily entail a high de-
gree of public exposure could only be entertained when the effect of the
advertisement was ‘to substantially diminish or to abrogate their right
to control the circumstances or terms upon which their name, likeness,
or reputation was used on a commercial basis’.!?° This might, arguably,
have applied to any unauthorised use, given that exclusivity is often an
important factor in contracts concerning merchandising or endorsement
and an exclusive licence will generally be much more valuable. It is not
clear why the provisions on economic interests were omitted from the
current edition, although they were rarely invoked. For example, in the
period between 1989 and 1995, under the 8th edition of the Code,
only one complaint, brought by footballer Paul Gascoigne in respect
of an advertisement for insurance services, concerned the protection of
essentially economic interests. Although it was held that the advertise-
ment did not imply any endorsement of the advertisers’ service, it was
capable of diminishing or abrogating his right to control the circum-
stances or terms on which he might exploit his name, likeness or reputa-
tion on a commercial basis.!3° The other complaints related to what were
essentially privacy interests. Thus, for example, a Member of Parliament’s
complaint regarding an advertising leaflet which falsely attributed a tes-
timonial for a company providing roofing services (which had in fact

125 Ibid., para. 13.3. 126 Ipid., para. 13.4.

127 Ibid., para. 13.5. 128 Ibid., para. 14.

129 British Code of Advertising Practice, 8th edn (London, 1988), para. 17.3.
130 ASA Monthly Report 10, March 1992.



Statutory and extra-legal remedies 53

been unsatisfactory) was upheld.'! Similarly, a complaint regarding a
national press advertisement for anti-perspirant, featuring a photograph
of the President of the National Union of Mineworkers, accompanied by
the caption ‘for when you’re really sweating’, was held to be grossly offen-
sive in view of the impending outcome of an investigation into handling of
Union funds. Such gratuitous use for an unrelated advertising purpose
was held to be highly distasteful, even though public figures could not
expect the same degree of privacy as private individuals.!32

The relatively small number of complaints concerning invasion of pri-
vacy brought under the Code each year suggests that there is little danger
of a flood of litigation engulfing the courts, should a tort of appropriation
of personality be recognised. There are obvious limits to the scope of such
a code of practice, given the limited range of media to which it applies
and the increasingly slender foundations of voluntary self-regulation on
which any such scheme rests.!?> Nevertheless, from a practical stand-
point, there is something desirable in a self-regulatory system which pro-
vides some degree of protection for privacy while also providing a means
of alternative dispute resolution which avoids the costs and delay of the
courts.!3*

The Uniform Domain Name Dispute Resolution Policy

The unauthorised use of internet domain names is a widespread phe-
nomenon which is not confined to the names of businesses and extends
to the names of individuals. While an action may be available in the tort
of passing off,!3> most disputes concerning personal names have been re-
solved through extra-legal dispute resolution procedures. Domain name
registrations are administered by a number of organisations, which usu-
ally allocate registrations on a first-come, first-served basis, and do not
confer any intellectual property rights in the name; the arrangement be-
tween the authority and the registrant is contractual.!?® For example,
in the United Kingdom, the domain name registrar Nominet UK Ltd

131 ASA Case Report 185, September 1990. Cf. ASA Case Report 192, April 1991 (use of
football manager’s photograph in connection with airline services held not to suggest
any endorsement and was not inconsistent with his status as a public figure).

132 ASA Case Report 187, November 1990.

133 See, e.g., R. Rijkens and G. E. Miracle, European Regulation of Advertising (Oxford,
1986), 41-3, summarising arguments for and against a system of self-regulation in
advertising. The self-regulatory role of the press in relation to privacy and related issues
is constantly challenged as inadequate: see Ch. 8 below at 238—41.

134 See M. Arden, “The Future of the Law of Privacy’ (1998-9) 9 KCLJ 1, 18.

135 See British Telecommunications Plc & Others v. One in a Million Ltd [1999] FSR 1.

136 See, generally, Kitchin ez al., Kerly’s Law of Trade Marks, Ch. 21.
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(a company limited by guarantee) operates its own dispute resolution
policy. This has replaced an earlier and more limited policy and has been
modelled, in part, on the Uniform Domain Name Dispute Resolution
Policy, although there are significant differences.!>”

The Uniform Domain Name Resolution Policy (UDRP; 24 October
1999)!38 has been adopted by the Internet Corporation for Assigned
Names and Numbers (ICANN) (a non-profit corporation). The policy
is incorporated by reference in registration agreements used by all accred-
ited domain name registrars for generic top-level domain names (initially
those ending in .com, .net, .org, and now the new additions: .aero, .biz,
.coop, .info, .museum, .name, .pro).'3° It has also been adopted by cer-
tain managers of country-code top-level domains. The procedures are
intended to provide a cheap and speedy resolution for bad faith and
abusive registrations of domain names. Disputes are referred to an inde-
pendent administrative panel, composed of between 1 and 3 arbitrators,
appointed from a list of over 120 drawn from 30 countries, to administer
the dispute in accordance with the ICANN policy and rules. The most
popular dispute resolution mechanisms are administered by the World In-
tellectual Property Organisation'“? and the Disputes.org/eResolution.ca
Consortium.'#! Panel decisions are not subject to any system of binding
precedent. There is no choice of law provision and, under the rules, a
panel must decide a complaint on the basis of, inter alia, ‘any rules and
principles of law that it deems applicable’,!#? and tends to apply the law
of the parties’ country of origin. While such authority is influential, it is
not, however, binding. The remedies available to successful complainants
are limited to an order that the disputed domain name(s) be transferred
to the complainant or cancelled. There is no power to make a monetary
award or an order for costs.

The administrative procedures are mandatory where a third party
claims that the registered domain name is: (i) identical or confusingly sim-
ilar to a trademark or service mark in which the complainant has rights;

137 See http://www.nominet.org.uk. See D. Osborne and T. Willoughby, ‘Nominet’s New
Dispute Resolution Procedure — They CANN Too!’ (2001) 6 Comms L. 95. For an anal-
ysis of the previous policy see D. Osborne, ‘Domain Names, Registration and Dispute
Resolution and Recent UK Cases’ [1997] EIPR 644.

138 See http://www.icann.org.

139 See, generally, J. M. Gitchel, ‘Domain Name Dispute Policy Provides Hope to Parties
Confronting Cybersquatters’ (2000) JPTOS 611; R. Chandrani, ‘ICANN Now Others
Can’ [2000] Ent LR 39; S. Jones, ‘A Child’s First Steps: The First Six Months of
Operation — The ICANN Dispute Resolution Procedure for Bad Faith Registration
of Domain Names’ [2001] EIPR 66; D. Curley, ‘Cybersquatters Evicted: Protecting
Names Under the UDRP’ [2001] Ent LR 91.

140 See http://www.wipo.org. 141 See http://www.disputes.org.

142 Rules for Uniform Domain Name Dispute Resolution Policy, r. 15(a).
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and (ii) the registrant has no rights or legitimate interests in respect of the
domain name; and (iii) the domain name has been registered and is being
used in bad faith. The complainant must prove that each of these three
elements are present.!*> The UDRP provides a non-exhaustive definition
of bad faith, where it can be established that registration was (i) primarily
for the purpose of ‘selling, renting, or otherwise transferring the domain
name registration’ to the complainant or a competitor, for consideration
in excess of actual costs directly related to the domain name; (ii) to pre-
vent the owner of the trade mark or service mark from using the mark
in a corresponding domain name, provided a pattern of such conduct
can be established; (iii) primarily for the purpose of disrupting the busi-
ness of a competitor; (iv) to attract, for commercial gain, internet users
by creating a likelihood of confusion with the complainant’s mark as to
source, sponsorship, affiliation or endorsement.!4*

The procedure has allowed a number of well-known individuals to
secure a transfer of domain names consisting of their personal names.
In Winterson v. Hogarth'*® a well-known author, Jeanette Winterson, was
able to secure a transfer of the top-level domain names (ending in .com,
.org and .net) which the respondent had registered with a view to selling
them by auction. Since both parties were resident in the United Kingdom
the Panel considered the relevant decisions of the English courts,!*6 hold-
ing that the rules did not require that the trade mark be registered.!*’
While the decision of the English Court of Appeal in ELVIS PRESLEY
Trade Marks'*® was noted, it was not regarded as determining the question
whether common law rights could subsist in an individual name under
English law.!*° In applying English law, the Panel took the view that the
complainant would have a valid cause of action in passing off to prevent
the use of her name and was satisfied that the respondent had not used
the domain names in good faith. A transfer of the relevant domain names
to the complainant was ordered.

However, in Springsteen v. Burgar " the majority of the Panel ques-
tioned whether the previous decisions!®! established the principle that
the names of very well-known celebrities could acquire the necessary dis-
tinctive secondary meaning which would give rise to rights equating to

150

143 Uniform Dispute Resolution Policy, para. 4(a).

144 Ipid., para. 4(b). 145 WIPO Case No. D2000-0235. 146 See note 142 above.

147 See, also, Roberts v. Boyd, WIPO Case No. D2000-0210; Adu p/kl/a Sade v. Quantum
Computer Services Inc., WIPO Case No. D2000-0794.

148 See note 43 above.

199 Winterson v. Hogarth, WIPO Case No. D2000-0235, para. 6.8.

150 WIPO Case No. D2000-1532.

151 Winterson v. Hogarth, WIPO Case No. D2000-0235; Roberzs v. Boyd, WIPO Case
No. D2000-0210; Adu p/kla Sade v. Quantum Computer Services Inc., WIPO Case
No. D2000-0794.
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unregistered trade marks. The majority also took the view that previous
Panels had concluded too readily that the mere registration of the name
as a domain name, and other names of a similar nature, constituted an
attempt to prevent the legitimate owner of registered or common law
trade mark rights from obtaining a ‘corresponding domain name’. This,
according to the majority, effectively placed the burden of proof on the
registrant in establishing good faith, rather than on the complainant in
establishing bad faith. Although the registered domain name (‘bruce-
springsteen.com’) was identical to the complainant’s unregistered mark,
the majority held that the registrant had demonstrated that he had some
rights or legitimate interests in respect of the domain name, and that
the complainant had failed to establish that it was registered, and had
been used, in bad faith. The registration did not prevent the complainant
from using the mark in a corresponding domain name, for the purpose of
para. 4(b)(ii) of the UDRDP, since he had already registered the domain
name ‘brucespringsteen.net’ for his official website. Neither could it be
said, on the facts, that the registrant had registered the name ‘primarily
for the purpose of disrupting the business of a competitor’ (UDRP para.
4(b)({ii)), nor had he ‘intentionally attempted to attract other users to his
website by creating a likelihood of confusion as to source, sponsorship,
affiliation or endorsement’ (UDRP para. 4(b)(iv)). It was ‘relatively un-
likely that any user would seek to go straight to the internet and open the
site “brucespringsteen.com” in the optimistic hope of reaching the offi-
cial Bruce Springsteen website’; internet users would ‘not expect all sites
bearing the names of celebrities or famous historical figures or politicians,
to be authorised or in some way connected with the figures themselves’.
Any attempt to curtail the internet’s use as ‘an instrument for purveying
information, comment, and opinion on a wide range of issues and topics’
should, according to the majority, be resisted.

Subsequent decisions have treated the criticisms in the Springsteen'®
decision as obiter and have affirmed that complainants may succeed on
the basis of common law rights. As noted in Brown v. Fulie Brown Club
authors and performers can establish common law rights in the tort of
passing off to protect their names as indicators of source, a form of unfair
competition of the kind defined in the Paris Convention.!>> A defendant
should not be allowed to supply goods or put on performances which the
consuming public are led to believe consist of the author’s work when
they consist of a substitute.!>* Similarly, in Barnes v. Old Barn Studios Ltd

2

152 Cf. Monty and Pat Robers, Inc. v. Keith, WIPO Case No. D2000-0299.

153 Paris Convention for the Protection of Industrial Property, Article 10 bis (see, generally,
27 above).

154 Brown v. Julie Brown Club, WIPO Case No. D2000-1628.
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it was noted both that the fact that a name may be difficult to register as
a trade mark does not prevent it being a common law trade mark which
may be protected by the tort of passing off and that the overwhelming
preponderance of panel decisions regard common law marks as coming
within the remit of the policy.'®® Thus, in a series of joined cases, a
number of well-known authors were able to secure the transfer of domain
names incorporating their personal names.!>°

The situation is rather more difficult where a registrant is not actually
using the contested domain name to point to a web site. In such a case a
complainant will find it more difficult to establish that mere registration
of a name, without use on an active web site, amounts to bad faith since
registration and use in bad faith are required.!>” However, panels have
held, on the facts, that bad faith does not require a positive act on the part
of the registrant and inactivity may, in certain circumstances, amount to
bad faith,'>® although this might be seen as effectively placing the burden
of proof on the registrant rather than the complainant.

Although an individual’s personal name is usually distinctive, in some
cases a nom de plume or stage name may be regarded as a non-distinctive
common word in which trade mark rights cannot subsist, although such
cases will be relatively rare. For example, in Sumner, p/k/a Sting v. Urvan
the complainant failed to establish any trade mark rights in the name
‘Sting’, even though it was accepted that he was world-famous as a musi-
cian performing under that name.!*® Unlike the previous cases, the per-
sonal name concerned was also a common word in the English language,
with a number of different meanings. Neither was there any evidence
of bad faith which would have been necessary to establish a claim. Sig-
nificantly, the Panel questioned whether the procedure should extend
beyond trade marks and service marks to cover geographical indications
or personality rights,!%° although subsequent panels have not expressed
similar doubts.

The procedure has been invoked mainly by celebrities, who might be
expected to have common law trade mark rights in their names. It has
also been applied quite liberally in a small number of cases where com-
plainants with a high public profile have been held to enjoy common law

155 Yulian Barnes v. Old Barn Studios Ltd, WIPO Case No. D2001-0121.

156 See ibid., and De Bernieres v. Old Barn Studios Ltd, WIPO Case No. D2001-0122; Beevor
v. Old Barn Studios Ltd, WIPO Case No. D2001-0123; and see also The Authors Guild
Inc. v. Old Barn Studios Ltd, e-Resolution Case No. AF-0582 a—i.

157 Uniform Dispute Resolution Policy, para. 4(a).

158 See Authors Guild Inc. v. Old Barn Studios Lid, e-Resolution Case No. AF-0582 a-i and
the decisions cited.

159 WIPO Case No. D2000-0596.

160 Ibid., citing Report of the WIPO Internet Domain Name Process, 30 April 1999.
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rights on limited evidence that the name has been used as a mark in com-
merce. Thus, for example, a high-profile investment banker, financial
adviser and political fundraiser was able to secure a transfer of a do-
main name using his name.!®! It is unclear to what extent a remedy will
be open to private individuals with no registered trade mark rights and
nothing akin to goodwill in respect of some business, trade or profession
which might form the subject matter of common law trade mark rights.!62
Ultimately, the question whether a name has a sufficiently distinctive
character and whether there has been bad faith use are questions of
fact.1%3 This reflects the position in determining whether goodwill may
subsist in a name at common law for the purposes of the tort of pass-
ing off, an area where the English and Australian authorities, at least,
are somewhat unsettled. This is considered in the next chapter.!®* As
the UDRP expands to cover new top-level domains, it remains to be
seen to what extent the system will extend to cover new claims based on
infringement of a personality right, rather than trade mark rights, against
unauthorised commercial exploitation.!%°

161 Rartner v. BuyThisDomainName, WIPO Case No. D2000-0402. Cf. Tony Alessandra
D/B/A Alessandra & Associates v. Inss and Allesandra’s, WIPO Case No. D2001-0619
(marketing consultant), and see World Intellectual Property Organisation, “The Recog-
nition of Rights and the Use of Names in the Internet Domain Name System: Interim
Report of the Second WIPO Internet Domain Name Process’ (Geneva, 12 April 2001),
para. 177.

162 See B. Isaac, ‘Personal Names and the UDRP: A Warning to Authors and Celebrities’
[2001] Ent LR 43, 52; D. Osborne, ‘Don’t Take My Name in Vain! ICANN Dispute
Resolution Policy and Names of Individuals’ (2000) 5 Comms L 127, 128. Cf. R.
Chandrani, ‘Cybersquatting — A New Right to Protect Individual Names in Cyberspace’
[2000] Ent LR 171, 173.

163 See, e.g., Rattner v. BuyThisDomainName, WIPO Case No. D2000-0402.

164 See 61-71 below.

165 See “Interim Report of Second WIPO Domain Process’, para. 185 et seq. Cf. G. E.
Evans, ‘Comment on the Terms of Reference and Procedure for the Second WIPO
International Name Process’ [2001] EIPR 61.



4 Goodwill in personality: the tort of passing
off in English and Australian law

Introduction

At first glance, cases of appropriation of personality fit rather uneasily with
the traditional notion of passing off. In its original, or classic, form the
tort of passing off prevented a defendant from passing off his own goods
as the plaintiff>s goods,! although the basic formulation was gradually
extended to cover misrepresentations that the plaintiff’s goods were of a
different class or of a different quality from what they actually were.? It
also came to embrace cases ‘where although the plaintiff and defendant
were not competing traders in the same line of business, a false suggestion
by the defendant that their businesses were connected with one another
would damage the reputation, and thus the goodwill of the plaintiff’s
business’.> Thus a defendant was not entitled to carry on business in
such a way as to lead the public to believe that he was carrying on the
business of the plaintiff or that the defendant’s business was connected
with the plaintiff>s business.* In more modern times the tort has been
extended further to cover cases involving the misdescription of goods, or
the misuse of a descriptive term, if a trader can show that he is a member
of a class and that a particular word or name has become so distinctive
of that class’s products as to make their right to use the word or name,
truthfully in describing their product, a valuable part of the goodwill of
each trader in that class.’

These gradual extensions have, at various times, prompted speculation
that a new and wider tort of unfair competition might be developing.
For example, in Vine Products & Co. Lid v. Mackenzie & Co. Ltd, Cross
J stated that the decision in a previous case® had gone ‘beyond the

1 See, e.g., Reddaway v. Banham (1896) 13 RPC 429.

2 Spalding (A. G.) & Bros. v. Gamage (A. W) Ltd (1915) 32 RPC 273, 283—4.

3 Erven Warnink BV v. Townend & Sons (Hull) Ltd [1979] AC 731, 741-2 per Lord Diplock.

4 The Clock Ltd v. The Clock House Hotel Ltd (1936) 53 RPC 269, 275.

5 Erven Warnink BV v. Townend & Sons (Hull) Ltd [1979] AC 731; Chocosuisse Union Des
Fabricants Suisses de Chocolat v. Cadbury Ltd [1999] RPC 826 (CA).

S Bollinger v. Costa Brava Wine Co. Ltd [1960] RPC 16.
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well-trodden paths of passing off and into the unmapped area of “unfair
trading” or “unlawful competition”’,” before going on to explain the de-
cision as an example of the extended tort of passing off, rather than a new
tort of unlawful competition.? The decision in Erven Warnink v. Townend
prompted similar speculation,® although subsequent dicta have denied
the existence of any all-embracing action, while acknowledging a more
dynamic approach to legal protection against unfair trading. Character-
ising an act as unfair is not sufficient to make it actionable: the conduct
must be brought within the parameters of the tort of passing off as set
out by the House of Lords in Erven Warnink.'° Even the most protean of
torts!! has fixed elements which limit its adaptability. The English courts
have generally adhered to a fairly orthodox notion of passing off in cases
of appropriation of personality, while their Australian counterparts have
been far more willing to adapt the tort’s central requirements to remedy
cases of appropriation of personality. An analysis of the two approaches
reveals considerable problems in stretching the tort to achieve these ends.

The essential elements of passing off

The starting point of any discussion of the modern tort of passing off is
usually Lord Diplock’s speech in Erven Warnink v. Townend, which set
out five necessary (but not sufficient) elements which need to be present
to create a valid cause of action: (i) a misrepresentation (ii) made by
a trader in the course of trade, (iii) to prospective customers of his or
ultimate consumers of goods or services supplied by him, (iv) which is
calculated to injure the business or goodwill of another trader (in the
sense that this is a reasonably foreseeable consequence) and (v) which
causes actual damage to a business or goodwill of the trader by whom
the action is brought or (in a quia timer action) will probably do so.!?
However, it is often preferable to analyse the key elements of the tort in
terms of the ‘classical trinity’ of: ‘(i) a reputation (or goodwill) acquired
by the plaintiff in his goods, name, mark etc. (ii) a misrepresentation by
the defendant leading to confusion (or deception) causing (iii) damage
to the plaintiff>.!> In analysing the particular facts of a passing off action

7 [1969] RPC 1, 23. 8 Ibid., 29.

9 Erven Warnink BV v. Townend & Sons (Hull) Ltd [1979] AC 731. See, e.g., G. Dworkin,
‘Unfair Competition: Is the Common Law Developing a New Tort?’ [1979] EIPR 241.

10 See Mail Newspapers v. Insert Media (No. 2) [1988] 2 All ER 420, 424 per Hoffmann J.

1" Erven Warnink BV v. Townend & Sons (Hull) Ltd [1979] AC 731, 740 per Lord Diplock.

12 Ibid., 731, 742.

13 Consorzio del Prosciutto di Parma v. Marks & Spencer Plc [1991] RPC 351, 368, following
the remarks of Lord Oliver in Reckitt & Colman Ltd v. Borden Inc. [1990] 1 WLR 491,
499.
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it is usually advantageous to examine the three elements individually,
even though they are often interactive and difficult to separate.!* The
contrasting approaches adopted by the English and Australian courts in
interpreting the three key elements are analysed before considering the
way in which the three elements interrelate.

Goodwill

Goodwill and repuration

Passing off protects the property in the business or goodwill likely to be
injured by the defendant’s misrepresentation.!® The protected interest is
a right of property in the plaintiff’s business goodwill rather than in a
particular mark or get-up in itself.!® According to Lord Macnaghten’s
classic dictum in IRC v. Muller & Co.’s Margarine Ltd,!” goodwill is ‘the
benefit and advantage of the good name, reputation and connection of
a business. It is the attractive force which brings in custom.’!® Indeed,
goodwill seems to be inextricably linked to some form of business as
Lord Macnaghten further stressed: ‘[gloodwill has no independent ex-
istence. It cannot subsist by itself. It must be attached to a business.
Destroy the business and the goodwill perishes with it, though elements
remain which may perhaps be gathered up and revived again.’'° Matters
are complicated by the concurrent and seemingly alternative use of the
term ‘reputation’ where some authorities state the need to show ‘goodwill
or reputation’.?? The notion of ‘reputation’ is much wider than goodwill
and, consequently, one that is easier to satisfy. The better view is that it
is goodwill rather than a broader notion of reputation which the tort of
passing off protects?! and, as noted above, this goodwill is inevitably and

14 County Sound Plc v. Ocean Sound Ltd [1991] FSR 367, 372.

15 Spalding (A. G.) & Bros. v. Gamage (A. W) Ltd (1915) 32 RPC 273 per Parker L] cited
with approval in Reckitt & Colman Ltd v. Borden Inc. [1990] 1 WLR 491, 510 per Lord
Jauncey. See also British Telecommunications Plc and Others v. One in a Million Ltd and
Others [1999] FSR 1, 10 per Aldous L.

Star Industrial Co. Ltd v. Yap Kwee Kor [1976] FSR 256, 269 per Lord Diplock.
17119011 AC 217. 18 Ibid, 223. 19 Ibid., 224.

20 See, e.g., Nourse LJ in Consorzio del Prosciutto di Parma v. Marks & Spencer Plc [1991]
RPC 351, 368. See, also, J. Drysdale and M. Silverleaf, Passing Off Law and Practice,
2nd edn (London, 1994), Ch. 3.

Anheuser Busch Inc. v. Budejovicky Budvar NP [1984] FSR 413; Nice and Safe Attitude Lrd
v. Piers Flook [1997] FSR 14, 20. See also Athlete’s Foot Marketing Associates Inc. v. Cobra
Sports Ltd [1980] RPC 343, 349 per Walton J, comparing the restrictive and expansive
approaches to goodwill in, respectively, A. Bernardin et Cie v. Pavilion Properties Ltd [1967]
RPC 581 and Maxim’s v. Dye [1977] FSR 364. The Australian courts have gone further
in recognising reputation, without actual trading goodwill in a particular jurisdiction, as
sufficient: see, e.g., Conagra Inc. v. McCain Foods (Aust) Pry Ltd (1992) 23 IPR 193;
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perhaps inextricably linked to a particular business. In Anheuser Busch
Inc. v. Budejovicky Budvar NP,?> Lord Oliver warned of the dangers of
confusing ‘goodwill which cannot exist in a vacuum, with mere reputation
which may, no doubt, and frequently does, exist without any supporting
local business, but which does not by itself constitute a property which
the law protects’.??

A distinction also needs to be drawn between goodwill and reputation
in the different sense of personal reputation, rather than commercial or
trading reputation, although such a distinction is very difficult to draw,
particularly when dealing with professional reputation, which is both an
economic asset and an aspect of a person’s dignity.2* The protection given
by the law to these interests differs markedly. Cases of libel, and some
cases of slander, are actionable per se, without the need to show special
damage.?® On the other hand, while goodwill is universally regarded as a
property right, passing off is not actionable in the absence of damage, or,
in a quia timer action, the likelihood of damage. In cases involving state-
ments which are damaging to personal or professional reputation the law
will presume that some damage flows from the bare fact of infringement of
a person’s interests in reputation, whereas no such presumption is made
in the case of misrepresentations; the plaintiff must show that damage to
goodwill results, or is likely to result. The distinction between reputation
and goodwill in this context will become clearer from an examination of
the authorities in the text below.

Goodwill in professional, artistic or literary occupations

What will a plaintiff need to show in order to establish that he has good-
will, and to what extent does the plaintiff have to be engaged in a ‘business’
before he can be said to have goodwill? Put slightly differently, to what
extent does the plaintiff have to be a trader? The courts have certainly
held that a wide variety of people have standing to sue in passing off,
and have allowed actions by plaintiffs who would not perhaps be ‘traders’

Al Hayat Publishing Co. Ltd v. Sokarno (1996) 36 IPR 214; Rumcoast Holdings Pry Lid
v. Prospero Publishing Pry Ltd (1999) 48 IPR 75. By virtue of s. 56 of the Trade Marks
Act 1994, in the absence of a business or goodwill in the United Kingdom a degree of
protection may be provided where the mark is ‘well-known’, and an identical or similar
mark is used in relation to identical or similar goods or services, where such use is likely
to cause confusion. See, generally, C. Morcom, A. Roughton and J. Graham, The Modern
Law of Trade Marks (London, 1999), 225-7.

22 Anheuser Busch Inc. v. Budejovicky Budvar NP [1984] FSR 413.

23 Ibid., 470.

24 Cf. the distinction between economic and dignitary interests, 8~12 above, and see,
further, 250-2 below.

25 See 251 below.
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in the ordinary or popular sense of the word. The notion of ‘trade’ has
been widely interpreted and includes persons engaged in a professional,
artistic or literary occupation.?% In cases involving performers and writers
the courts have accepted that a person might have goodwill in respect of
his name for the purposes of bringing an action in passing off.?’ Thus,
a children’s writer’s nom de plume could constitute part of the plaintiff’s
stock-in-trade as a writer where it had become identified with the plain-
tiff. While such protection might not extend to the misuse of a plaintiff’s
name as a private individual,?® it would not seem to be limited to the
misuse of a fancy name or nom de plume. Thus, a plaintiff should be
able to bring an action in passing off to restrain an unauthorised use of
his name, provided that he can show goodwill in respect of some busi-
ness, trade or profession which might be damaged by the defendant’s
misrepresentation.?’ The early English authorities in this area are some-
what unclear and demand to be considered in some detail.

The early English authorities

In the earliest case, Byron v. Johnston,® the representatives of the poet
Lord Byron (who was abroad at the time of the application) were granted
an injunction to prevent the defendant from publishing a work in Lord
Byron’s name when it was not in fact his work. The report does not
state on what grounds the injunction was granted, although the decision
fits the pattern of the later passing off cases discussed above, where au-
thors have been held to be entitled to injunctions provided they can show
that they have goodwill and can satisfy the other elements of the tort.
Subsequently, in Routh v. Webster,>! an injunction was granted to prevent
the unauthorised use of the plaintiff’s name, where the defendants, the
provisional directors of a joint stock company, had published prospec-
tuses in which the plaintiff’s name was used as that of a trustee of the

26 Kean v. McGivan [1982] FSR 119. See also British Diabetic Association v. Diabetic Society
Ltd [1995] 4 All ER 812, 819.

27 Landa v. Greenberg (1908) 24 TLR 441. See also Hines v. Winnick (1947) 64 RPC 113

(plaintiff band conductor entitled to restrain from performing under his fancy name

‘Dr Crock and his Crackpots’); Modern Fiction v. Fawcert (1949) 66 RPC 230 (author

granted an injunction restraining the defendants from publishing under the pen name

‘Ben Sarto’); Forbes v. Kemsley Newspapers Ltd (1951) 68 RPC 183 (plaintiff entitled to

pen name ‘Mary Delaney’ in the absence of express or implied agreement that the name

should belong to her employer).

See Landa v. Greenberg (1908) 24 TLR 441 per Eve ]J.

See, e.g., Clark v. Associated Newspapers Ltd [1998] 1 All ER 959 (false attribution of

authorship of plaintiff author under the tort of passing off and s. 84 Copyright Designs

and Patents Act 1988). As to the nature of the damage, see 97-107 below.

30 (1816) 2 Mer 29 (35 Eng Rep 851). 3! (1849) 10 Beav 561 (50 Eng Rep 698).
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company. The plaintiff had not consented to be a trustee and feared that
the defendants’ use of his name might expose him to liability. In granting
the injunction, Lord Langdale MR stated that the case should serve as
a warning that the defendants could not make use of the names of other
persons without their authority: “What! Are they to be allowed to use the
name of any person they please, representing him as responsible in their
speculations and to involve him in all sorts of liabilities, and are they then
to be allowed to escape the consequences by saying they have done it
inadvertently? Certainly not.”>? It has been persuasively argued that the
decision in Routh v. Webster might well have been a result of the partner-
ship and company law of that time.?* The case preceded limited liability
of the members of a company and the plaintiff would have been in the
same position as a partner in terms of exposure to liability. Consequently,
it is difficult to argue that it stands as authority for a general principle that
the unauthorised use of a name will be restrained. It is equally difficult to
determine whether the rule in Routh v. Webster is distinct from the tort of
passing off. Where the plaintiff is a trader and has goodwill, the question
is redundant since exposure to liability or the risk of such exposure is a
recognised head of damage in passing off.>* However, the limited rule
in Routh v. Webster might remain relevant in the case of a private indi-
vidual, who is not a trader, even in the widest sense of the word, which
embraces those in professional, artistic and literary occupations,>> when
that individual is subjected to the risk of exposure to liability.

In a series of early cases involving professional surgeons the courts de-
nied any legal remedy for the unauthorised use of a real person’s name,
illustrating both the restrictive early approach and the way in which the
notion of goodwill merges with the notion of personal and professional
reputation. An early and problematic authority is the decision in Clark
v. Freeman>® where the plaintiff, Sir James Clark, the Queen’s physician,
sought to prevent the defendants from selling their medicine as ‘Sir
J. Clarke’s Consumption Pills’ (sic). The plaintiff was well known to the
medical profession and the public in general as a specialist in the treat-
ment of consumptive diseases. The action was for libel. However, before
the Common Law Procedure Act 1854 neither the courts of law nor the
courts of equity could issue injunctions in cases of libel, since courts of
equity could not hear cases of libel and since, prior to 1854, the courts

32 Ibid. Followed in Walter v. Ashton [1902] 2 Ch 282.

33 R. G. Howell, ‘Is There an Historical Basis for the Appropriation of Personality Tort?’
(1988) 4 IPJ 265.

34 See C. Wadlow, The Law of Passing Off, 2nd edn (London, 1995), 144, and see, further,
101-2 below.

35 See note 26 above. 3% (1848) 11 Beav 112 (50 Eng Rep 759).
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of law could not issue injunctions at all.3?” At the time, the jurisdiction to
grant an injunction could only be exercised by the Court of Chancery,
which would only grant an injunction once the case had been put to a
jury at common law.

In a somewhat confused and poorly reported judgment LLord Langdale
MR stated that, although the publication might have been a serious injury
to the plaintiff in libel, the correct proceeding was at common law, and
it was not a matter which the Court of Chancery could decide.?® The
facts could not be likened to those of Croft v. Day,?® an early passing off
case, where the defendant attempted to pass off his own goods as those of
another. Similarly, Byron v. Johnston (possibly an early passing off case,
although the report is not entirely clear) and Routh v. Webster (better
explained as an independent and very limited cause of action) were held
not to apply. Nevertheless, Lord Langdale noted that ‘[i]f Sir James Clark
had been in the habit of manufacturing and selling pills it would be very
like the other cases in which the Court has interfered for the protection
of property’.*® This reasoning is somewhat inconsistent. The passage
cited seems to indicate that the tort of passing off might be applicable,
despite the fact that Lord Langdale had expressly rejected this proposition
in an earlier passage. The passage cited is clearly inapplicable to the
notion of a property right in personal or professional reputation, for the
purposes of the law of defamation, since a cause of action in libel to protect
such reputation does not depend on the plaintiff being able to show an
injury to a trading or manufacturing interest. It is difficult to determine
why Lord Langdale should speculate as to what the plaintiff’s position
might have been had he been trading or manufacturing medicines him-
self unless he contemplated the possibility of an action in the nature of
passing off.

Later cases saw the courts reluctantly following Clark v. Freeman. In
Williams v. Hodge*! the plaintiff, another well-known surgeon, sought an
interlocutory injunction to restrain the defendants from using his name
in their trade catalogue for surgical instruments in such a way as to give
the public the impression that one of the instruments was of the plaintiff’s
invention. The plaintiff had argued that it was contrary to the etiquette
of the medical profession for a practitioner to hold himself out to the
public as an inventor and that the defendant’s action in putting his name
to the surgical instrument in question would injure him and make him an

37 See Bonnard v. Perryman [1891] 2 Ch 269, 283 per Coleridge CJ.

38 (1848) 11 Beav 112, 117.

39 (1843) 7 Beav 84 (49 ER 994). (The citation is missing from the report in Clark v.
Freeman.)

40 (1848) 11 Beav 112, 119. 4! (1887) 4 TLR 175.
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object of ridicule in his profession. It is not entirely clear on what basis the
plaintiff sought the injunction. Counsel for the plaintiff argued that the
defendant’s untrue representations were calculated to injure the plaintiff
in his business and came within Massam v. Thorley’s Caztle Food Co.,** an
early passing off case brought by the successors in title of Joseph Thorley,
the inventor of the cattle food which bore his name, against a rival trader
who traded under that name. The court dismissed the application for an
interlocutory injunction, since it was bound by the authority of Clark v.
Freeman, although Kay J stated that there had been a most unwarrantable
use of the name of a man of great eminence in the medical profession, and
that in his own view the defendants had no more right to use his name
than to take his purse.*> Had the matter been res nova, an injunction
would have been allowed but in the event, the court felt bound by, and
unable to depart from, Clark v. Freeman.

Prior to Williams v. Hodge the decision in Clark v. Freeman had been
subject to criticism, although these critical dicta were not considered by
the court in Williams v. Hodge itself. For example, in Maxwell v. Hogg**
(concerning the right to the magazine title Belgravia rather than appro-
priation of personality), Lord Cairns stated that ‘[i]t always seemed to me
that Clark v. Freeman might have been decided in favour of the Plaintiff,
on the ground that he had a property in his own name’.*> These decisions
were cited in argument in the Court of Appeal in Dockrell v. Dougall,*®
where yet another well-known doctor, Morgan Dockrell, sought an in-
junction to restrain the use of his name in the defendant’s advertisement
for a remedy for gout. The plaintiff’s claim for libel failed at first in-
stance since the jury found on the facts that the defendant’s statement
was not libellous, and the appeal proceeded on the question whether the
plaintiff had a property right in his name, an argument which was dis-
missed for want of authority. However, Vaughan Williams L] went on
to state, obiter, that the plaintiff might have had a cause of action if the
plaintiff could have shown that he had suffered an injury to his ‘property,
business or profession’,*” although the jury had not found such damage.
Thus, although the plaintiff failed on the facts, this dictum suggests that
the Court might have contemplated an action in passing off, provided
that the plaintiff could show an injury to his rights of property in his
business or profession.

42 (1880) 14 Ch D 748. 43 Ibid.  ** (1867) 16 LR 2 Ch App 307.

45 Ibid., 310. See also Dixon v. Holden (1869) 20 LT Rep 357, 358 per Malins VC. For a
later disapproving dictum see Brizish Medical Association v. Marsh (1931) 48 RPC 565,
574 per Maugham J.

46 (1899) 15 TLR 333. 47 Ibid., 334.
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The modern English authorities

By the turn of the twentieth century the tort of passing off had developed a
firmer theoretical foundation, expanding beyond misrepresentations that
the goods of the defendant were those of the plaintiff, while the protected
interest came to be identified as property in the goodwill of the plaintiff’s
business rather than the business as such.*® Nevertheless, the notions
of injury to personal reputation and injury to commercial goodwill con-
tinued to coincide in Sim v. H. ¥ Heinz & Co. Ltd,*® where the well-
known actor, Alastair Sim, sought an interlocutory injunction, based on
libel and passing off, to restrain the defendants from simulating his dis-
tinctive voice in an advertisement. It was argued that a professional person
such as an actor had a business or trade in his performances of dramatic
or musical works in which goodwill subsisted. Such goodwill was a right
of property akin to a right of property in the appearance and get-up of
goods, which could be damaged by a misrepresentation leading to con-
fusion amongst the public concerning his performances. The issues of
fact to be determined in both the passing off and the libel actions were
identical: identification and injury to reputation. Consequently, since an
interlocutory injunction could not be granted in respect of the cause of
action for libel, on the basis that the jurisdiction to grant an interlocu-
tory injunction should only be exercised in the clearest of cases,’ neither
could an injunction be granted in respect of the claim for passing off. In
the event McNair J did not need to decide the question of whether the
plaintiff might have goodwill in respect of his voice for the purposes of
bringing a passing off action, although he considered that it would be
‘a grave defect in the law if it were possible for a party, for the purposes
of commercial gain, to make use of the voice of another party without
his consent’.>! The decision was affirmed in the Court of Appeal, where
Hodson LJ went slightly further and accepted that the plaintiff had an
arguable case, although he questioned whether a person’s voice, might,
in truth, be regarded as his property, and whether there was anything
in the nature of unfair competition in a common field.’> While the first

48 See Spalding (A. G.) & Bros. v. Gamage (A. W) Ltd (1915) 32 RPC 273, and Wadlow,
Passing Off, 27.

49 11959] 1 WLR 313.

50 Ibid., 316, citing Bonnard v. Perryman [1891] 2 Ch 269. The decision in American
Cyanamid Co. v. Ethicon Ltd [1975] AC 396 does not seem to have affected this rule: see
Herbage v. Pressdram Ltd [1984] 1 WLR 1160, 1162 per Griffiths LJ; Khashoggi v. IPC
Magazines Ltd [1986] 1 WLR 1412, 1418 per Donaldson MR; Kaye v. Robertson [1991]
FSR 62; and see, generally, A. M. Dugdale (ed.), Clerk and Lindsell on Torts, 18th edn
(London, 2000), 1649.

51 [1959] 1 WLR 313, 317. 22 Ibid., 319.
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question invites rather abstract speculation as to whether such a new in-
terest can be regarded as ‘property’,’> the second question goes to the
heart of the notion of misrepresentation, considered below. What is im-
portant for present purposes is that the notion that a person might have
goodwill in respect of attributes of his personality, such as his voice, was
not dismissed outright.

Nevertheless, an argument based on a similar notion was rejected in
Lyngstad v. Anabas Products,>* where the members of the Swedish pop
group Abba sought to restrain the use of their names and pictures on
unauthorised merchandise. The essence of the claim was that the plain-
tiffs, as entertainers, had built up a reputation which was associated in
the public mind with their name and image, and that the defendants
were exploiting that reputation for their own commercial purposes.’® In
dismissing the plaintiffs’ claim Oliver J placed great significance on the
absence of evidence that the plaintiffs carried on a business in the United
Kingdom which might be confused with the business and goods of the
defendant. The plaintiffs had not carried on any merchandising business
in the country themselves, the only connection with a business in the
United Kingdom being in respect of a licence for the use of their names
and images on a jigsaw puzzle, granted to a third party by the group’s
record company rather than the group themselves, and which, in any
event, had yet to come into effect at the time of the hearing.’® Similarly,
the notion that there was some proprietary right in the plaintiffs’ names
was dismissed as contrary to English authority. Moreover, the only pos-
sible inference from the evidence which the court was prepared to accept
was that some members of the public might have thought that the plain-
tiffs had granted some form of licence for the use of their names, although
Oliver J doubted whether there was any basis for such an inference, since,
in his view, there was no general custom for such licences to be granted
by pop singers and the evidence available suggested that this was not,
indeed, the case.>”

Failure on the part of a plaintiff to show significant existing business
or trading activities can be problematic, particularly in interlocutory pro-
ceedings, which form the bulk of the reported English authorities in this
area. The balance of convenience, according to the American Cyanamid >®
principles, will often be in the defendant’s favour where the defendant

53 See D. Lloyd, ‘The Recognition of New Rights’ [1961] CLP 39, and see, further,
Chapter 10.

>4 [1977] FSR 62. % Ibid., 65. > Ibid., 64.

57 Ibid., 68. Cf. Halliwell v. Panini (Unreported, High Court, Chancery Division, 6 June
1997) where the plaintiff pop group had a significant merchandising business.

58 American Cyanamid Co. v. Ethicon Ltd [1975] AC 396.
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has significant trading goodwill which may be damaged by the grant of
an injunction. Moreover, if the plaintiff’s interest is in a subsidiary licens-
ing business, that is, a purely economic interest, a further factor against
the plaintiff is the fact that damages would be an adequate remedy at
trial.>® Like most actions in this area, much will depend on the facts of
each case.

Goodwill in personality in Australia

The restrictive approach adopted by the English courts may be contrasted
with the more expansive course taken by the Australian courts, initiated
in Henderson v. Radio Corporation Pty Ltd,%° where the plaintiffs, a pair of
professional ballroom dancers, were able to restrain the unauthorised use
of their likenesses on the cover of a record. Evatt CJ stated that, although
the remedy in passing off was necessarily only available where the parties
were engaged in business, that expression would be used ‘in its widest
sense to include professions and callings’.®! Manning J elaborated, stat-
ing that the development in advertising practices had ‘opened up a new
field of gainful employment for many persons, who, by reason not only
of their sporting, but of their social, artistic, and other activities, which
have attracted notoriety, have found themselves in a position to earn sub-
stantial sums of money by lending their recommendation or sponsorship
to an almost infinite variety of commodities’.®> Subsequently, plaintiffs
who have been able to demonstrate goodwill for the purposes of passing
off actions have included an actor,%? a professional horse rider,®* a pop
group®® and a television presenter.5°

Summary

Economic interests in personality fall into two broad categories: existing
trading interests and latent recognition values.%” Some celebrities actively
trade in their image, by exploiting it themselves or granting licences to

59 See, e.g., Halliwell v. Panini (Unreported, High Court, Chancery Division, 6 June 1997).

60 [1969] RPC 218.  ©! Ibid., 234.  ©2 Ibid., 243.

63 Pacific Dunlop Ltd v. Hogan (1989) 87 ALR 14.

%4 Paracidal Pry Ltd v. Herctum Pty Ltd (1983) 4 IPR 201.

85 Hutchence v. South Seas Bubble Co. Pry Ltd (1986) 64 ALR 330.

%6 10th Cantanae Pty Ltd v. Shoshana Pty Lid (1987) 79 ALR 279 (claim failed on facts).
Cf. Honey v. Australian Airlines Ltd [1989] ATPR 40-961, affirmed (1990) 18 IPR
185 (Federal Court of Australia, Full Court) (plaintiff’s status as amateur sportsman
effectively precluded any business goodwill in respect of his image and there could be no
misrepresentation that the plaintiff endorsed the defendants’ business or their activities).

67 See 8-10 above.
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third parties, while the valuable attributes of other celebrities remain
latent and unrealised.®® Most, if not all of the plaintiffs in the cases dis-
cussed above, fall into the latter category.®® In the early cases the unautho-
rised exploitation of the plaintiffs’ names was inextricably linked with the
notion of an injury to personal and professional reputation. Indeed, it was
only in Lyngstad that the plaintiffs’ image served as an economic asset akin
to goodwill, rather than an aspect of their personal reputations and, cor-
respondingly, the only case in which a claim for passing off was made
in isolation, unaccompanied by a claim for libel, although the claim was
ultimately unsuccessful. These observations reflect two different concep-
tions of goodwill in personality.”® The early English authorities rejected
the notion that a person might have had a property right in his name per
se, although they came close to accepting the proposition that a person
might have a cause of action if he could show that he had suffered damage
to his business or profession.”! According to the approach in Lyngstad,
however, the relevant business or goodwill of the plaintiffs lay, not in
their profession as singers or musicians, but in a kind of subsidiary busi-
ness of exploiting their images for commercial purposes, which might
be conducted by the plaintiffs themselves, or, more realistically, through
granting licences to others, although Oliver J did not believe that it was
common commercial practice to do so. In essence, the court was con-
cerned with the extent of the group’s existing trading interests, rather
than their recognition value which had been generated by their activities
in their business or profession as musicians.”?

68 Unauthorised exploitation might inform the plaintiff of this latent value which lies in his
name or other attributes: see Stringfellow v. McCain Foods Ltd [1984] RPC 501, 545.
9 Clark v. Freeman (1848) 11 Beav 112; Dockrell v. Dougall (1899) 15 TLR 333; Williams
v. Hodge (1887) 4 TLR 175; Sim v. Heinz [1959] 1 WLR 313. Cf. Lyngstad v. Anabas
Products Ltd [1977] FSR 62.
We may leave aside cases where a business trades under the name of its owner or founder.
In such cases the relevant goodwill which might be damaged by the defendant’s misrepre-
sentation does not relate to the personality of the owner or founder, but to the particular
business carried on by the eponymous owner or his successors. See, e.g., Rodgers (Joseph)
& Sons Ltd v. W N. Rodgers & Co. (1924) 41 RPC 277 (cutlery manufacturers); Poiret
v. Fules Poiret Ltd (1920) 37 RPC 177 (theatrical costumiers); Parker & Son (Reading)
Ltd v. Parker [1965] RPC 323 (estate agency).
See note 47 above. Similarly, in Sim v. Heinz (note 49 above), although the Court of
Appeal was prepared to contemplate such an approach, the interlocutory nature of the
proceedings and the fact that the claim was linked to the claim of libel in terms of the
relevant questions of fact, did not allow the matter to be considered further.
Cf. Kaye v. Robertson [1991] FSR 62, where the plaintiff actor was not found to be
‘in the position of a zrader in relation to his interest in his story about the accident and recov-
ery’ (ibid., 69 per Glidewell L] (italics supplied)) and thus failed to establish a cause
of action in passing off to prevent the defendant newspaper from publishing a pic-
ture of him recovering in hospital following a serious accident. This was despite the
Court’s recognition that the plaintiff had ‘a potentially valuable right to sell the story
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Although seemingly too narrow, the notion of the relevant business
and goodwill limited to existing trading interests in respect of a person’s
image has its attractions. The elements of the tort of passing off are in-
teractive and difficult to separate.”> While the requirement of damage
is considered in greater detail below, one preliminary point needs to be
noted. If it is accepted that appropriation of personality damages eco-
nomic interests which are entirely separate from that individual’s per-
sonal reputation, then what, precisely, does that person lose? Ordinarily,
a famous surgeon does not manufacture medicines. Neither do famous
pop stars usually manufacture T-shirts. Consequently, there can be no
direct diversion of trade from the plaintiff to the defendant as in the
classic case of passing off goods. Thus, broadly speaking, an individual
whose image is appropriated either suffers from being associated with
the business of the defendant, or loses the licence fee which he might
have charged had the defendants not exploited his personality without
his consent.”® This raises two points. First, and most immediately rel-
evant, if a professional person finds that his image has been exploited
without his consent, does that injure him in his profession? In the cases
noted above the association of prominent surgeons with quack medicines
could conceivably damage the plaintiffs in their professional capacity. The
actions were for libel, although the possibility of an action in passing off
was at least admitted. Modern commercial practices tend to suggest that
a professional person’s business might include commercial exploitation of
the individual’s personality and, in this respect, the approach in Lyngstad
seems to be too narrow. However, it is a moot point as to how broadly
the notion of a business or profession may be construed. For example,
would a politician or a trade union leader be included within the notion
of a person engaged in professional or business activities? Private indi-
viduals would almost certainly be excluded, since they lack goodwill in
respect of their image, and rarely have goodwill in respect of their trade
or profession which might be damaged by unauthorised appropriation of
personality. The second point raises the question whether an allegedly
injurious association or the loss of a notional licence fee can furnish the
appropriate element of damage. This is considered in detail in the text
below.

of his accident and recovery when. .. fit enough to tell it’. The Court was not con-
cerned with the plaintiff’s goodwill in his general capacity as an actor, but with his
goodwill in respect of the sale of the story of his recovery, a much narrower notion
indeed.

73 See note 14 above.

74 In the rather unusual case of Kaye v. Robertson (see note 72 above), the opportunity to
sell his story exclusively to the highest bidder (claim failed on facts).
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Misrepresentation

Introduction

The nature of the misrepresentation in the tort of passing off may take
many different forms which are neither possible nor desirable to define.””
In its original form the defendant would misrepresent that his goods
were the goods of the plaintiff, or were of the same kind or quality as
the plaintiff®s.”® Cases of appropriation of personality are generally con-
cerned with misrepresentations relating to a connection between the de-
fendant and the plaintiff, possibly in the form of a licensing or endorse-
ment agreement, leading to confusion on the part of the public, resulting
in damage or a real possibility of damage to the plaintiff. For present
purposes the rather vague notion of a ‘connection misrepresentation’
may be refined into the following three separate categories: (i) a mis-
representation that the plaintiff’s business and the defendant’s business
are connected (business connection misrepresentation); (ii)(a) a misrep-
resentation that the defendant’s goods are licensed by the plaintiff and
are of a certain kind, origin or quality, on which the public rely (strong
licensing connection misrepresentation); (ii)(b) a misrepresentation that
there is a licensing connection of some (vague) kind between the plaintiff
and defendant (weak licensing connection misrepresentation); (iii) a mis-
representation that the defendant’s goods or services are endorsed by the
plaintiff (endorsement misrepresentation). Although category (ii) covers
‘licensing connection’ misrepresentations generally, it is advantageous,
as will be seen below, to draw a distinction between the two variants
(a) and (b). References to category (ii) misrepresentations may be taken
to encompass both variants unless the context indicates otherwise.

The first type of misrepresentation is well established, and need not
detain us long. By the beginning of the twentieth century, the tort of
passing off had been extended from misrepresentations that the defen-
dant’s goods were the goods of the plaintiff to cover cases ‘where although
the plaintiff and defendant were not competing traders in the same line
of business, a false suggestion by the defendant that their businesses were
connected with one another would damage the reputation, and thus the
goodwill, of the plaintiff’s business’.”” Thus, according to the classic prin-
ciple, ‘no man is entitled to carry on his business in such a way, or by

75 Bulmer (H. R) Ltd and Showerings Ltd v. Bollinger SA [1978] RPC 79, 99; Spalding
(A. G.) & Bros. v. Gamage (A. W) Lid (1915) 32 RPC 273, 284.

76 Reddaway v. Banham [1896] AC 199; Spalding (A. G.) & Bros. v. Gamage (A. W) Ltd
(1915) 32 RPC 273.

77 Erven Warnink BV v. Townend & Sons (Hull) Lid [1979] AC 731, 741-2 per Lord
Diplock.
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such a name, as to lead to the belief that he is carrying on the business of
another man, or to lead to the belief that the business which he is carrying
on has any connexion with the business carried on by another man’.”®
The principle covers cases of misrepresentation leading to confusion that
the defendant’s business is the plaintiff’s business itself, or is a branch
of the plaintiff’s business or is connected with the plaintiff’s business.”
The problem addressed at this point is the manner and extent to which
the courts have expanded the scope of actionable misrepresentations from
this classic principle to encompass misrepresentations of types (ii) and
(iii) above. Although it is generally unhelpful to discuss appropriation of
personality in terms of ‘character merchandising’,®° as far as the current
Anglo-Australian authorities are concerned, the two notions are inex-
tricably intertwined. Despite the fact that our primary concern is with
a misrepresentation of type (iii) above (endorsement), we will need to
consider the move from (i) to (ii), which is as far as the current English
authorities have developed. The central issue to be addressed is whether
the move from (i) to (iii) is a logical development of categories of ac-
tionable misrepresentation or, alternatively, whether such a move goes
beyond the bounds of passing off and effectively involves a new form of
liability independent of the tort of passing off.

The nature of the misrepresentarion in English law

In the first significant English case, McCulloch v. Lewis A. May (Produce
Distributors) Ltd,®! the plaintiff, a well-known children’s radio broadcaster
who went under the name of ‘Uncle Mac’, had a very wide reputation
amongst listeners to his radio programme, and those who read his books,
or came across him in his capacity as a children’s lecturer and a person-
ality well-known to children.8? The defendant food manufacturer made
and sold puffed wheat under the name of ‘Uncle Mac’s Puffed Wheat’.
The plaintiff claimed that, by doing so, the defendant was trading on
his reputation in a way which amounted to passing off. It was held that
there was no right to a fancy name i vacuo, a proposition supported
by the early English cases from Clark v. Freeman onwards. The plaintiff
needed to establish that he had a reputation in that name, in respect of
some profession, business or goods, and that the conduct of the defen-
dant interfered with, or was calculated to interfere with, the conduct of

78 The Clock Ltd v. The Clock House Hotel Ltd (1936) 53 RPC 269, 275 per Romer LJ.

79 Ewing v. Buttercup Margarine Ltd [1917] 2 Ch 1, 11 per Cozens-Hardy MR. See also
Harrods Ltd v. R Harrod Ltd (1924) 41 RPC 74; British Legion v. British Legion Club
(Street) Ltd (1931) 48 RPC 555.

80 See 5-6 above. Cf. ELVIS PRESLEY Trade Marks [1999] RPC 567, 580.

81 (1948) 65 RPC 58. 82 Ibid., 61.
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such profession or business in that it led, or was calculated to lead, the
public to confuse the profession, business or goods of the plaintiff with
the profession, business or goods of the defendant.?? This much is unre-
markable and perfectly consistent with the first type of misrepresentation
noted above. Wynn-Parry J proceeded to state that ‘the element of confu-
sion is essential, but the element of confusion necessitates comparison’,
another uncontroversial proposition. However, His Honour introduced
a novel and rather blunt instrument for assessing confusion, deducing
that in all the previous cases where the court had intervened to restrain
passing off there had been ‘a common field of activity in which, how-
ever remotely, both the Plaintiff and Defendant were engaged and that it
was the presence of that factor that accounted for the jurisdiction of the
Court’.8* On the facts, since the plaintiff was not engaged in any degree
in producing or marketing puffed wheat, the defendant could not be said
to be passing off the goods or business of the plaintiff, in using the fancy
name used by the plaintiff.

The introduction of a common field of activity test was strictly unnec-
essary since the action could have been dismissed on the basis that there
was little evidence of confusion amongst the public.®> Alternatively, it
could have been held that the plaintiff had not suffered any damage, a
proposition that is altogether more attractive. Although the requirement
of damage is dealt with in detail in the text below, a few points relating to
the different notions of goodwill discussed above need to be noted imme-
diately. Despite being technically obiter, the dicta on damage in McCulloch
are illuminating. The first head of damage claimed, the risk of being ex-
posed to litigation, was found to be ‘wholly visionary and illusory’, while
the second head, the risk of damage to the plaintiff’s professional repu-
tation as a broadcaster and author and of injury to his means of subsis-
tence and gaining a livelihood, was not regarded as a real or tangible risk.
Goodwill in personality may be narrowly conceived as the goodwill sub-
sisting in an actual business devoted to exploiting attributes of personality
or, more broadly, as the goodwill subsisting in a person’s business in the
broader sense of his professional, artistic or literary occupation.®® The dif-
ficulty with this latter approach is that, in the absence of some risk of
exposure to liability, it might be difficult to persuade the court that the
misrepresentation is likely to damage the plaintiff’s goodwill in respect of
his profession or business. Could the defendant’s conduct in McCulloch
have damaged the plaintiff’s goodwill qua radio broadcaster, and would

83 Ibid., 64.  8* Ibid., 67.

85 Ibid. See also J. Phillips and A. Coleman, ‘Passing Off and the Common Field of Activity’
(1985) 101 LQR 242.

86 See 69-71 above.
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it have any effect on his business or profession? Obviously, the question is
purely speculative, given the outcome, but the disparate nature of the re-
spective businesses of the plaintiff and defendant suggest that the plaintiff
would face a heavy burden in proving damage.”

The way in which the common field of activity was formulated®® was
hardly a model of inductive reasoning, and has subsequently been aban-
doned, at least as an absolute requirement.®® However, this was not before
the doctrine caused problems in cases where the plaintiff sought to expand
the categories of actionable misrepresentation from category (i) (busi-
ness connection misrepresentation) to category (ii) (licensing connection
misrepresentation) above. For example, in Wombles Ltd v. Wombles Skips
Ltd®° the plaintiff assignees of the copyright in the fictitious Wombles
characters were in the business of exploiting the Womble characters and
had granted exploitation licences to third parties in respect of a wide
range of goods. They sought an interlocutory injunction to restrain the
defendants from using the word “‘Wombles’ in connection with their rub-
bish skips. Since there was no question of there being copyright in the
name ‘Wombles’ alone,’! the action lay solely in passing off, the essence
of the misrepresentation being that the defendants were passing off their
business as the business of the plaintiff. The action was dismissed by
Walton J through a rather mechanical application of the common field of
activity test: since the plaintiffs and defendants were not in common fields
of activity (licensing copyright material and providing rubbish skips re-
spectively), there could be no danger of confusion regarding any possible
connection between the two businesses.’?

Subsequently, in Tavener Rutledge Ltdv. Trexapalm Ltd®> the issue arose
as to whether a licensing connection between the plaintiff and defendant
would be sufficient to amount to a misrepresentation that the two busi-
nesses were connected, a clearer move from notion (i) to notion (ii) above
than in the McCulloch and Wombles cases. The plaintiffs, unlicensed man-
ufacturers of ‘Kojak’ lollipops, sought an injunction against a lollipop
manufacturer licensed by Universal Studios, the originators of the Kojak
television series. The plaintiffs’ apparent effrontery concealed the fact that
they had been trading in the lollipops for over six months and had built up
considerable goodwill in their ‘Kojakpops’. Although the defendants had
been conscientious in securing a licence for their lollipops, their late entry

87 See, further, 100-1 below.
8 Few cases were discussed in Wynn-Parry J’s judgment, which drew largely on Maugham
J’s review of the authorities in British Medical Association v. Marsh (1931) 48 RPC 565.
89 See Lyngstad v. Anabas Products Ltd [1977] FSR 62, 67; Lego System Aktieselskab v. Lego
M. Lemelstrich Ltd [1983] FSR 155, 186; Mirage Studios v. Counter-Feat Clothing Co. Ltd
[1991] FSR 145, 157.
9 [1975] FSR 488. %1 Ibid.,491. %2 Ibid. 93 [1977] RPC 275.
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into the market proved detrimental. The defendants’ argument that the
licence from Universal Studios afforded them a defence was rejected by
Walton J on the basis that there was no common field of activity, either ac-
tual or existing in the minds of the public, between the owners of the name
(whose business lay in the production of television serials) and the plain-
tiffs (whose business lay in the production of lollipops). The defendants
argued that the practice of character merchandising was sufficiently well-
known for the public to assume that the use of the name ‘Kojak’ had been
licensed by the originators of the television series and that a certain level
of quality control was exercised by the licensors.’* Accordingly the public
would be misled as to a connection between the business of the unautho-
rised merchandisers and the business of the licensors. Walton J was un-
impressed by this argument and held that there was no evidence to suggest
that the practice of character merchandising was well-known and that the
public would infer the existence of a licence between merchandisers and
the originators of original copyright material. This, in any case, would
be insufficient. What would need to be shown was that the licensors’
practice of exercising quality control over products bearing their name
was sufficiently well-known that the public would not only infer the ex-
istence of a licence, but also infer that the licence was a guarantee of
the product’s quality. There was no evidence to suggest that this was the
case.”

Thus, although there was no evidence to support the existence of a
misrepresentation type (ii)(a), namely a misrepresentation relating to a
licensing agreement which suggested quality control on which the pub-
lic would rely, the prospect that such a misrepresentation might be ac-
tionable was at least admitted. What is interesting to note is that in
his discussion of character merchandising, Walton J drew a distinction
between the use of fictional characters and real people, observing that
‘when one deals with a real person, one has a real person with real qual-
ities and, therefore, his endorsement or the use of his name undoubt-
edly suggests, or may suggest in proper circumstances, an endorsement
which may or may not exist’. With a fictional character such as Kojak
on the other hand, ‘nobody would imagine that the lollipops put out
by the plaintiff company have actually been endorsed by Kojak, still
less by the actor who plays the fictional character’. Thus, the possibil-
ity that it might be easier to infer the relevant misrepresentation in the
case of a real person was admitted, although Walton J somehow did not
think that this might apply in the case of the actor who played a fictional
character.”®

94 Ibid., 280. %% Ibid., 280-1.
96 Ibid., 280. Cf. Hogan v. Koala Dundee Pty Lrd (1988) 83 ALR 187; Pacific Dunlop Ltd v.
Hogan (1989) 87 ALR 14; and see discussion in text below.



Goodwill in personality 77

Nevertheless, in Lyngstad v. Anabas Products Ltd,’” members of the pop
group Abba were unsuccessful in establishing a connection misrep-
resentation relating to a licensing or endorsement arrangement. The ab-
sence of a common field of activity between the parties’ businesses was
not fatal, since Oliver J preferred to interpret it as a shorthand term for
the need to show a real possibility of confusion, rather than an absolute
requirement.’® The alleged confusion did not relate to the defendants’
business in selling the merchandise and the plaintiffs’ activities as singers.
Rather, they argued that their activities as singers had generated a pub-
lic interest and that the defendants were exploiting the band members’
names and photographs for their own profit in a way which gave the pub-
lic the impression that the goods sold by the defendants were associated
with the plaintiffs in some way, in that the plaintiffs had either licensed
the goods or had endorsed or approved the goods as proper goods for dis-
tribution. As such, the defendants should be enjoined on the basis that
it might prejudice the band’s opportunities for engaging in such business
themselves, by granting licences for the use of their name and photographs
to others.”® Oliver ] was prepared to accept that the association between
the plaintiffs and defendants, at least to the extent that it implied some
sort of approval on the part of the plaintiffs, was something that might
be said to cause damage to the plaintiffs, if, for example, the goods were
defective in quality.'%° On the facts, however, there was insufficient evi-
dence of a real possibility of confusion in the minds of the public as to a
connection between the plaintiffs and the defendants. In Oliver J’s view
the defendants were doing no more ‘than catering for a popular demand
among teenagers for effigies of their idols’.!°! The facts of the case were
indeed rather weak since, as noted above, the plaintiffs had a very limited
business in exploiting their image in this country, which was a crucial
factor in view of the Court’s very narrow notion of the relevant business
goodwill.12 There was nothing in the American Cyanamid'®? principles
which compelled the granting of interlocutory relief merely on the basis
of a persuasive authority in another jurisdiction'®* and, in any case, the
balance of convenience was in the defendants’ favour.!°

97 11977] FSR 62, 67. See text accompanying note 56 for the facts.

98 Ibid., 67. See also Annabel’s (Berkeley Square) Ltd v. Schock [1972] RPC 838, 844; Lego
System Aktieselskab v. Lego M. Lemelstrich Ltd [1983] FSR 155, 186 per Falconer J.

9 Ibid., 66-7. 190 Ibid., 67. 191 Ibid, 68.

102 See text accompanying note 55 above.

103 dimerican Cyanamid Co. v. Ethicon Ltd [1975] AC 396.

104 Gee text below, 84-9.

105 11977] FSR 62, 68. See also Harrison and Starkey v. Polydor Ltd [1977] FSR 1 (claim
that the defendants had misrepresented that a record of taped interviews between mem-
bers of the Beatles and a journalist was made, recommended, approved, sponsored or
licensed by the plaintiffs held to be ‘quite ridiculous’ (ibid., 4), given the minimal like-
lihood of confusion on the facts).
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Stringfellow v. McCain Foods (GB) Ltd'°® is closer to the classic type of
misrepresentation in category (i) and conveniently illustrates some of the
points made in relation to goodwill and misrepresentation. It was held in
the Court of Appeal that the defendants’ use of the name ‘Stringfellows’
in packaging and marketing frozen oven-ready chips did not, in itself,
amount to a misrepresentation which would lead the public to believe
that there was a connection between the defendants’ business and the
plaintiff’s fashionable nightclub business.!?” Nevertheless, it was reluc-
tantly held that the defendants’ advertisement did, unwittingly, amount
to a misrepresentation, due to its nightclub-related theme,'%® although
it was ultimately held that the misrepresentation did not result in dam-
age to the plaintiff.!°® On one view this was not a case of appropriation
of personality as such: if the defendants were to derive any benefit from
association with the name ‘Stringfellow’, it would be with the nightclub
business rather than Mr Stringfellow himself. These two notions are easy
to separate in law, although, in fact, the reputations of the two might be
inextricably intertwined.!1° It is tempting to speculate what the position
would have been if the plaintiff had been a well-known actor or enter-
tainer with no nightclub business in which the goodwill might subsist, a
point which brings us back to the different notions of goodwill and busi-
ness discussed above. It is a moot point whether a misrepresentation in
such a hypothetical scenario would lead to confusion amongst the public
that ‘Stringfellows’ chips were connected with the business or profession
of the plaintiff qua actor or entertainer. Again, the most relevant question
is whether the plaintiff in such a case would suffer damage to his business
or profession or, if not, whether some other element of damage might be
found. This question must be reserved for fuller discussion below.

English law remains wary of expanding the categories of connection
misrepresentation, outlined above, to include category (ii)(a) and (ii) (b)
misrepresentations,'!! despite the decision in Mirage Studios v. Counter-
Feat Clothing Co. Ltd.''? The plaintiffs were the originators of the com-
mercially successful cartoon characters the “Teenage Mutant Ninja
Turtles’. Crucially, in the Court’s view, a substantial part of their business

106 11984] RPC 501. 197 Ibid.,538. 108 Ibid., 540. 199 See 103—4 below.

110 Cf, note 70 above. 111 See text accompanying note 75 above.

112 11991] FSR 145. Cf. the earlier case of BBC v. Celebrity Centre Productions Ltd (1988)
15 IPR 333, an interlocutory application to restrain the defendants from publishing a
magazine entitled A to Z of Eastenders. The defendants conceded that the plaintiffs had
an arguable case in passing off, on the basis that the defendants’ publication might be
taken to be licensed or authorised by the plaintiffs. Accordingly, Falconer J (¢b:d., 337)
did not need to discuss the merits of the plaintiffs’ case (an interlocutory injunction was
granted on the facts), and the decision is of limited value on the relevant point of law.
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consisted of granting licences to third parties to use the “Turtles’ images
on a very broad range of goods; at the time of the action over 150 licences,
which included quality control provisions, had been granted in the United
Kingdom alone.!!?> The importance of the dual nature of the plaintiffs’
business activity!!% (creation and exploitation through licensing of the
rights in the characters) was stressed, since the unauthorised merchan-
dise could cause serious damage to the plaintiff through lost licensing
revenues and depreciation of the value of the licensing right through as-
sociation with inferior goods.!!? Since the plaintiffs did not manufacture
or sell goods themselves there could be no confusion between their busi-
ness and the defendants’ business as such. The only connection between
the plaintiffs and the goods lay in the fact that they had licensed the
“Turtles’ image to be used on those goods. The evidence showed that
members of the public were aware that the “Turtles’ image would not
normally be found on goods unless they were licensed by the plaintiff;
in other words, the public connected the “Turtles’ characters with the
plaintiffs. According to the Vice Chancellor that link between the goods
sold and the plaintiffs’ business was sufficient to found a cause of action
in passing off. 110

In this respect the approach taken in Australia in Children’s Television
Workshop Inc. v. Woolworths (New South Wales) Ltd!'" (the Muppets case)
and Fido Dido Inc. v. Venture Stores (Retailers) Pry Ltd''® was approved and
followed. In the Muppets case the court accepted that there was a rele-
vant misrepresentation by the defendants’ use of the Muppet charac-
ters in their own merchandise, since there was evidence that the public,
when seeing Muppets merchandise, would assume that a licence had been
granted by the creators of the Muppets for the use of the characters. Sim-
ilarly, in the Fido Dido case it was accepted that a misrepresentation as
to a licensing connection indicating ‘sponsorship, affiliation or approval’
between the originators of the character ‘Fido Dido’ and the defendants
could constitute the necessary misrepresentation for the purposes of a
passing off action, although an injunction was refused on the balance of
convenience.!!”

What is most significant about the Mirage Studios decision is that it
was unnecessary for the plaintiffs to show affirmative evidence that the
public would rely on the misrepresentation that the merchandise was
licensed by the plaintiffs; if the misrepresentation was made there was

113 11991] FSR 145, 156. Cf. the limited nature of the plaintiffs’ business in Lyngstad, text
accompanying note 56 above.

U4 1pigd. U5 Ipid., 156. 116 Ibid. 117 11981] RPC 187.

118 (1988) 16 IPR 365. 119 Cf. Wadlow, Passing Off, 314—15.



80 The commercial appropriation of personality

no need for further evidence to show that the misrepresentation was the
cause of the public buying the goods in question. According to the Vice
Chancellor the public ‘expect to buy what they think they are getting,
namely the genuine article’.!?° Accordingly, in the absence of evidence,
a court must infer that, if the customer was aware that the product was
not genuine, he would not buy it, but would seek the real object.!?!
These passages must be read in the light of dicta in the Court of Appeal
in ELVIS PRESLEY Trade Marks, where Robert Walker L] noted that
although the decision in Mirage Studios was ‘clear and convincing’ it
did not give ‘a green light to extravagant claims based on any unautho-
rised use of a celebrity’s image, but makes clear. .. the relatively limited
scope of the principle on which it proceeds’.!?? Similarly, Simon Brown
LJ described the proposition that character merchandising is generally
‘established and accepted in the public mind as properly the exclusive
preserve of the character himself’ as ‘an altogether too simplistic view of
the effect of the many authorities in this field and discounts utterly the
well-established principle that all these cases ultimately must turn upon
their own facts’.1??

Indeed, there must not only be a misrepresentation but, on the facts
of each case, the misrepresentation must be a material one. The name
or representation of the character must have trade mark significance in
respect of the goods about which the complaint is made and [i]t is not
sufficient that the public should believe that there is some sort of connec-
tion between the defendant and the licensor: the public must select the
defendant’s goods in reliance upon the assumed connection’.'?* What
‘counts is whether there is confusion amongst that part of the public
which cares’.!?> Although, in some cases, a plaintiff might establish that
the public would wish to buy genuine goods, this is not universally true
and consumers might well be indifferent as to whether a product was
licensed or came from a particular source.!?% If the aim of attaching a
character to merchandise is to add fun or glamour to that merchandise,
then the representation is not material; an unauthorised product can have
the same attraction and glamour as an authorised product.'?” As Laddie
J put it at first instance in ELVIS PRESLEY Trade Marks, ‘[w]hen a fan
buys a poster or a cup bearing an image of his star, he is buying a likeness,
not a product from a particular source. . . He is likely to be indifferent as

120 11991] FSR 145, 159. 21 Ipid. 122 [1999] RPC 567, 582.

123 Ibid., 597.  12* Wadlow, Passing Off, 313.

125 Arsenal Football Club Plc v. Reed [2001] ETMR 860, 869 per Laddie J.

126 See BBC Whrldwide Ltd v. Pally Screen Printing Ltd [1998] FSR 665, 674.

127 H. Carty, ‘Character Merchandising and the Limits of Passing Off’ (1993) 13 LS
289, 298.
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to the source.’!?® Evidence as to quality control exercised by the licen-

sor may contribute to the plaintiff’s task in establishing his case but is
not conclusive; again, the supposed existence of quality control is only
relevant if the public actually rely on such control supposedly exercised
by the licensor.!?® Thus, although as a matter of law a relevant misrep-
resentation may be established, this may well be a rather difficult task in
practice.

Public knowledge of practices such as merchandising or endorsement,
belief in the existence of quality control or approval, and reliance on
that belief are three separate matters.!> Although actions for passing
off are tried by a judge, sitting alone, the question whether there has
been confusion as a result of the misrepresentation is essentially a ‘jury
question’ in the sense that the likely effect of the misrepresentation on the
members of the public must be considered, and the judge must put him-
self in the position of a potential buyer of the goods.!?! Where an action
is brought at or before the defendant starts trading, the court ‘must assess
as best it can what is going to happen in the real world of the marketplace’
although when the defendant has been trading for some time, the court
‘can expect to be relieved of the need to speculate as to the likelihood of
confusion and damage’, since, in most cases, it will be able to see what
has actually happened in the marketplace.!?

Instances of actual deception will be useful evidence, although ulti-
mately the Court’s decision will not depend solely or even primarily on
the evaluation of such evidence and ‘[t]he court must in the end trust to its
own perception into the mind of the reasonable man’.!** While a plaintiff
might wish to rely on survey evidence in order to establish that a misrep-
resentation is a material one, on which the public rely, one of the main
difficulties lies in formulating questions that are not leading,'** and do
not make the respondent enter ‘into a field of speculation upon which that

person would never have embarked had the question not been put’.13>

128 11997] RPC 543, 554. See also Arsenal Football Club Plc v. Reed [2001] ETMR 860,
870 (name and nickname of a football club on merchandise regarded by purchasers as
signs of allegiance or support, rather than indicating the source of the goods).

129 Cf. Tavener Rutledge v. Trexapalm, text accompanying note 93 above.

130 \Wadlow, Passing Off, 316.

131 General Electric Co. v. General Electric Co. Lid [1972] 1 WLR 729, 738 per Lord
Diplock, cited with approval in Pacific Dunlop Ltd v. Hogan (1989) 87 ALR 14, 28 per
Sheppard J.

132 Qysenal Football Club Pl v. Reed [2001] ETMR 860, 869 per Laddie J.

133 Parker-Knoll Ltd v. Parker Knoll International Ltd [1962] RPC 265, 291-2 per Devlin LJ.
See also Neutrogena Corp. v. Golden Ltd [1996] RPC 473, 495; HFC Bank Plc v. Midland
Bank Plc [2000] RPC 176, 198.

134 See Drysdale and Silverleaf, Passing Off, 181.

135 Imperial Group Plc v. Philip Morris Ltd [1984] RPC 293, 302.
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Experience in cases involving connection misrepresentations sug-
gests that the answers given in any surveys will often be vague and
inconclusive,!3°

The instances in which the English courts have been required to con-
sider whether a misrepresentation relating to an endorsement or con-
nection might be actionable have been limited. The issue was precluded
from discussion by the application of the common field of activity test in
McCulloch v. May'3" and, although the possibility was admitted, obiter, in
Tavener Rutledge v. Trexapalm,'>® there was insufficient evidence to sup-
port such a claim when it came to be considered directly in Lyngstad v.
Anabas.'*® In Nice and Safe Attitude Ltd v. Piers Flook'*° Robert Walker
J declined to follow Mirage Studios and allowed a claim in passing off by
a clothing manufacturer who had built up substantial goodwill (albeit
somewhat parasitically) in his clothing business using the logo ‘NASA’,
against a rival manufacturer who was licensed by the United States
National Aeronautics Space Administration (which did not have any con-
ventional trading activities in the United Kingdom). The Court refused
to accept that the Mirage Studios case established that the defendant
would be deemed to have been licensed by NASA (US), which would
afford the defendant a defence. Subsequently, in Halliwell v. Panini,'*!
the only case where the issue was considered directly, the absence of a
disclaimer on the defendants’ sticker collection bearing images of the
plaintiff members of the Spice Girls pop group did not amount to a
misrepresentation that would lead members of the public to buy the de-
fendants’ goods on the basis or mistaken belief that they were authorised
by the plaintiffs. Some of the plaintiffs’ own merchandise stated that
the products were ‘official’, whereas others did not, and there could be
no general inference that such goods would be officially licensed prod-
ucts. As such, it could not be said that the question of whether the
goods were authorised was a material factor in any purchaser’s deci-
sion. According to Lightman J, the defendants were merely ‘catering for
the popular demand for effigies and quotes of today’s idols’.!4? Indeed,
the evidence showed that other merchandise, against which no objection
was made by the plaintiffs, only contained rather small and ineffective

136 See Hogan v. Koala Dundee Pry Ltd (1988) 83 ALR 187, 192-5, and text accompanying
note 199 below. See also Pacific Dunlop Ltd v. Hogan (1989) 87 ALR 14, 22 per Shep-
pard J, and, in English law, see Stringfellow v. McCain Foods [1984] RPC 510, 531-2
(minimal number of people believed in the existence of a business connection between
the plaintiffs and defendants).

See text accompanying note 81 above. 138 See text accompanying note 96 above.
See text accompanying note 101 above. 140 11997] FSR 14.

141 Unreported, High Court, Chancery Division, 6 June 1997.

142 Cf. Lyngstad v. Anabas Products Ltd, note 101 above.

137
139
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disclaimers regarding the pop group’s approval. The absence of a dis-
claimer in the instant case constituted a rather weak basis on which to
proceed.!'®3

A more restrictive approach to character merchandising and endorse-
ment might be criticised as being inconsistent with commercial reality or,
more particularly, the demands of the ‘character merchandising indus-
try’. However, attempts to widen (monopolistic) property rights beyond
the scope conferred by copyright and trade mark law should arguably be
resisted, particularly when such arguments are built on what is effectively
a fiction of consumer confusion. It could be argued that it is this fail-
ure to distinguish that which serves as an indication of trade source, or
guarantee of quality, from that which adds to the value of a product in
its own right which undermines the approach adopted in Mirage Studios.
While the former is the proper concern of the law of passing off, the
latter is arguably the concern of copyright law, rather than passing off
and trade mark law.!** The introduction of a character right to supple-
ment the law of copyright in literary, artistic and dramatic works, was
expressly considered and rejected in the United Kingdom'4> and the ob-
vious danger which lies in such an extension of the tort of passing off is
that it confers much wider rights, and hence market power, to producers
of characters than are conferred and properly delimited by copyright law.
There is much force in the view that ‘monopolies should not be so readily
created’.!40

One further point needs to be noted. Having followed the Australian
authorities, the Vice Chancellor in Mirage Studios was faced with the
problem of reconciling these authorities with the English authorities dis-
cussed above. The Vice Chancellor contrasted the situation where there
was no copyright in a name, and therefore no licensable subject matter, as
in the Wombles case, with the situation in Mirage Studios where the plain-
tiffs were engaged in licensing the copyright in the Ninja Turtles drawings.
According to the Vice Chancellor the Wombles, Tavener Rutledge and
Lyngstad decisions might still be good law on the basis that the defendants

143 The courts will generally be reluctant to hold that a disclaimer negates any suggestion
of a commercial connection. See, e.g., Associated Newspapers Group Plc v. Insert Media
Ltd [1991] FSR 380, 387. Cf. Sony Music Productions Pty Ltd v. Tansing (1993) 27 IPR
649, 653; Twentieth Century Fox Film Corp. v. South Australian Brewing Co. Ltd (1996)
34 1P] 225, 251; Britt Allcroft (Thomas) LLC v. Miller (2000) 49 IPR 7, 18, and see,
generally, Wadlow, Passing Off, 195.

144 \gradlow, Passing Off, 315.

145 \Whitford Committee, Report of the Committee to Consider the Law on Copyright
and Designs, Cmnd 6732 (London, 1977), para. 909. The Committee took the
view that any further protection should be left to the law of passing off or unfair
competition law, although it did not make any recommendations on this matter.

146 11999] RPC 567, 598 per Simon Brown LJ.
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had only used names in which no rights of property subsisted.'#” On a
strict interpretation it is arguable that a misrepresentation concerning a
commercial connection between the plaintiff and the defendant will only
be actionable if it is a misrepresentation relating to the licensing of spe-
cific intellectual property rights such as trade marks or copyright. Such
a strict interpretation would not support the broader view that a misrep-
resentation will be actionable if a defendant makes a misrepresentation
that there is some form of licensing connection in general between the
defendant and the plaintiff. However, such a fine distinction need not
stand in the way of a broader application of the decision. Bearing in mind
that one of the bases of the tort of passing off is the protection of con-
sumers against confusion in the marketplace, it would be reasonable to
take consumer perceptions into account. Indeed, it is doubtful whether
the average consumer can be expected to distinguish between a situation
where underlying intellectual property rights are licensed and a situa-
tion where no underlying intellectual property rights subsist. As the Vice
Chancellor noted, given the changes in trading habits, cases where no un-
derlying intellectual property rights subsist, such as those involving the
licensing of a name, might require reconsideration on future occasions
when the evidence before the court is different. The better view seems to
be that such a distinction will be immaterial.!*® Two crucial questions will
need to be addressed in future cases. First, whether a misrepresentation of
type (iii) above!*® (endorsement connection) will be sufficient to amount
to a misrepresentation that the goods or business of the defendant and
the business of the plaintiff (broadly defined) are connected; second, to
what extent the issue of public reliance on the misrepresentation will be a
matter of inference, without the courts insisting on affirmative evidence.
The English courts have maintained a rather restrictive approach and it is
instructive to look to the Australian authorities, where the issue has been
more fully addressed.

The nature of the misrepresentation in Australian law

The Australian courts have taken a more expansive approach to all the
forms of connection misrepresentations noted above,!’° an approach

147 Ibid., 158. In Lyngstad, photographs of the plaintiffs were also used, although the plain-
tiffs did not enjoy copyright in those specific photographs, which might have formed
the subject matter of a licence.

148 Qee, e.g., Carty, ‘Character Merchandising’, 300; Drysdale and Silverleaf, Passing Off,
71; M. Elmslie and M. Lewis, ‘Passing Off and Image Marketing in the UK’ [1992]
EIPR 270.

149 See text accompanying note 75 above. 150 Ipid.
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which, again, originated from the decision in Henderson v. Radio Cor-
poration Py Ltd.'>! The plaintiffs were a pair of well-known professional
ballroom dancers whose picture had been included, without their per-
mission, on the sleeve of a record of strict tempo dance music, primarily
intended for instruction in such dance, but also meant to be bought by
the public. The design of the record cover was such as to give promi-
nence to the picture of the Hendersons dancing as, when viewed from
a distance, would be the case in a shop display, a fact which, accord-
ing to Evatt CJ, could easily lead to deception of possible purchasers.!>?
Although the back of the record cover contained an express recommen-
dation by another ballroom dancer, there was no suggestion of an express
endorsement by the plaintiffs other than by virtue of the fact that their
picture appeared on the cover. It seems that, in any case, the appearance
of the plaintiffs was largely fortuitous since the record was designed and
manufactured in England and was reproduced under licence in Australia;
until the plaintiffs complained, the defendant was unaware of the plain-
tiffs’ identity. Nevertheless, the defendant refused to discontinue using
the cover and the plaintiffs brought an action in passing off.

It was found, on the evidence, that the class of persons for whom the
record was primarily intended (strict tempo dance students and instruc-
tors) would probably believe that the picture of the respondents on the
cover indicated their recommendation or approval of the record.!>? Sub-
sequently, it was held that the conduct of the defendant amounted to a
misrepresentation that the business of the plaintiffs was connected with
the business of the defendant, with the notion of a business, as noted
above, being interpreted in its widest sense as including professions and
callings.'> The fact that the plaintiffs were not themselves in the busi-
ness of making and selling records was regarded as irrelevant, and it was
not necessary to show that the defendant was competing in a common
field of activity.!®® According to Evatt CJ, to establish a cause of action
in passing off it was sufficient for the plaintiffs to prove that the defen-
dant was falsely representing either his goods as those of the plaintiff or
that his business was the same as, or connected with, the business of the
plaintiff.!3% In this respect there was nothing revolutionary about such an
extension of the tort of passing off.

Significantly, the defendant conceded that it was falsely representing
that the plaintiffs recommended, favoured or supported its record, pre-
sumably relying on the lack of competition in a common field as the

151 11969] RPC 218. 152 Ipid., 231. 153 Ibid., 232.
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exculpatory factor which would allow it to continue to appropriate the
plaintiffs’ image for its own commercial advantage. It seems that both
this concession, and the hope that the court would apply the common
field of activity test strictly, was misguided. It is doubtful whether, as
a matter of principle, the mere fact that a professional person’s name
or picture appears on a product is sufficient to constitute an endorse-
ment or recommendation in that person’s professional capacity, which,
in turn, amounts to a misrepresentation that the professional’s business
is connected to the defendant’s business. This is where the proximity of
the nature of the businesses of the defendants should become relevant;
where the businesses are closely connected it would be easier to infer that
a misrepresentation might lead to confusion amongst the public between
the businesses of the plaintiff and defendant. It is interesting to speculate
what the position might have been if the plaintiffs’ picture had been used
on an entirely unconnected item such as a box of soap powder. In such
a case, the inference that the plaintiffs’ business as professional dancers
was connected with the business of a soap manufacturer would be more
difficult to make out. As such, the application of the tort of passing off
would seem to be limited to ‘tools of the trade’ endorsements, which
might result in some connection between the goods or services of the
defendant and the business or profession of the plaintiff.

There are a number of ambiguities in some of the passages in Evatt
CJ’s judgment. Having noted that the defendants had appropriated the
plaintiffs’ professional reputation for their own commercial ends, Evatt
CJ went on to reject the proposition that ‘a court of equity has no power
to restrain the [defendant] from falsely representing that the [plaintiffs]
recommend its products, unless the [plaintiffs] can prove that their pro-
fessional reputation has thereby been injured, or that, in some other way,
their capacity to earn money by the practice of their profession has thereby
been impaired’.!>” His Honour then went on to state that:

It is true that the coercive power of the court cannot be invoked without proof
of damage, but the wrongful appropriation of another’s professional or business
reputation is an injury in itself, no less, in our opinion, than the appropriation of
his goods or money. The professional recommendation of the [plaintiffs] was and
still is theirs, to withhold or bestow at will, but the [defendant has] wrongfully
deprived them of their right to do so and of the payment or reward on which,
if they had been minded to give their approval to the [defendant’s] record, they
could have insisted.!>8

These passages raise a number of issues. First, and most obvious, is the
question-begging nature of the final part of the passage cited immediately

157 [1969] RPC 218, 236. 158 Ibid.
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above. The plaintiffs could only have insisted on a fee if they had a valid
cause of action, which was precisely the issue under discussion. The ex-
istence of such a cause of action in passing off would depend on the
ability to show damage, a requirement considered in detail in the text be-
low. Furthermore, it is unclear from the passages whether the remedy in
passing off would be limited to misrepresentations which might damage
the plaintiffs in their business or profession, or whether it would extend
a remedy in cases where there was no injury to the plaintiffs in such a
capacity.

The narrow interpretation would effectively limit the plaintiffs’ rem-
edy to cases where ‘tools of the trade’ endorsements were concerned;
the relevant misrepresentation would relate to the fact that the plaintiffs’
business qua dance instructors was connected with the business of the
defendant and would be damaged by the defendant’s misrepresentation.
The broader interpretation tends towards viewing a plaintiff’s capacity to
endorse products unconnected with their business or profession either as
a business in itself (that is, a licensing or trading business) or as a property
right in itself. The former might be said to be the proper concern of the
tort of passing off, where the protected interest would be the goodwill
in the business or profession of the plaintiff. The latter lies outside the
tort of passing off, and amounts to a property right in the attributes of
an individual’s personality, such as a right of publicity, a notion which
will be considered in due course.!> Indeed, the reference to a ‘wrong-
ful appropriation’ was ambiguous. Did this mean that liability could be
based on misappropriation of such a property right simpliciter, or was
there still a need to show a misrepresentation, leading to consumer con-
fusion or deception? Read as a whole, Evatt CJ’s judgment indicated
the need for a misrepresentation, rather than misappropriation of an
independent property right, a view that was confirmed by Manning J’s
judgment although, like Evatt CJ, Manning J’s treatment of the require-
ment of damage was ambiguous.!°

The decisions which immediately followed Henderson did not resolve
these difficulties since they were concerned with misrepresentations in
categories (i) and (ii) above,'%! rather than being concerned with the
troublesome notion of endorsement, association or approval. In Children’s
Television Workshop Inc. v. Woolworths (NSW) Ltd 192 the plaintiffs, the pro-
ducers of the television show Sesame Street, which featured the ‘Muppets’
characters, were held to be able to restrain the defendants from sell-
ing unlicensed ‘Muppets’ merchandise. It was held that the defendants’

159 See below, 171-89. 160 1pid., 243. See, further, below at 104-5.
161 See text accompanying note 75 above. 162 11981] RPC 187.
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conduct would deceive the public into believing that the defendants’
goods were licensed by, or associated with, the plaintiffs, which was suf-
ficient to amount to a connection between the businesses of the plaintiffs
and defendants, thus bringing the case within the classic principle of pass-
ing off.1%3 According to Helsham CJ, once the relevant business nexus
between the plaintiffs and defendants had been established, in the sense
that consumers would believe that the business of the defendants was
connected with the business of the plaintiffs, then it would follow that
the legitimate business interests of the plaintiffs were being jeopardised.
The loss of licensing opportunities was sufficient damage, without the
need to show an adverse effect on the plaintiffs’ reputation and conse-
quent damage to business resulting from the fact that the defendants’
goods were of an inferior quality.!%4

Again, despite the fact that Hutchence v. South Seas Bubble Co. Pty
Ltd"% involved the commercial exploitation of the images of a pop group,
the troublesome notion of endorsement did not need to be considered.
The facts were essentially similar to those of the earlier English deci-
sion in Lyngstad v. Anabas'®® to the extent that the members of a pop
group (INXS) sought to restrain unauthorised merchandisers. The facts
of Hutchence were much stronger, however, since the defendants were
exploiting what was undoubtedly copyright material,'%” and, more im-
portant, the plaintiffs had a considerable and well-established business
in licensing merchandise. The likelihood of confusion was considerable
in this case, since the plaintiffs and defendants were in direct competi-
tion in the same market.'%® The interesting point relates to the nature of
the misrepresentation. Wilcox J noted the scale and method of modern
merchandise licensing arrangements and held that it was probable that
consumers would assume that the merchandise being sold was approved
by the plaintiffs, in return for a royalty or other fee. Despite the fact that
there were signs and labels indicating that the goods were ‘bootleg’ mer-
chandise which was not authorised by the plaintiffs, the defendants were
held liable, under the Trade Practices Act and the tort of passing off,
for misrepresenting that their T-shirts had ‘a sponsorship or approval’
of the plaintiffs, which did not in fact exist.!%° It seems that the plain-
tiffs’ authorised merchandise was of a high quality, in contrast to the
defendants’ goods, which were deficient in terms of styling, choice of
fabric and other matters. The balance of convenience on the interlocutory
application favoured the plaintiffs, and it was not necessary for them to

163 See note 78 above. 194 [1981] RPC 187, 194-5. 195 (1986) 64 ALR 330.
166 See note 97 above. 167 Cf. text accompanying note 147 above.
168 (1986) 64 ALR 330, 340. 199 Ibid., 336-9.
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show affirmative evidence that consumers would rely on the guarantee of
quality which was implicit in the fact that the goods were authorised by
the plaintiffs.!7°

Neither was the notion of endorsement considered in any detail in
Paracidal Pry Ltd v. Herctum Pry Ltd,'”' where the plaintiff, a Spanish
horse master, rider and trainer, secured an injunction restraining the de-
fendants from using a substantial reproduction of a photograph of the
plaintiff and his horse in an advertisement for their riding display. There
was no question that the plaintiff, who was well-known as a horseman
in Australia, had the relevant goodwill, and the facts of the case seemed
stronger than those in Henderson. The business of the plaintiff (training
and performing in an equine troupe) and the business of the defendants
(running a wildlife sanctuary where spectacles of an equine and eques-
trian kind were presented) were in a similar field,!”? and the likelihood
of confusion between the two businesses was considerable.!”> Moreover,
in this case, the association between the businesses, or the suggestion
of endorsement by the plaintiff, was likely to injure the plaintiff in his
profession and business as a horse master. In this respect, the case was
a classic ‘tools of the trade’ type appropriation, where there was a real
danger of confusion regarding a connection between two businesses. In
this sense, Paracidal is arguably more consistent with the classic notion
of passing off, and the first category of connection misrepresentation,!”*
than Henderson.

Commercial connection and endorsement

Subsequently, in 10th Cantanae Pty Ltd v. Shoshana Pty Ltd,'” the rel-
evant misrepresentation related to an endorsement or association — that
is, a category (iii) misrepresentation. The plaintiff was a well-known tele-
vision presenter named Sue Smith who had, in the past, appeared in
advertisements to endorse various products. The defendants published
an advertisement for Blaupunkt video recorders featuring a woman (who
bore no physical resemblance to the plaintiff) watching a television set,
accompanied by the caption ‘Sue Smith just took total control of her
video recorder’. It was held that the plaintiff was a person engaged in
business in the widest sense of the term and, as such, had protectable
goodwill. What needed to be shown, according to Wilcox J, was a mis-
representation that the plaintiff endorsed, or was otherwise associated
with, the defendants’ video recorder in such a way that would be likely

170 Ipid., 344. 171 (1983) 4 IPR 201.  '72 Ibid., 202. 173 Ibid., 206.
174 See paragraph accompanying note 75 above. 175 (1987) 79 ALR 299.
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to result in members of the public being misled.!”® In this respect, the
plaintiff’s case was weak on its facts. The advertisement contained noth-
ing more than the fairly common name, ‘Sue Smith’, and did not contain
any information pointing unequivocally to the plaintiff, since the person
depicted in the advertisement did not look like the plaintiff. Moreover,
the plaintiff did not call any evidence to establish that any person had
in fact been misled into thinking that the advertisement referred to the
plaintiff, and Wilcox J held that it was appropriate to infer that there was
no such evidence.!”” To find for the plaintiff on the identification issue
was tantamount to allowing the plaintiff an effective monopoly on the
common name ‘Sue Smith’, at least in circumstances where there was no
express disclaimer that an advertisement did not refer to the plaintiff.!”®

The vague nature of the notion of connection, endorsement or asso-
ciation remained troublesome, and the subject of differing interpreta-
tions. Although Wilcox J held that the plaintiff had not been sufficiently
clearly identified in the advertisement, he noted, obiter, that, had the
facts been stronger in this respect, he would have held that the defendant
had misrepresented that the plaintiff had associated herself with the ad-
vertised product, and that ‘[r]eaders might infer that she endorsed the
product — at least in a vague way — as being suitable for purchase’. In
Wilcox J’s opinion, no matter how debased the currency of endorsement
may have become, it could not be said that readers of advertisements
remained unaffected by the introduction into an advertisement of a re-
spected name. Pincus ] took a stricter view, arguing that ‘it should not be
too readily accepted that the mere mention of a name in an advertisement
necessarily connotes that the goods advertised have any characteristic —
for example, that they have been approved, or even examined, by the
person named’. Passing off was not necessarily constituted by the mere
unauthorised use of a person’s name or picture in an advertisement!”®
and Pincus J also rejected the notion of ‘sponsorship’, which is some-
times, though erroneously, assumed to be coterminous with the terms
‘endorsement’ or ‘approval’. As Pincus J noted, the term ‘sponsorship’,
in a commercial context, indicates the fact that a commercial or other
organisation or person stands behind, and partly finances, some activity
such as a sporting event or a television show.!8 Sponsorship and en-
dorsement are separate but complementary practices. While every inch
of a racing car might be covered with brand names, and logos of various
commercial organisations, and while the driver himself might be similarly
covered from head to toe, the display does not indicate endorsement, but

176 Ibid., 302. 177 Ibid., 303. 178 Ibid., 302 per Wilcox J.
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indicates the sponsorship provided by the businesses in return for pub-
licity. Although the driver may be said to endorse certain products, he
does not sponsor them. Similarly, in 10tk Cantanae, the person depicted
in the advertisement could not be said to have ‘sponsored’ Blaupunkt
videos.!8!

Subsequently, the lack of an endorsement in any real sense was held
to be significant in Honey v. Australian Airlines and Another.8? Although
the first defendant’s advertisement featured the plaintiff prominently, the
prominence given to the defendants’ logo was minimal, since the adver-
tisement was primarily intended to promote sport in schools, rather than
the airline’s business itself. Similarly, the second defendant, a religious
group, had not sought to make use of the identity of the plaintiff, and had
not named him, but had merely intended to use the picture to illustrate
an activity, or type of life, in one of their publications. Thus, according
to Northrop J, the facts of the case were different from the facts of 10tk
Cantanae in the sense that the present case did not involve a typical adver-
tisement relating to the sale of goods. In Honey it could not be established
that a reasonably significant number of people would infer that the plain-
tiff was giving his endorsement to the defendants’ businesses,'®> and, as
noted above, the fact that the plaintiff was an amateur athlete led the
Court to the conclusion that the plaintiff did not have the relevant good-
will in a business or professional capacity.!®* In advertising parlance, the
advertisement did not involve a ‘tools of the trade’ type of endorsement,
or even a ‘non tools’ endorsement, but involved the use of what could
at most be described as an ‘attention grabbing device’, involving the use
of the name or image of a celebrity in connection with goods or services
without implying any endorsement.!®

Thus, in the few cases which concerned a category (iii) endorsement
misrepresentation, the notion of endorsement, association or connec-
tion remained rather vague and ill defined. The basic assumption com-
mon to misrepresentations in both categories (i) (unspecified licensing
connection) and (iii) (endorsement connection) seemed to be that the
unauthorised use of a person’s image in an advertisement or in merchan-
dising would suggest that the plaintiff had declared his approval of the
defendant’s goods or services, and that their businesses were thereby as-
sociated or connected with each other. Such a misrepresentation would
presumably lead to public confusion and, in turn, would presumably
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lead to damage, or the risk of damage, to the plaintiff’s business. Thus,
through these presumptions, the unauthorised commercial exploitation
of personality could come within the classic notion of passing off which
encompasses misrepresentations that two businesses are connected with
each other.

Character misappropriation

However, in Hogan v. Koala Dundee Pty Ltd,'8° Pincus ] preferred a more
radical approach. The defendants had made unauthorised use of images
deriving from the plaintiffs’ film, ‘Crocodile Dundee’, and, in particular,
had used the name ‘Dundee’ and a composite image on signs inside
and outside their shops and on their merchandise. The composite image
consisted of a koala, wearing a bush hat with teeth in its band, a sleeveless
vest, and carrying a knife, an image which was strongly reminiscent of the
plaintiff Paul Hogan’s role in the film. As Pincus J put it, the defendants
had made use of these images ‘in the hope of having their customers
make a mental connection with Paul Hogan or the film or both — or to
put it more simply, of cashing in on “Crocodile Dundee”’.'87 As such,
the claim was not a typical case of appropriation of personality, in the
sense that the defendants were not simply trading on the image of a
single individual, but were trading on the associations with the film and
its principal character, although it was practically impossible to draw a
distinction between the actor in his personal capacity and the actor in his
film role; the two were inextricably intertwined.

The plaintiffs claimed that the conduct of the defendants amounted to
a misrepresentation which had misled the public as to: (i) whether the
defendants’ business was owned by, or conducted under a franchise or
licence from, the plaintiffs; (i) whether the defendants or their goods had
the endorsement of or were affiliated or associated with the plaintiffs; and
(iii) whether the defendants’ goods or business had the sponsorship or ap-
proval of the plaintiffs.!88 As such, there was nothing revolutionary in the
claims. The first claim came squarely within the first type of connection
misrepresentation noted above,!8° and safely within the classic principle
set out by Romer L] in The Clock Ltd v. The Clock House Hotel Ltd, which
encompasses situations where the business of the defendant is connected
with the business of the plaintiff.!°* The second and third claims also
came safely within the extended notion of passing off, represented by
misrepresentations of type (ii), or, more precisely, (ii)(b), above — that
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is, misrepresentations relating to the existence of a licensing connection
between the plaintiff and defendant, a category which has long been ac-
cepted in Australia.!®! The plaintiffs were Hogan himself and the film’s
makers, Rimfire Films, which had received an assignment of the mer-
chandising rights from the production company which owned the script,
a company which was, in turn, owned by Hogan himself. There was no
doubt that the second plaintiff had a business both in making the film
and in granting merchandising licences, which could be damaged by a
misrepresentation that the goods of the defendant were licensed by the
second plaintiff.

Pincus ] preferred not to analyse the problems in terms of a category
(ii) misrepresentation, that the defendant’s goods were licensed by the
plaintiff, and proceeded to set out a novel and startlingly wide proposi-
tion. According to Pincus J it was ‘possible to bring a passing off action
in respect of an image, including a name, unconnected with any business
at all’. He went on to state that

I think the law now is, at least in Australia, that the inventor of a sufficiently famous
fictional character having certain visual or other traits, may prevent others from
using his character to sell their goods and may assign the right so to use the
character. Furthermore, the inventor may do these things even where he has
never carried on any business at all, other than the writing or making of the
work in which the character appears. .. The characteristics of such a suit are not
necessarily precisely the same as the older type. In particular, an assignment of a
right in a character need not assign any business.!*?

This proposition is very wide, and totally at odds with the orthodox
English position and the extended Australian approach which holds that
a passing off action does not confer any rights in respect of a name (or
image) in itself, but in the goodwill of a business; such goodwill has no
independent existence and consequently cannot be assigned in gross. In
effect, it is tantamount to the judicial recognition of a suz generis character
right, a proposition that has been explicitly rejected in English law.!®?
A wide-ranging tort of character misappropriation could well have the
effect of tipping the balance in favour of the creator (whose skill, effort
and investment is supposed to be adequately encouraged and rewarded
by the law of copyright), to the detriment of a competitor’s freedom to
market his goods in the most attractive way possible. Creators of works
of fiction should arguably be subjected to the rigours of the market,
and in the absence of copyright protection their characters should not
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be protected. An action in passing off will be available where there is a
material misrepresentation relating to a licensing connection, resulting in
real damage to an existing business goodwill,!°* whether in the form of an
injurious association between the plaintiff’s business and the defendant’s
shoddy goods or business, or where the plaintiff has goodwill in respect of
an existzing business in licensing copyright material in the form of a loss
of licence fees. It is arguable that the economic interests of the creators
of characters should not be protected any further.

What is most relevant for the purposes of the immediate discussion is
the nature of the defendant’s conduct, and the fact that Pincus J rejected
the notion that liability should be based on a misrepresentation relating to
a licensing connection in favour of liability based upon misappropriation
per se. Contrary to the previous Australian authorities, Pincus J preferred
the second and more ambiguous approach in the Henderson case, which
suggested that liability need not be based on misrepresentation, but that
misappropriation of commercial reputation was in itself sufficient,!®’ al-
though Pincus J widened the proposition even further to include the
‘wrongful association of goods with an image properly belonging to the
[plaintiff]’.1°® In Pincus J’s view, there was ‘a degree of artificiality in de-
ciding image-filching cases. .. on the basis that the vice attacked is mis-
leading the public about licensing arrangements’.!7 It could not be said
that the public had been led to think that there was a precisely known
kind of connection between the plaintiff and the defendant, and, more-
over, an enquiry as to whether the public would believe that a licence
had been granted by the plaintiff would involve ascertaining the public’s
views on the state of the law relating to character advertising, rather than
any factual matter. The members of the public who would think that a
licence must have been granted for the use of the name would be guessing
as to the law’s requirements, and guessing on a matter which was not at
all clear in law.

These findings reflected the inconclusive nature of the survey evidence
presented by both parties in Hogan,'°® and illustrated the incongruity
of basing such an action on the issue of whether the public had been
misled about the existence of licensing arrangements. Such issues were
very much in the back of the minds of members of the public, and were
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necessarily vague and inaccurate. As Pincus J observed, ‘[u]nlike a rep-
resentation as to the origin or quality of goods, use of mere images in
advertising, although presumably effective to generate sales, does not
necessarily do so by creating, or relying on, any conclusions in the minds
of the buying public’.!°® In the absence of such inconclusive evidence,
Pincus J would have thought that a substantial number of people would as-
sociate the images with the plaintiffs’ film, but that a lesser number would
be inclined to think that the shop had some commercial connection with
the film. Thus there would have been difficulties in establishing that there
was a misrepresentation, and that it was a misrepresentation on which the
public relied.?°° Nevertheless, this did not prevent Pincus J from holding,
on the facts, that there had indeed been ‘a clear representation of asso-
ciation with the film’s images’, and damage in the form of a lost licence
fee,?°! and the injunction which was issued restrained the defendants
from using the images in a way which was ‘calculated to induce the pub-
lic to believe that the [defendant] or goods sold by it is or are associated
with the film’.2°2 As has subsequently been observed by the High Court
of New Zealand, such an approach results ‘not so much from a find-
ing of actual deception or independent damage as the tacit assumption
that there should be a right of property in names, reputations and artifi-
cial images for character merchandising purposes’.?%® If this is the case,
it is doubtful whether passing off is the best vehicle for securing such
an aim.

Pincus J’s novel approach has not been followed in subsequent
Australian cases. In Pacific Dunlop Ltd v. Hogan?%* the Full Court of the
Federal Court of Australia maintained the need to show a misrepresenta-
tion and damage to goodwill, rather than the broader notion of misappro-
priation set out in Hogan v. Koala Dundee. In Pacific Dunlop the complaint
concerned an advertisement featuring a parody of a scene from the film
Crocodile Dundee, in which Hogan’s character managed to repel an at-
tack by a mugger by producing a knife superior to the knife brandished
by his assailant. In the defendants’ advertisement the main character
managed to fend off the attacker due to his superior ‘Grosby Leatherz’
shoes. The issue of identification was decided in favour of the plaintiffs
(again, Paul Hogan and the film makers), and, at first instance, it was
held that a substantial number of the public would assume that there was
‘some association of a commercial nature’ between the plaintiffs and the
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producers of the advertisement and the product being advertised.??®> In
common with the Koala Dundee case, the defendants were associating
their product with images from the film, although it was again difficult
to draw a distinction between the exploitation of the fictitious ‘Crocodile
Dundee’ character and Hogan’s own personality. The first plaintiff had
previously exploited his image in several advertisements, and the char-
acter ‘Crocodile Dundee’ was strongly identified not only with the actor
playing it but with the already well-recognised personality of the actor.2%

The majority found the defendants liable in passing off. The relevant
issue on appeal, according to Beaumont J, was ‘whether a significant sec-
tion of the public would be misled into believing, contrary to the fact,
that a commercial arrangement had been concluded between the plaintiff
and the defendant under which the plaintiff agreed to the advertising’, a
question which was to be answered in the affirmative.?°” Burchett J pre-
ferred to express the matter differently. In his view, the relevant question
to be addressed was whether the advertisement conveyed a false endorse-
ment of the shoes themselves by the plaintiff. Character merchandising,
in Burchett J’s view, ‘should not be seen as setting off a logical train of
thought’ in the minds of the public, and its importance lies in the creation
of an association of the product with the character, not in making precise
misrepresentation. Accordingly, to ask whether the consumer reasoned
that the plaintiff had authorised the advertisement was to ask a question
which was ‘a mere side issue’. What mattered, according to Burchett ],
was the fact that the consumer wished to identify with the character or
personality and was moved ‘by a desire to wear something belonging in
some sense to Crocodile Dundee (who is perceived as a persona, almost
an avatar, of Mr Hogan)’. According to His Honour, the arousal of such a
feeling by Hogan himself could not be regarded as misleading, since ‘the
value he promises the product will have is not in its leather, but in its asso-
ciation with himself’. An unauthorised advertisement, on the other hand,
would be misleading since it would lack that valuable association between
the product and the celebrity.2°® While this approach is arguably less arti-
ficial than an approach which presumes that the consumer is aware of,
or concerned with, the existence of a commercial relationship between
the plaintiff and the defendant, it sanctions, in effect, the protection of
a celebrity’s power of endorsement or product association per se. The
reasoning is some way removed from the logical analysis which brings ap-
propriation of personality, or character merchandising, within the ortho-
dox notion of passing off: a misrepresentation (on which consumers rely)

205 Ibid., 38.  29¢ Ibid., 35.
207 Ibid., 42. Sheppard J dissented on the facts. 208 Ipbid., 44-5.
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which leads consumers to believe that the business of the defendant is
connected (by licence, association or endorsement) with the business
of the plaintiff, resulting in damage, or its likelihood, to the plaintiff’s
business.

The requirement of misrepresentation was subsequently maintained in
Talmax Pty Lid v. Telstra Corp. Lid,?%° where it was held that the defen-
dant’s advertisement featuring a photograph of the plaintiff swimmer mis-
represented, for the purposes of an action under section 52 of the Trade
Practices Act and the tort of passing off, that the plaintiff was ‘sponsored’
by the defendant and had consented to the ‘use of his name, image and
reputation’ in its advertising and supported the defendant’s telecommu-
nications services.?!® Similarly, in an artificial character merchandising
case, Twentieth Century Fox Film Corp. v. South Australian Brewing Co. Ltd,
it was held that the defendants’ use of the term ‘Duff Beer’, deriving from
The Simpsons television cartoon series, amounted to a misrepresentation
suggesting an association between the defendants’ beer and the plaintiffs’
business in producing cartoons and its extensive associated merchandis-
ing business, which might damage the plaintiffs’ licensing business.?!!
What is most significant for present purposes is that liability was based
on misrepresentation rather than the broader notion of character misap-
propriation along the lines of Koala Dundee.

The inevitable impression conveyed is that while the Australian courts
are paying lip service to the requirement of a misrepresentation relating to
a connection between two businesses, in reality, in cases of appropriation
of personality, they have been protecting a celebrity’s power of endorse-
ment 7 vacuo.?'?> These conclusions are supported by the nature of the
damage that the courts have been prepared to accept.

Damage

Passing off does not protect a property right in a name or other indi-
cium, but protects property in the underlying goodwill of a business.?!?
Although the basis of the tort is interference with a property right, the

209 (1996) ATPR 941-535 (Supreme Court of Queensland — Court of Appeal).

210 Ipid., 42, 828. The Court (ibid., 42, 828-9) took a very broad view as to the relevant
damage.

211 (1996) 34 IPJ 225, 246 (Federal Court of Australia — General Division).

212 See R. G. Howell, ‘Personality Rights: A Canadian Perspective: Some Comparisons
with Australia’ (1990) 1 IPJ (Australia) 212, 219; J. McMullan, ‘Personality Rights in
Australia’ (1997) 8 AIP] 86, 91. Cf. D. R. Shanahan, ‘ “Image Filching” in Australia:
The Legal Provenance and Aftermath of the “Crocodile Dundee” Decisions’ (1991)
81 TMR 351, 365.

213 Star Industrial Co. Ltd v. Yap Kwee Kor, note 16 above.
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tortious nature of the cause of action is reflected in the fact that the cause
of action is incomplete unless the plaintiff can show damage, or the like-
lihood of damage, to his goodwill.?'* Thus, to succeed in a passing off
action, the plaintiff must satisfy the fifth of Lord Diplock’s criteria in
Erven Warnink®'® (or the third element in the classical trinity)?!® and
show that the defendant’s misrepresentation causes actual damage to his
business or goodwill, or, in a quia rimer action, the probability of damage.
Again this is an area where there is considerable divergence between the
English authorities and the Australian authorities, particularly in the line
of cases that have followed the Henderson decision.

Two distinct approaches may be found, which reflect the manner in
which the tort has expanded from its early origins.?!” In the classic ac-
tion for passing off, where the defendant misrepresented that his goods
or his business were the plaintiff’s goods or business,?'® there would al-
most automatically have been a diversion of trade from the plaintiff to the
defendant, which invited little discussion of the issue of damage.?!° How-
ever, with the widening of the categories of actionable misrepresentations,
and the move away from the classic factual situation, the requirement of
damage became increasingly important to distinguish between misrep-
resentations which were actionable in passing off and those which were
not. Indeed, in Erven Warnink, which broadened the category of action-
able misrepresentations, moving away from the classic action, the need
to show damage was clearly stated.??° However, an alternative approach
seems to presume that the plaintiff has suffered damage if the other es-
sential elements can be shown. This seems to be the approach taken by
the Full Court of the High Court of New South Wales in Henderson,??!
although it is difficult to accept as a general rule, and this aspect of the
decision in Henderson is not only inconsistent with the English authori-
ties but also with subsequent decisions of the Federal Court of Australia
which insist on the need to prove damage.???

214 p Cane, Tort Law and Economic Interests, 2nd edn (Oxford, 1996), 78.

215 See text accompanying note 12 above. 216 See text accompanying note 13 above.

217 See, generally, Wadlow, Passing Off, Ch. 3.

218 Spalding (A. G.) & Bros. v. Gamage (A. W) Ltd (1915) 32 RPC 273; The Clock Ltd v.
The Clock House Hotel Ltd (1936) 53 RPC 269.

219 See Wadlow, Passing Off, 155, and D. Young, Passing Off, 3rd edn (London, 1994), 62.

220 See text accompanying note 12 above.

221 Henderson v. Radio Corp. Pry Ltd [1969] RPC 218, 236. See also Walr Disney Productions
Lid v. Triple Five Corp. (1992) 93 DLR (4th) 739, 747 (Alberta Court of Queen’s
Bench).

222 See, e.g., Taco Bell Pry Lid v. Taco Co. of Australia Inc. (1981) 42 ALR 177 (Full Court);
Vieright Pty Ltd v. Myer Stores Ltd (1995) 31 IPR 361, 369 (Full Court); TGI Friday’s
Australia Pty Ltdv. TGI Friday’s Inc. (1999) 45 IPR 43, 50 (Full Court); and see Wadlow,
Passing Off, 155.
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The overwhelming bulk of the authorities suggest that damage is an
essential element which the plaintiff needs to prove in order to succeed
in an action for passing off, although the strictness of the requirement
to show damage might well vary from case to case. Where both parties
are clearly appealing to the same group of customers, and there is a clear
intention to exploit the plaintiff’s goodwill, it might be easier to estab-
lish actual or likely damage?®?? than in cases where the parties’ respective
fields of activity are different, and where the court might require fuller
proof of damage.??* In cases of appropriation of personality the plaintiff
and the defendant will not be competing in the same field of business,
and a plaintiff will, on an orthodox analysis, find it difficult to establish
damage. For example, a celebrity television presenter does not ordinarily
manufacture and sell video recorders, a celebrity athlete does not usually
run an airline business, and celebrity dance instructors do not normally
manufacture and sell records. Thus there can be no diversion of trade in
the sense of the classic passing off action where the plaintiff loses sales
as his customers go to the defendant as a result of the defendant’s mis-
representation. Nevertheless, even the classic notion of passing off is not
so narrow, and encompasses misrepresentations that a defendant’s goods
or services are connected with the plaintiff. Consequently there are a
number of different possible heads of damage which fall to be consid-
ered. Some are well established, while others are more uncertain. The
following five heads of damage are considered in turn: (i) injurious asso-
ciation; (ii) exposure to liability; (iii) loss of control; (iv) loss of a licensing
opportunity; (v) dilution.

Damage through an injurious association

Arguments for extending the tort of passing off to encompass appropria-
tion of personality rely on the notion of a licensing or endorsement agree-
ment to bring such conduct within the classic principle that a defendant
should not represent that his business is the business of the plaintiff, or is
connected with the business of the plaintiff.??> If such a misrepresentation
can be proven, then a well-established head of damage will be damage
in the form of an injurious association between the plaintiff and the de-
fendant. For example, in Harrods Ltd v. R. Harrod Ltd??° the plaintiffs,

223 Associated Newspapers Group Plc v. Insert Media Lid [1991] 1 WLR 571, 579-80 per
Browne-Wilkinson VC.

224 Springfellow v. McCain Foods (GB) Ltd [1984] RPC 501. See also Pinky’s Pizza Ribs on
the Run Pty Ltd v. Pinky’s Seymour Pizza & Pasta Pty Ltd (Supreme Court of Victoria
Court of Appeal) (1997) ATPR 941-600, 44, 283 per Tadgell JA.

225 See note 78 above. 220 (1924) 41 RPC 74.
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owners of the famous department store, were granted an injunction to
prevent the defendant, a money lending company, from trading under a
confusingly similar name on the basis that they might be damaged by be-
ing associated with the defendants in the minds of the public. Similarly, in
Annabel’s (Berkeley Square) Ltdv. Schock?* the plaintiff owners of a high-
class night club were granted an interlocutory injunction to restrain the
defendants from using the name ‘Annabel’s’ for an escort agency. The
association between the reputable club and an escort agency which had
‘but an indifferent public image’??® was held to be likely to damage the
plaintiff’s goodwill to an unquantifiable extent.

Two different conceptions of goodwill in relation to cases of appropri-
ation of personality may be identified.??° The first relates to a person’s
goodwill in respect of his profession or artistic or literary occupation,
while the second and much narrower conception relates to the plaintiff’s
goodwill in respect of his actual business of exploiting his image, or in
granting licences for exploitation. A question already broached is whether
unauthorised commercial exploitation of an individual’s personality can
damage that person in relation to his business or profession. In the early
professional cases several well-known surgeons were unable to prevent
the unauthorised commercial exploitation of their names. Although the
actions were for libel, the possibility was at least admitted in Dockrell v.
Dougall that a person might have a remedy if the plaintiff could show that
he had suffered injury to his property, business or profession.??° Simi-
larly, in Sim v. Heinz the possibility was admitted that an actor might have
goodwill in respect of his performances which might be damaged by the
unauthorised imitation of that actor’s voice, although Hodson L] doubted
whether there was anything in the nature of competition in a common
field.?! In this respect it is instructive to note the dicta of Wynn-Parry J
on the issue of damage in McCulloch v. May.??? Although the common
field of activity doctrine has now been discredited, at least as an abso-
lute requirement,?>® it might still be relevant in assessing damage or the
likelihood of damage. In McCulloch Wynn-Parry J dismissed the claim of
a risk of damage to the plaintiff’s professional reputation as an author
and broadcaster, and to his means of gaining a livelihood, as not being
a real or tangible risk. Indeed, this finding may have been sufficient to

227 11972] RPC 838.

228 On which, see Miss World (Jersey) Ltd v. Fames Street Productions Ltd [1981] FSR, 309,
311 per Denning MR.

229 See text accompanying note 70 above.

230 (1899) 15 TLR 333 (see text accompanying note 47 above).

231 [1959] 1 WLR 313 (see text accompanying note 49 above).

232 (1948) 65 RPC 58 (see text accompanying note 81 above).

233 See note 89 above.
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dismiss the claim without introducing the troublesome common field of
activity doctrine. Such an approach would effectively dismiss many cases
of appropriation of personality. If goodwill subsists in a person’s business
or profession (including artistic and literary occupations), then it might
often be difficult to show damage to goodwill in that business or pro-
fession. Of course, it would largely be a matter of fact in each case, and
some unauthorised exploitation, such as the unauthorised use of a sur-
geon’s name, might be more likely to damage the plaintiff’s goodwill than
others, for example the unauthorised use of a radio broadcaster’s name.

In Australia, in Henderson v. Radio Corp. Pry Lid, at first instance, the
plaintiff ballroom dancers had claimed that they might suffer damage as a
result of being associated with the music of Art Gregory, whose orchestra
played the music featured on the record, although it was not shown that
Art Gregory’s music was in any way inferior.?>* Similarly, damage through
association with an orchestra other than the one with which the plaintiffs
were usually associated was rejected as being too speculative to amount
to a real and tangible risk of damage.?3’

Damage through exposure to liabiliry / risk of litigation

A plaintiff might allege that he has been exposed to liability or the risk
of litigation if a defendant makes a misrepresentation that his business is
in some way associated with the plaintiff. This head of damage overlaps
with the previous head, and there is also a considerable overlap between
this head of damage and the rule in Rouzh v. Webster.*¢ Much will depend
on the facts of the individual case and it will probably be comparatively
rare for an unauthorised appropriation of personality to lead to the dan-
ger of exposing the plaintiff to liability, although section 2(2)(b) of the
Consumer Protection Act 1987 holds that liability extends to any person
who has held himself out as producer of the product by putting his name
or trade mark on the product, when damage is caused by a defect in
the product.??” It is not altogether impossible to think of circumstances
where this might happen, for example a variation on the facts of Clark
v. Freeman®®® and some of the other professional cases, where the names
of well-known surgeons were used on quack medicines. Nevertheless, in
the case of more benign products or services, appropriation of personality
will not ordinarily expose the plaintiff to liability; indeed, such a claim

234 11969] RPC 218, 226. 235 Ibid.

236 (1849) 10 Beav 561 (50 ER 698). See text accompanying note 31 above.

237 See Wadlow, Passing Off, 165; J. Adams, Character Merchandising, 2nd edn (London,
1996), Ch. 7.

238 (1848) 11 Beav 112. See text accompanying note 36 above.
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was dismissed as being wholly visionary or illusory in McCulloch v. May,
where the product in question was breakfast cereal.??°

Loss of control

This head of damage is more uncertain. In some cases the plaintiff might
claim that the defendant’s misrepresentation that their businesses are con-
nected might be damaging in that it involves a loss of the plaintiff’s control
over his own reputation, even though there is no risk of an injurious asso-
ciation, or risk of exposure to liability. Indeed, the defendant’s business
might be completely innocuous, unlike a situation involving the previous
two heads of damage. In a few limited cases the courts have accepted loss
of control as a relevant head of damage. For example, in British Legion
v. British Legion Club (Streer) Ltd?*° the defendants’ club was carried on
in a proper manner, and there was nothing to suggest that the plaintiffs
might be damaged by an injurious association on account of the way in
which the club was being run, or that the defendants might be exposed
to litigation. Nevertheless, Farwell J held that there was a possibility of
damage if the defendant encountered trouble in the form of financial
problems or trouble with licensing laws, while conceding that there was
little likelihood that such problems would in fact arise. A rather more
fanciful scenario was given in Hulton Press v. White Eagle Youth Holiday
Camp*! where it was held that the publishers of Eagle magazine might be
damaged in respect of a misrepresentation that they were connected with
the defendants’ holiday camp, if there were a disaster, a bad accident or
an epidemic at such a holiday camp.

More recently, in Lego System Aktieselskab v. Lego M. Lemelstrich Lid
it was accepted that the plaintiffs’ inability to control their reputation
amounted to a risk of damage to their goodwill,?*? although there were
also other relevant heads of damage which have also, in turn, been
questioned.?*> It may be that some of the decided cases were right on
their facts, and showed a real risk of damage as a result of loss of control.
However, where there is no real likelihood of such damage resulting from
loss of control, the proposition that loss of control is a sufficient head of
damage in itself is obviously difficult to reconcile with the requirement
of damage as an essential element of the tort of passing off. If this were

239 (1948) 65 RPC 58, 67 per Wynn-Parry J.

240 (1931) 48 RPC 555. 241 (1951) 68 RPC 126.

242 11983] FSR 155, 195. See also the obiter dicta of Millet L] in Harrods Ltd v. Harrodian
School Lid [1996] RPC 697, 715.

243 See Wadlow, Passing Off, 173; H. Carty, ‘Heads of Damage in Passing Off’ [1996] EIPR
487, 490.
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the case, then almost any connection misrepresentation would amount
to a loss of the plaintiff’s ability to control his reputation to some extent,
making the requirement of damage largely superfluous. The better view
seems to be that loss of control is insufficient as a head of damage, and
a plaintiff in an appropriation of personality case is unlikely to succeed
by merely claiming that unauthorised exploitation has resulted in a loss
of control of the manner in which the attributes of his personality are
to be exploited. Although injurious association or risk of liability can be
more easily squared with the requirement that damage must result from
the defendant’s misrepresentation, loss of control arguably lies beyond the
bounds of passing off and is tantamount to a claim for misappropriation.

Loss of a licensing opportunity

The notion of goodwill in personality may be approached in two ways.?**
On the one hand, the relevant goodwill might relate to a person’s busi-
ness in the broad sense, embracing professional, artistic or literary oc-
cupations. Thus, unauthorised commercial exploitation of personality
might damage that person’s goodwill, in respect of his profession, such
as medicine, acting, broadcasting and such like. The first two heads of
damage examined above are primarily concerned with such a concep-
tion of goodwill. On the other hand, the relevant goodwill might lie in a
person’s subsidiary business of exploiting his image, through advertising
or merchandising, or through granting licences to third parties. This is
a much narrower conception of goodwill in personality though not an
unattractive notion, since it helps to focus on the precise nature of the
damage that the plaintiff might suffer. Thus, if a plaintiff can establish
the first two elements of the tort, then he might argue that his business
in licensing his image might be damaged through the loss of the oppor-
tunity to charge the defendant a fee for the use of his image. Alterna-
tively, where the plaintiff does not trade in his image for the moment, he
might argue that the defendant had damaged his potential for licensing
the use of his image in the future. Both of these propositions are highly
dubious.

Although the English courts have not addressed this issue directly,
similar arguments have been given short shrift by the Court of Appeal. In
Stringfellow v. McCain Foods (GB) Ltd the plaintiffs claimed that the use
of the word ‘Stringfellows’ in association with frozen chips would dam-
age their reputation and prejudice their future chances of exploiting the
benefit of the goodwill associated with the name through merchandising

244 See text accompanying note 68 above.
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activities.?*> In rejecting this argument, Slade L] did not find it necessary

to consider in detail the law relating to the granting of merchandising
rights and was prepared to assume that a person carrying on business
under a particular name with a valuable goodwill might be able in prac-
tice to exploit that name for profit.?4¢ However, the evidence did not
establish that, but for the showing of the defendants’ advertisement, the
plaintiffs would have been able to exploit merchandising rights in the
name ‘Stringfellows’ or that the defendants’ advertisement had preju-
diced or would be likely to prejudice the plaintiffs’ chances of profitable
exploitation of the name. In Slade L]’s view, ‘in regard to this head of
alleged potential damage, one is in the field of pure speculation and this
is not enough to ground an action for passing off, particularly against an
innocent defendant’.?47

In Australia, in Henderson v. Radio Corp. Pry Ltd, the findings of dam-
age at first instance, in the form of a restriction on the plaintiffs’ ability
to expand into a related field,>*® were rejected on appeal. However, Evatt
CJ went on to state that the wrongful appropriation of another’s busi-
ness or professional reputation was an injury in itself. The defendant had
wrongfully deprived the plaintiffs of their right to bestow or withhold their
professional recommendation, and had thereby deprived them of the fee
on which they could have insisted.?*° Similarly, Manning J stated that
the effect of the defendant’s conduct had been to ‘deprive the plaintiffs
of the fee or remuneration they would have earned if they had been asked
for their authority to do what was done’.?°° This aspect of the decision
in Henderson and subsequent cases®’! is the most troubling, and the
circularity of the reasoning has not gone un-noticed. The problems were

245 11984] RPC 501, 544.
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succinctly summarised by Fisher J in the High Court of New Zealand, in
Tor Toys Ltd v. Mitchell:*>?

It is axiomatic that damage must be proved or presumed as one of the ingredients
of passing off. It has never been sufficient for the plaintiffs to fill this gap by arguing
that their loss is loss of the right to charge the defendant a fee for continuing
conduct the lawfulness of which is the subject currently under inquiry. To accept
that proposition would be to deny that damage is an essential and independent
element of the tort. And if the defendant’s conduct is otherwise lawful, it cannot
be rendered unlawful upon the ground that it might induce others to act in the
same way without the plaintiff’s permission. Yet in Crocodile Dundee?>® and similar
decisions, the damage relied upon has been prejudice to the opportunity to license
the merchandising ‘right’ to the defendant and to others. The plaintiff has a right
to exact a fee for character merchandising only if he has an enforceable right to
prevent others from using his image without his permission. In the present context
he has the right to prevent others only if he can sue them in passing off. He can sue
them in passing off only if he can show a loss. The only loss he can show is the loss
of the right to insist upon a fee for the character merchandising. So the argument
is circular. Unless there is some damage other than loss of potential character
merchandising rights, one might think that the action would fail on that ground.?>*

It is difficult to come to any conclusion other than that the Australian
courts have been resorting to a legal fiction.?>”

Dilution

Although the status of this head of damage is uncertain®>® it deserves to

be considered briefly. As the underlying bases for trade mark protection
have arguably shifted to embrace supposedly new economic functions,
there have been corresponding demands to recognise new heads of dam-
age. The dilution doctrine, as developed in the United States, protects a
trade mark against the ‘gradual whittling away’ of the identity of a mark
in the public’s mind, through its use by rival traders on non-competing
goods.?>” Such damage does not depend on confusion as to the origin or

252 11993] 1 NZLR 325.

253 Hogan v. Koala Dundee Pty Ltd (1988) 83 ALR 187.

254 [1993] 1 NZLR 325, 362. 255 Wadlow, Passing Off, 151.

256 Ibid., 174-17. See also H. Carty, ‘Dilution and Passing Off: Cause for Concern’ (1996)
112 LQR 632.

257 See F. Schechter, “The Rational Basis of Trademark Protection’ (1927) 40 HarvLRev
813, 825. Section 43(c)(1) Lanham Trademarks Act 1946 (15 USC §1125(c)(1)) now
provides a federal anti-dilution law. See, generally, J. T. McCarthy, McCarthy on Trade
Marks and Unfair Competition, 4th edn (St Paul, Minn., 1999), §24; T. Martino, Trade-
mark Dilution (Oxford, 1996); M. Strasser, “The Rational Basis of Trademark Protection
Revisited: Putting the Dilution Doctrine into Context’ (2000) 10 Fordham Intell Prop
Media & Ent L] 375, 404-16.
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quality of the goods, but protects the advertising power and commer-
cial attraction of the mark. This notion has been introduced into the sta-
tutory trade marks scheme by sections 5(3) and 10(3) of the Trade Marks
Act 1994,%°% giving effect to Arts. 4(3) and 5(2) of the Trade Marks
Directive,?>® although the Act does not affect the tort of passing off.2%°
The closest that the courts have come to recognising dilution as a head
of damage at common law has been in Taittinger SA v. Allbev Ltd?!
where the defendants sold a non-alcoholic soft drink as ‘Elderflower
Champagne’. The Court of Appeal held that there was a danger of con-
fusion between the plaintiffs’ champagne and the defendants’ elderflower
champagne, and also that there was a danger that the defendants’ con-
duct would ‘erode the singularity and distinctiveness of the description
“Champagne” and so cause the first plaintiffs damage of an insidious but
serious kind’.?%? It is unclear whether dilution can be a head of damage
in its own right. In Zaittinger the dicta on dilution were obiter, since there
was evidence that damage would result from confusion, and consequent
loss of sales or injurious association.

Subsequently, in Harrods Ltd v. Harrodian School Ltd?%® the plaintiffs,
the owners of the well-known department store, sought to prevent the de-
fendants from carrying on a private preparatory school under the name
of “‘The Harrodian School’ on the old site of the Harrods’ staff club (The
Harrodian Club) in Barnes. The plaintiffs contended that the defendant
had deliberately set out to exploit their reputation by suggesting a con-
nection between the school and the department store, in the sense that
the public would believe that the defendants sponsored or backed the
school. There was no evidence of confusion relating to the fact that the
businesses of the plaintiff and defendant were connected. As to damage,
there was no likelihood of damage to the plaintiffs’ business through an
injurious association and, although there had been a minor sex scandal
at the school, it was regarded as insufficient to constitute such damage.
The interesting point for present purposes is that the validity of dilution
as a head of damage was questioned. Millet L] noted that the law does
not protect the value of a brand or name as such, but only the value of the
goodwill that it generates, and that the law insists on proof of confusion

258 See Oasis Stores Ltd’s Trade Mark Application [1998] RPC 631; AUDI-MED Trade Mark
[1998] RPC 863; CORGI Trade Mark [1999] RPC 549; cf. C. A. Sheimer (M) Sdn
Bhd’s Trade Mark Application [2000] RPC 484, 506.

259 Council Directive 89/104 on Trade Marks, O] L40/1. See General Motors Corp. v. Yplon
SA [1999] ETMR 122.

260 Trade Marks Act 1994, s. 2(2). 201 [1993] FSR 641.

262 Ibid., 678 per Bingham MR, and see ibid., 670 per Peter Gibson LJ.

263 11996] RPC 697. See also H. Carty, ‘Passing Off at the Crossroads: Harrods Lid v.
Harrodian School Ltd’ [1996] EIPR 629.
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to justify its intervention. The erosion of the distinctiveness of a brand
name by its degeneration into common use does not depend on confusion
at all. Millet LJ stated that he had ‘an intellectual difficulty in accepting
the concept that the law insists upon the presence of both confusion and
damage and yet recognises as sufficient a head of damage which does not
depend on confusion’.2%

Again, this goes to the root question of whether unauthorised com-
mercial exploitation of personality is conducted in a way which leads
to confusion amongst the public concerning a connection between the
business of the plaintiff and the business of the defendant. This is, of
course, a matter of fact to be decided in each particular case and cannot
be conclusively affirmed or denied either way. Although the gravamen of
a celebrity’s complaint might lie in the fact that use of his image by others
is diminishing the commercial power of his attributes of personality, and
reducing the value which lies for him in his own exploitation,2> a cause of
action in passing off is dependent on establishing confusion and damage.
It would seem that damage in the form of dilution of the marketing power
of a celebrity’s attributes of personality would not be sufficient in itself
to support an action for passing off. Some other head of damage would
need to be shown, although, given the foregoing discussion, other heads
of damage might, in turn, be equally difficult to establish.

Conclusions

Two models

The expansive approach taken in Australia and the restrictive approach
taken in England in relation to appropriation of personality may be sum-
marised as follows. The first, restrictive, model in fact encompasses two
variants, reflecting the different conceptions of goodwill as either goodwill
in a business or profession, or goodwill in a subsidiary licensing business,
the latter appearing in parentheses. Under a restrictive model, the follow-
ing elements would need to be shown:

(1) that the plaintiff has goodwill in relation to his business or profession (or
a business in licensing attributes of his personality); (ii)(a) that the defendant
misrepresents that his business is connected with the business or profession of
the plaintiff, possibly through a licensing or endorsement agreement; (ii) (b) that
the public relies on the misrepresentation, believing the representation to be an
implicit guarantee of the nature or quality of the goods or services; (iii) the plaintiff
suffers damage, or the likelihood of damage, to his goodwill in his business or

264 11996] RPC 697, 716.
285 See Pacific Dunlop Ltd v. Hogan (1989) 87 ALR 14, 25 per Sheppard J.
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profession through (a) loss of sales, (b) an injurious association, (c) exposure to
liability or litigation (or (d) the loss of a licence fee).

Under the more liberal Australian approach, it must be shown that:

(i) the plaintiff has goodwill in relation to his business or profession; (ii) that the
defendant misrepresents that the plaintiff has endorsed the goods or services of
the defendant in the sense that the public will form the erroneous belief that the
goods or services are authorised or licensed; (iii) that the plaintiff has suffered
damage in the form of the lost licence fee that he could have charged had the
defendant not exploited his name without his consent.

Three fictions?

At its most flexible the application of the tort of passing off to the problem
of appropriation of personality involves a misrepresentation which no one
believes, causing damage either to goodwill in a vague notion of a business
or profession, or the loss of a licence fee, the enforceability of which is itself
based on the existence of a valid cause of action for passing off. A three-
legged stool cannot stand up with one leg missing, let alone two. Never-
theless, the Australian courts have managed to prop up the tort of passing
off through a liberal use of fictions. The only case which has sought to
depart from the current Australian line of reasoning, in favour of a more
direct approach, is the decision of Pincus J in Hogan v. Koala Dundee,>%°
basing liability on misappropriation rather than misrepresentation.?6” As
far as the present discussion is concerned, this was the right reasoning
in the wrong case. It is submitted that Koala Dundee is best understood
as a character merchandising case, where the defendants drew on the
elements of the main character’s fictional attributes (sleeveless vest, bush
hat, knife) and other elements of the script (the name ‘Dundee’, and the
similar style of print), rather than a case of appropriation of personality,
involving the image of Paul Hogan himself.2°® While this might set up
a potentially alarmingly wide tort of character appropriation,?%° cases of
appropriation of personality involve different considerations, and a new
form of liability based on misappropriation is arguably easier to justify?’°
since, as has been stressed throughout, appropriation of personality can
only be properly understood by considering both economic and dignitary
interests. Moreover, a suitably narrow tort of appropriation of personality
need not set a wider precedent for artificial character merchandising, nor
amount to a general tort of misappropriation of intangibles.?”!

266 See text accompanying note 186 above. 267 (1988) 83 ALR 197, 196.

268 See text accompanying note 192 above. 269 See text accompanying note 193 above.
270 As Fisher ] noted in Tor Toys Lid v. Mitchell [1993] 1 NZLR 325, 363.

271 See 112-15 below.
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If the effective fictions inherent in adapting the tort of passing off to
protect character merchandising and attributes of personality were ap-
plied generally, the shape of the tort would be radically altered. Although
the categories of actionable misrepresentation have expanded quite some
way from cases where one trader passed off his goods as the goods of an-
other trader, the tort has been kept within reasonable bounds by the need
to show confusion, resulting in damage or a real likelihood of damage.
Indeed, in view of the open-ended nature of the potentially actionable
misrepresentations, the requirement of damage assumes a central impor-
tance as an ‘acid test’ for distinguishing between those misrepresentations
which are actionable in passing off, and those which are not.??? If the
damage requirement were to be relaxed, or completely abandoned, then
the tort of passing off could potentially become a very wide and power-
ful monopoly right, which might have to be attenuated by, for example,
requiring an element of intention.?”> In Australia passing off has not, as
yet, developed into such a wide monopoly right and decisions subsequent
to Henderson v. Radio Corp. Pty Lid have maintained the requirement of
damage in the same manner as the English authorities. However, cases
involving appropriation of personality and character merchandising have
been treated as a special category to which the normal rules of passing off
do not apply. This immediately begs the obvious question of why such
cases deserve to be treated separately, when such an approach is logically
indefensible.

Anglo-Australian law is not ‘susceptible to the facile generation of new
torts’,2’* in contrast with the United States, where the courts are more
willing to develop new forms of common law liability to meet new so-
cial conditions and trading practices.?’”> Thus, either a plaintiff’s claim is
denied in a way which might offend common notions of social justice,?”°
or the claim is admitted by manipulating existing torts, and by making
liberal use of fictions. The former approach has prevailed in the limited
English case law in this area, where embracing cases of appropriation of

272 Wadlow, Passing Off, 149-50.

273 7. D. Heydon, Economic Torts, 2nd edn (London, 1978), 137-8.

274 W. L. Morison, ‘Unfair Competition and Passing Off — The Flexibility of a Formula’
(1956) 2 Sydney L Rev 50, 60.

275 Most notably separate rights of privacy and publicity: see Chapter 7 below. Cf. Henderson
v. Radio Corp. Pry Lid [1969] RPC 218, 237 per Manning J, noting that calls for the
introduction of a new tort of invasion of privacy were entirely different from the issue
of what causes of action actually existed at common law. See also 10th Cantanae Pry
Ltd v. Shoshana Pry Ltd (1987) 79 ALR 299, 300 per Wilcox J: ‘Anglo-Australian law
does not, of course, recognise privacy interests, as such, although the expansion of the
protection given by the law of passing off which was effected in Henderson v. Radio Corp.
goes some distance towards covering the appropriation cases’.

276 Cf. the extra-legal norms discussed in Chapter 1.
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personality has been regarded not only as an unjustifiable extension of
the tort of passing off but as the effective judicial creation of a new rem-
edy, which the courts have not been prepared to countenance.?’” The
latter approach has been adopted in Australia, an approach which is not
objectionable in itself, as long as the fictions do not pervade to the ex-
tent that the whole underlying basis of a tort is altered. The Australian
experience in relation to character merchandising and appropriation of
personality reveals such fears to be somewhat illusory, and the more re-
laxed requirements as to the materiality of the misrepresentation, and
the form of damage to goodwill, seem to have been largely confined to a
limited class of cases.

Judicial conservatism or deference to the legislature should not be-
come absolute bars to limited, interstitial law-making by the courts. In
the hands of the Australian courts the classical trinity of goodwill, mis-
representation and damage have proved to be fairly pliable notions, rather
than rigid requirements. One may legitimately wonder whether the courts
would be exercising a much wider discretion in developing a new tort
of appropriation of personality from existing precedents and principles
than they are currently exercising in manipulating the requirements of
goodwill, misrepresentation and damage, and nebulous notions such as
sponsorship, association and endorsement. In this respect, the approach
taken by the Canadian courts in developing a new tort of appropriation
of personality, examined in the next chapter, represents a more direct and
intellectually honest approach.

277 See McCulloch v. May (1948) 65 RPC 58, 67per Wynn-Parry J.



5 Unfair competition and the doctrine
of misappropriation

Introduction

This chapter considers two separate notions which lie beyond the tort
of passing off: a broad-based action for misappropriation of intangibles,
and a much narrower su: generis tort of appropriation of personality. As
regards the latter, the common law jurisdictions in Canada, most notably
Ontario, have preferred not to follow the Australian example, and have
recognised that the misappropriation of another person’s name or likeness
may, in certain circumstances, be an actionable wrong in itself. It should
be noted that several parallel developments may be seen in the Canadian
provinces: first, the statutory torts of invasion of privacy in Manitoba,
British Columbia, Newfoundland and Saskatchewan;! second, develop-
ments in Quebec, based on The Quebec Charter of Human Rights and
Freedoms® and the Civil Code;® third, the Ontario common law tort of
appropriation of personality; fourth, the embryonic common law tort
of invasion of privacy. This chapter is only concerned with the com-
mon law tort of appropriation of personality which has been largely,
although not exclusively, the work of the Ontario courts. Although the
common law tort is still very much in its infancy, its development and
scope are outlined below. Before doing so, the much wider, and more un-
certain, notion of a tort of misappropriation of intangibles is considered
briefly.

Privacy Act, RSM 1987, c. P125; Privacy Act, RSBC 1996, c. 373; Privacy Act, RSN
1990, c. P-22; Privacy Act, RSS 1978, c. P-24. See, generally, D. Vaver, “What’s Mine Is
Not Yours: Commercial Appropriation of Personality Under the Privacy Acts of British
Columbia, Manitoba and Saskatchewan’ (1981) 15 UBCL Rev 241; M. Chromecek
and S. C. McCormack, World Intellectual Property Guidebook Canada (New York, 1991),
Ch. 7; L. Potvin, ‘Protection Against the Use of One’s Own Likeness’ (1997) 11 IPJ 203,
212-17; M. Henry (ed.), International Privacy, Publicity and Personality Laws (LLondon,
2001), Ch. 7.

2 RSQ c. C-12. See 225-7 below.

3.8Q 1991, c. 64.
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Misappropriation of intangibles

At various times it has been suggested that the Commonwealth courts
have been going beyond the bounds of the tort of passing off and enter-
ing the realms of a new tort of unfair competition or misappropriation
as the categories of actionable misrepresentation have been expanded*
and the requirement of damage accepted as being more readily satisfied.?
Nevertheless, the modern restatements clearly emphasise the need for a
misrepresentation leading to damage to the plaintiff’s goodwill.® Although
the dicta in which the courts have denied the existence of a cause of ac-
tion offer little guidance,” there has been considerable academic debate
concerning the prospects for such a tort and its merits.® These issues have
been discussed in detail elsewhere and, for present purposes, only a few
salient points need be noted.

The breadth of the new cause of action envisaged varies. One view
holds that the Anglo-Australian system ‘is now ready for the adoption
of a general principle of liability that will cover all situations of “reaping
without sowing” on the part of a competitor’.’ Such a broad princi-
ple would dispense with the need for any of the established intellectual

4 Vine Products & Co. Ltd v. Mackenzie & Co. Lrd [1969] RPC 1, 23 and 29 per Cross J.
The categories of misrepresentation were enlarged in particular in the sixties and seventies
by cases such as Bollinger v. Costa Brava Wine Co. Ltd [1960] RPC 16 and John Walker
& Sons Ltd v. Henry Ost & Co. Ltd [1970] RPC 489, which took passing off beyond
misrepresentations relating to some distinguishing name or mark or get-up to embrace
cases involving the misuse of a descriptive name, culminating in the modern restatement
in Erven Warnink BV v. Townend & Sons (Hull) Ltd [1979] AC 731.

See Taittinger SA v. Allbev Ltd [1993] FSR 641. Cf. Harrods Ltd v. Harrodian School Ltd
[1996] RPC 697, 715 per Millet L]. See H. Carty, ‘Dilution and Passing Off: Cause For
Concern’ (1996) 112 LQR 632, 656 and 664.

Erven Warnink BV v. Townend & Sons (Hull) Ltd [1979] AC 731, 742; Reckitt & Colman
Ltd v. Borden Inc. [1990] 1 WLR 491, 499.

See, e.g., Hodgkinson & Corby Ltd v. Wards Mobility Ltd [1994] 1 WLR 1564, 1569; Mail
Newspapers v. Insert Media (No. 2) [1988] 2 All ER 420, 424; Harrods Ltd v. Schwartz-
Sackin & Co. Ltd [1986] FSR 490, 494; Cadbury-Schweppes Pry Ltd v. Pub Squash Co. Pty
Ltd [1981] 1 WLR 193, 200 per Scarman LJ (Privy Council). In Australia, see Victoria Park
Racing and Recreation Grounds Co. Ltd v. Taylor (1937) 58 CLR 479, 509 per Dixon J;
Moorgate Tobacco Co. Ltdv. Philip Morris Ltd (No. 2) (1984) 56 CLR 414, 445 per Deane]J.
See W. R. Cornish, ‘Unfair Competition? A Progress Report’ (1972) 12 JSPTL 126; G.
Dworkin, ‘Unfair Competition: Is the Common Law Developing a New Tort?’ [1979]
EIPR 241; H. Brett, ‘Unfair Competition — Not Merely an Academic Issue’ [1979] EIPR
295; P. Burns, ‘Unfair Competition: A Compelling Need Unmet’ [1981] EIPR 311;
S. Ricketson, ‘Reaping Without Sowing: Unfair Competition and Intellectual Property
Rights in Anglo-Australian Law’ (1984) UNSWL]J (special issue) 1; J. Adams, ‘Is There
a Tort of Unfair Competition?’ [1985] JBL 26; A. Terry, ‘Unfair Competition and the
Misappropriation of a Competitor’s Trade Values’ (1988) 51 MLR 296; A. Kamperman
Sanders, Unfair Competition: A New Approach (London, 1996).

Ricketson, ‘Reaping Without Sowing’, 30.
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property regimes, both statutory and common law, since the subject
matter currently protected thereunder would be subsumed within a new,
generalised action.!® Such an approach is clearly at odds with the ortho-
dox position in Anglo-Australian law, whereby intangibles are protected
under special heads of protected interests rather than under a wide gen-
eralisation. A person’s labour or efforts in creating a valuable intangible
does not in itself give rise to a property right; protection will only be af-
forded if such an intangible falls within a recognised category which law
or equity protects.!! General overarching theories of liability have not,
as a rule, found favour in the English common law tradition, where tor-
tious liability is limited to a number of discrete rules prohibiting certain
specific kinds of harmful activity and development is largely a matter of
incremental extension by analogy with the established heads of liability.!?

On a more modest level are proposals for a narrow tort of misappro-
priation of business values which would supplement the existing statu-
tory and common law intellectual property regimes,!> although plaintiffs
would still have to overcome the judicial antipathy to such a tort, which
can be explained by a number of factors. In common with other new
developments a dynamic and proactive approach is deemed to be in-
consistent with the proper balance between the courts and legislature,
where the courts should follow the trends in legislation which reflect the
views of successive parliaments.!* As Brandeis J argued in his dissenting
judgment in International News Service v. Associated Press,'®> which formed
the basis of the subsequent rejection of an action for unfair competition
in Anglo-Australian law,!® the courts are ill equipped to make the inves-
tigations which should precede a determination of the limitations which
should be set upon any new property right.!” Nevertheless, such an ap-
proach, if taken to its logical conclusion, would preclude the courts from
developing or recognising any new form of property right. Moreover, it
is arguable that the courts are in no worse a position than the legisla-
ture to develop such new intellectual property rights. Indeed, many of

10 Ibid., 31.

W Pictoria Park Racing and Recreation Grounds Co. Lid v. Taylor (1937) 58 CLR 479, 509
per Dixon ]J.

12 See, generally, Chapter 2.

13 See, e.g., Terry, ‘Unfair Competition and Misappropriation’.

14 Eyven Warnink BV v. Townend & Sons (Hull) Ltd [1979] AC 731, 740.

15 248 US 215 (1918).

16 Vicroria Park Racing and Recreation Grounds Co. Lid v. Taylor (1937) 58 CLR 479, 509
per Dixon J; Moorgate Tobacco Co. Ltd v. Philip Morris Ltd (No. 2) (1984) 156 CLR 414,
4445 per Deane ]J.

17 248 US 215 (1918), 267.
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the statutory intellectual property regimes are codifications of rules and
principles developed over time by the courts.!®

Even if these general objections to judicial law-making may be over-
come, it could still be argued that the notion of unfair competition or
misappropriation is too vague, and is ‘a cause of action whose main char-
acteristic is the scope it allows, under high-sounding generalizations [sic],
for judicial indulgence of idiosyncratic notions of what is fair in the market
place’.!® Indeed, the long-held view that ‘to draw a line between fair and
unfair competition, between what is reasonable and unreasonable, passes
the power of the Courts’?? has a continuing influence in English law.?!
In recent years differing opinions as to the proper balance to be struck
between the promotion of free competition and the suppression of unfair
competition have been expressed, and different conclusions reached at
the highest judicial level.?? Obviously, the courts have a considerable lee-
way in interpreting the individual requirements of the tort of passing off,
seen clearly in the particular context of appropriation of personality and
character merchandising cases.?> Nevertheless, the difficulties in striking
a balance between fair and unfair competition under a new and arguably
vague principle have understandably dissuaded the courts from encour-
aging the development of such a new tort. Fears of such uncertainty have
loomed large in the Anglo-Australian rejection of such a tort. As Deane
J noted in Moorgate, commenting on the misappropriation doctrine en-
gendered in the International News Service decision, ‘one searches in vain
in the majority judgment for any identification of the ingredients of that
general wrong’.%*

Problems of definition also abound,?® and the proponents of a new
tort of misappropriation have, for the most part, avoided offering any
definition beyond ‘misappropriation of a competitor’s trade values’,2® or
‘the creation of some intangible business value, for example, a new name,
or mark, manufacturing process, design, marketing format, or literary or

18 Terry, ‘Unfair Competition and Misappropriation’, 315, citing D. G. Baird, ‘Common
Law Intellectual Property and the Legacy of International News Service v. Associated Press’
(1983) 50 U Chi L Rev 411, 417.

19 Moorgate Tobacco Co. Ltd v. Philip Morris Ltd (No. 2) (1984) 156 CLR 414, 416 per
Deane J.

20 Mogul Steamship Co. v. McGregor Gow & Co. (1889) 23 QBD 598, 625-6 per Fry LJ.

21 Cornish, ‘Unfair Competition? A Progress Report’, 126.

22 See Re Coca-Cola’s Application [1986] RPC 421. Cf. Reckitr & Colman Lid v. Borden Inc.
[1990] 1 WLR 491, and see J. Drysdale and M. Silverleaf, Passing Off Law and Practice,
2nd edn (London, 1995), 4-6.

23 See Chapter 4.

24 Moorgate Tobacco Co. Lid v. Philip Morris Ltd (No. 2) (1984) 156 CLR 414, 441.

25 See M. Spence, ‘Passing Off and the Misappropriation of Valuable Intangibles’ (1996)
112 LQR 472, 475-8.

26 Terry, ‘Unfair Competition and Misappropriation’.
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artistic creation’.?” Although some see the difficulties in precisely defin-
ing the subject matter of any right as a major, if not irresolvable, flaw,??
it should be borne in mind that goodwill, the protected interest in the
tort of passing off, ‘is a thing very easy to describe, [but] very difficult to
define’,?° and remains a rather flexible notion.3? Calls for the recognition
of new causes of action usually prompt objections based on difficulties of
definition, and such objections have loomed large in the English debate
on the merits of introducing a general tort of invasion of privacy.>! The
broader a proposed new right, the more indefinite it is likely to be. There
is much to commend the view that the two broad notions of actions for
unfair competition or misappropriation, and a general remedy for inva-
sion of privacy, should be rejected in favour of a narrowly circumscribed
sut generis tort of appropriation of personality. Such a tort is already in its
infancy in Canada and it is to its development that we now turn.

The development of the common law tort of
appropriation of personality

The genesis of the common law tort of appropriation of personality
in Ontario®?

In Krouse v. Chrysler Canada Ltd>? the Canadian courts embarked on
a new approach, going beyond the tort of passing off and engendering
a new tort of appropriation of personality. Unfortunately, although dis-
playing boldness of approach, neither the judgments at first instance nor
those on appeal are models of conceptual clarity. The plaintiff profes-
sional football player had previously exploited his image in advertising
and merchandising on a fairly modest level, although it was not in doubt
that he did ‘possess a saleable advertising power’.* The defendants, man-
ufacturers of motor cars, distributed a ‘spotter’, essentially an elaborate
poster which helped identify the various teams playing in the Canadian
Football League, while simultaneously advertising Chrysler cars. In the
centre of the poster was a picture of the plaintiff in action, wearing his
usual number 14 jersey. By looking for number 14 in the Hamilton team

27 Ricketson, ‘Reaping Without Sowing’, 31.

28 Spence, ‘Passing Off and Misappropriation’, 475.

29 IRC v. Muller & Co.s Margarine Ltd [1901] AC 217, 223—4 per Macnaghten LJ.

30 See, generally, Chapter 4. 31 See Chapter 8.

32 The fullest treatment in the Canadian literature can be found in J. Irvine, “The Ap-
propriation of Personality Tort’ in D. Gibson (ed.), Aspects of Privacy Law (Toronto,
1980), 163, and R. G. Howell, “The Common Law Appropriation of Personality Tort’
(1986) 2 IPJ 149. See also E. M. Singer, “The Development of the Common Law Tort
of Appropriation of Personality in Canada’ (1998) 15 CIPR 65.

33 (1972) 25 DLR (3d) 49. 3% Ibid., 60.
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window in the poster, a person would be able to identify the subject of
the photograph as Krouse.

Unlike the English and Australian cases discussed in the previous
chapter, the plaintiff’s claim was not based on passing off. Indeed, it
is difficult to determine from the report precisely on what basis the case
was argued. The claim, although presented under the rubric of ‘invasion
of privacy’, appeared to have distinct and severable elements: (i) invasion
of privacy per se; (i) appropriation of the plaintiff’s identity for com-
mercial purposes; (iii) breach of confidence; (iv) breach of contract; and
(v) unjust enrichment. The first claim, that the wrongful publication of
the picture constituted a completed wrong which was actionable per se,
was held to be novel in principle, and Haines J declined to rule on the
issue of whether there was a common law right to privacy.?> Having dis-
missed the claims based on breach of contract and confidence (strangely
included despite an express agreement between counsel excluding claims
of breach of contract, confidence, copyright or defamation),?® Haines J
proceeded to what he regarded as the ‘guts’ of the case: the claim that
‘the plaintiff [had] become identified with the products of the defendants
and...had...his chances of advertising for other automobile manufac-
turers seriously affected’.3” Such a claim raised three key issues of fact
and law: whether the plaintiff had a ‘saleable product advertising ability’;
whether such an ability was a property right protected by law; and whether
the defendant’s poster was an appropriation of such a right.

The first question was answered in the affirmative, and it was found
that the second question could also be answered affirmatively, based on
two ‘separate but closely related lines of cases’: passing off, and the right
of an individual to the elements of his identity.?® Following an exami-
nation of the early English professional cases, and the early authorities
on passing off,>® Haines ] concluded that ‘[o]nce it is established that
Krouse is in the business of being used in advertisements, it becomes ap-
parent that either line of cases will support an award’.*® Clark v. Freeman*!
was distinguished on the basis that unlike Sir James Clark, who was not

(X135

‘in the habit of manufacturing and selling pills’, Krouse was ‘“in the

35 Ibid., 56. The Ontario courts have since recognised the existence of a common law tort
of invasion of privacy: see Roth v. Roth (1992) 9 CCLT (2d) 141; Mackay v. Buelow
(1995) 24 CCLT (2d) 184, 186-8; Lipiec v. Borsa (1997) 31 CCLT 294, 300. Cf.
Lord v. McGregor (British Columbia Supreme Court, 10 May 2000) (no common law
right of privacy in British Columbia, despite ‘some academic interest and case authority
to support the notion that the common law tort of privacy is an emerging field’ (ibid.,
para. 13)). See alsoJ. D. R. Craig, ‘Invasion of Privacy and Charter Values: The Common
Law Tort Awakens’ (1997) 42 McGill L] 355, 367-9.

36 Krouse v. Chrysler Canada Ltd (1972) 25 DLR (3d) 49, 54.

37 (1972) 25 DLR (3d) 49, 58. 28 Ibid., 62.  3° See, generally, Chapter 4.

40 (1972) 25 DLR (3d) 49, 68. 4! (1848) 11 Beav 112, see 64—5 above.
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habit of manufacturing and selling” his image for advertising purposes’.*?

Similarly, Dockrellv. Dougall *> was distinguished on the basis that Krouse
was not claiming a property right in his name per se, but was claiming
““injury to him in his property”, his valuable commercial property right
of being used in an advertisement’.** Regardless of whether such at-
tempts at distinguishing the early English precedents are deemed to be
convincing, what is clear is that Haines ] was prepared to recognise a new
property right in the commercial saleability of an individual’s personality.
What is also clear is that such a property right was independent of any
notion of goodwill in a business or profession, unlike the orthodox ap-
proach to passing off in Anglo-Australian law, which requires goodwill, in
respect of a business or profession, which is damaged by the defendant’s
misrepresentation.

In this respect, the Court’s treatment of passing off was erroneous.
According to Haines ] the passing off strand was even more clearly on
point, since ‘what could be a more precise example of an “improper
appropriation of the plaintiff’s reputation” than appropriating that rep-
utation in the commercial exploitation of one’s goods’.#> If, Haines J
reasoned, it were accepted that there was a general business of giving
endorsements, and that the plaintiff was involved in such a business, then
passing off would be established. This is an alarmingly lax interpretation,
based on the unwarranted assumption that passing off is constituted sim-
ply by a misappropriation. The Court did not consider whether the three
essential elements had been established: a misrepresentation leading to
damage to the plaintiff’s business in licensing his image, or, more con-
tentiously, his business or profession as a footballer.#¢ Passing off was
dealt with cursorily, and might only have been considered to provide an
additional, and more orthodox, basis for the decision, in case the first
ground, based on appropriation of personality, was rejected on appeal.

In effect, the decision in Krouse was initiating an entirely new approach.
What seemed to dictate the issue were the facts that the plaintiff had a
(modestly) valuable economic asset in his name and image, and that the
defendants had made unauthorised use of these attributes of the plain-
tiff’s personality in their advertising. Although, in turn, an attempt was
made at distinguishing the early professional cases which denied the no-
tion of a property right in a name, while at the same time relying on the
authorities in passing off, the ultimate decision was, strictly speaking,
inconsistent with both strands of authority. There is scope for disagree-
ment as to whether a valid distinction may be drawn between a property
right in a name per se, and a ‘valuable property right of being used in an

42 (1972) 25 DLR (3d) 49, 68. %3 (1899) 15 TLR 333, see 66 above.
44 (1972) 25 DLR (3d) 49, 68. % Ibid.  %° Cf. 107-10 above.
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advertisement’.*” Equally, it is difficult to reconcile a property right in a
plaintiff’s commercial saleability with the notions of goodwill subsisting
in a business or profession which is damaged by the defendant’s misrep-
resentation, elements which are necessary for a valid cause of action in
passing off. As Haines J noted in an earlier passage, although a nomina-
tive approach to the existing causes of action might fail to produce an
appropriate remedy, it did not mean that the plaintiff would be without
a remedy and in His Honour’s view, ‘[a] person’s rights should not turn
on “falling between the stools”’.48

The defendants appealed, arguing that there was no valid cause of
action, since the use of the plaintiff’s image was not libellous, and since
there was an absence of a common field of activity on which to found
an action in passing off. The Ontario Court of Appeal found for the
defendants on the passing off claim, by maintaining the need to show a
common field of activity.*’ In Estey JA’s view, ‘the buying public would
not buy the products of the [defendants] on the assumption that they had
been designed or manufactured by the [plaintiff], nor would the public be
understood to have accepted the spotter as being something designed and
produced by the [defendants]’.?® This application of the common field of
activity test precluded a more sophisticated assessment of whether there
might be a material misrepresentation leading to confusion and damage
to the plaintiff when the case might have been relatively strong on its facts,
since the plaintiff clearly had goodwill in respect of a subsidiary business
which might have been damaged by a misrepresentation. In England
and Australia the common field of activity test is no longer seen as an
absolute requirement, but merely a factor in determining whether there
has been confusion and damage.’! This aspect of the Krouse decision
is clearly inconsistent with the subsequent authorities, and requires no
further discussion.

Nevertheless, Estey JA went on to hold that ‘the common law does
contemplate a concept in the law of torts which may be broadly classified
as an appropriation of one’s personality’.’? Unfortunately, it is difficult to
identify any clear pattern of inductive reasoning. The authorities in ‘the
several fields of tort’ which His Honour examined’? consisted largely of
defamation cases where plaintiffs met with varying degrees of success,
cases based on implied contract, some ‘very isolated cases which can be
explained on other grounds’®* and passing off cases, although these were

47 (1972) 25 DLR (3d) 49, 68. % Ibid.,55. %% See 746 above.
50 Krouse v. Chrysler Canada Ltd (1973) 40 DLR (3d) 15, 25-6.

51 See 75 and 85 above.

52 Krouse v. Chrysler Canada Ltd (1973) 40 DLR (3d) 28.

53 Ibid., 22-5. 5% Ibid., 22.
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clearly unhelpful in the light of the Court’s prior finding on the issue of
the common field of activity. No attempt was made to analyse these dis-
parate authorities in detail, and the synthesis of the new rule amounted
to little more than a bare assertion that the authorities supported the
existence of a cause of action for appropriation of personality. Early in
his judgment Estey JA noted that where a case was only new in the
instance, rather than new in principle, a court would be perfectly com-
petent to apply existing principles to new fact situations,>® although
he did not identify what the relevant principles might be, beyond not-
ing that, in the past, actions had sometimes ‘succeeded in contract,
sometimes in tort, and sometimes on some vague theory of property
law’.>%

What seemed to have dictated the outcome in Krouse was not the formal
authorities, but the underlying reasons of substance,’’ particularly the
apparent commercial reality that a professional athlete had earning power,
not only in his role as an athlete, ‘but also in his ability to attach his
endorsement to commercial products or undertakings or to participate
otherwise in commercial advertising’.>® The plaintiff’s real grievance lay
in the interference with this de facto economic interest, and, like Haines
J at first instance, the Ontario Court of Appeal was unwilling to let the
existing causes of action lead to a denial of the plaintiff’s ability to protect
such interests from unauthorised exploitation. There is room for genuine
disagreement as to whether this is legitimate interstitial law-making, or a
usurpation of the legislature’s function in an area where the courts are ill
equipped to make the necessary policy choices and to strike the necessary
balance between competing interests. Such arguments are obviously not
unique to this area. Experience from the United States shows an equally
active approach being adopted by the courts in respect of the development
of the rights of privacy and publicity, although there are a number of
factors which explain the greater degree of judicial activism displayed in
the American courts.>®

Although the existence of a tort of appropriation of personality was
affirmed on appeal in Krouse, the claim was dismissed on its facts in a
manner which was potentially very limiting to the tort’s future devel-
opment. It was held that the defendants’ poster did not associate the
plaintiff with the defendants’ products but, rather, the defendants had

55 Ibid. citing Pasley v. Freedman (1789) 100 ER 450.

56 Krouse v. Chrysler Canada Ltd (1973) 40 DLR (3d) 15, 22.

57 For a distinction between substantive and formal reasoning see P. S. Atiyah and R. S.
Summers, Form and Substance in Anglo-American Law (Oxford, 1987), Ch. 1, and see,
further, 192—4 below.

8 (1973) 40 DLR (3d) 15, 19. % See 189-98 below.



120 The commercial appropriation of personality

‘sought to gain a trade advantage by associating themselves with the pop-
ular game of football and not any particular team or participant’. Indeed,
according to Estey JA, the ‘usage of a press-type action photograph by
the [defendants] [was] not unlike the implicitly authorized use of sporting
news and sporting features to promote the appeal of television stations,
which carry sport reports as a regular service to their readers’.®® Viewed
in the context of the poster as a whole, the plaintiff’s claim was rather
weak on its facts, since the evidence showed that the photograph had been
selected for its artistic effect in depicting a dynamic action scene from a
football game not because it depicted Krouse in particular,®! although
the plaintiff might have understandably been annoyed at having been sin-
gled out, particularly since the spotter device allowed him to be identified
from the number on his shirt. However, the general effect of the defen-
dants’ advertisement could not be said to have diminished the plaintiff’s
ability to exploit his name or image in advertising or merchandising.

In dismissing the plaintiff’s claim on its facts, Estey JA went on to con-
trast the facts with a situation where a hockey player’s signature might
appear on a hockey stick, or where a professional athlete was depicted
driving a car manufactured by the advertisers. Also, several passages of
the judgment refer to the notion of an endorsement, although it is easy
to exaggerate the significance of this factor. On the one hand, it is ar-
guable that the element of endorsement could take the tort back from
the notion of appropriarion to the notion of a misrepresentation; as such,
the tort of appropriation of personality would be little different from the
tort of passing off. On the other hand, the element of endorsement could
be viewed as ‘a threshold issue establishing a sufficient degree of nexus
before the defendant can be said to have culpably usurped the plaintiff’s
personality’.%? This seems to be the better view. Indeed, there is no nec-
essary correlation between misrepresentation and endorsement, and the
confusion possibly stems from the erroneous assumption that it might
be actionable in passing off to misrepresent that a plaintiff has endorsed
a defendant’s goods or services. This is not sufficient and, for a case of
appropriation of personality to be actionable in passing off, it must be
shown that the defendant has made a misrepresentation that the goods or
business of the defendant are connected with the business or profession of
the plaintiff in a way which damages (or is likely to damage) the business
or profession of the plaintiff.®> An ‘endorsement’ is simply a declaration
of one’s approval of something or someone. While the notion of an en-
dorsement by the plaintiff (or the plaintiff’s licence, or approval) might be

60 (1973) 40 DLR (3d) 15,30. 6! Ibid.
62 Howell, “The Common Law Appropriation of Personality Tort’, 170 (italics in original).
63 See 72-84 above.
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a factor which causes the public to make a connection between the busi-
ness of the defendant and the business or profession of the plaintiff, the
misrepresentation relates to the public’s belief that there is a connection
between the businesses of the plaintiff and defendant; a misrepresentation
relating to an endorsement in itself is insufficient. Moreover, the damage
which may be actionable in passing off is the damage (or in a quia timet
action, the real likelihood of damage) to the goodwill of the plaintiff’s
business. A loss of an endorsement opportunity in itself is not a form of
legal damage which is actionable in passing off.®* Nevertheless, the lax
approach adopted by the Australian courts effectively allows recovery for
such damage, and the line of cases which follow this approach might be
better understood as involving a right of publicity, although the Australian
courts have refused to acknowledge openly the existence of such a right.®
The new approach initiated in Krouse was followed by the Ontario
High Court in Athans v. Canadian Adventure Camps Ltd.®® The plaintiff,
an eminently successful water-skier, had previously exploited his image
using, in particular, a photograph of himself skiing in a distinctive pose
and setting. This photograph was regarded as the plaintiff’s ‘trademark’
(in a purely colloquial sense, since it was not a registered trade mark)
and had become particularly associated with the plaintiff amongst the
water-skiing cognoscenti. The defendants, who ran a boys’ summer camp
in which water-skiing was a major feature, published an advertisement,
featuring a stylised line drawing of the ‘trademark’ photograph. Although
the drawing was not intended to represent a particular person, the evi-
dence showed a striking similarity between the drawing and the plaintiff’s
photograph.%” The plaintiff>s action in passing off was dismissed on a
more reasoned and orthodox analysis than in Krouse. Henry J held that
there was insufficient evidence that the defendants’ advertisement was
likely to lead to confusion between the business of the plaintiff and the
business of the defendants. In large part this resulted from the fact that
there was no evidence that a significant segment of the public would be
sufficiently acquainted with the sport of water-skiing to identify the draw-
ings with the plaintiff, and it was insufficient that a small number of people
with an intimate knowledge of the sport would identify the plaintiff.%®
Nevertheless, the Court proceeded to find for the plaintiff on the ba-
sis that the plaintiff had ‘a proprietary right in the exclusive marketing
for gain of his personality, image and name’.® According to Henry ],

64 See 103-5 above.

5 Sony Music Australia Ltd and Michael Fackson v. Tansing (1994) 27 IPR 649, 653—4 per
Lockhart J, and 656 per French J. Cf. 10th Cantanae Pty Ltd v. Shoshana Pty Ltd (1987)
79 ALR 299, 300 per Wilcox J.

66 (1977) 80 DLR (3d) 583. 97 Ibid.,588 %8 Ibid.,591. %9 Ibid., 592.
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the advertisement did not imply that the plaintiff was connected in any
way with the camp, and there was no suggestion that he was endorsing,
sponsoring or participating in the camp’s activities in any way. Moreover,
there was no evidence that even those with intimate knowledge of the
sport of water-skiing would form such an impression, and, on the ev-
idence as a whole, according to Henry J the actions of the defendants
did ‘not amount to a wrongful appropriation of Mr Athans’s personality
as such’.’® Nevertheless, this did not conclude the matter since it was
held that ‘[tlhe commercial use of [the plaintiff’s] representational im-
age by the defendants without his consent constituted an invasion and
pro tanto an impairment of his exclusive right to market his personality’.”!
This constituted an aspect of the tort of appropriation of personality,
which entitled the plaintiff to damages in the ‘amount he ought rea-
sonably to have received in the market for permission to publish the
drawings’.”? Thus, Athans seemed to go further than Krouse in making
pure misappropriation, regardless of any association or endorsement,
actionable in tort. Furthermore, the decision adopted a very relaxed ap-
proach as to the need for the plaintiff to be identified. Although Athans’s
personality as such had not been appropriated, Henry J held that his
‘representational image’ had been appropriated. In this respect, the de-
cision in Athans goes much further than the American right of publicity,
in that the unauthorised use of the plaintiff’s representational image
was found to be actionable even though only a de minimis number of
people would have been able to identify the plaintiff from the defendants’
drawing.”

The scope and limits of the tort

Although the decisions in Krouse v. Chrysler Canada Ltd and Athans v.
Canadian Adventure Camps Ltd remain the leading authorities, the tort of
appropriation of personality has been considered, and its existence con-
firmed, in several subsequent Canadian cases, while the reasoning has
also been followed by the Jamaican High Court.”* Most of the Canadian
cases have been interlocutory proceedings, with little or no elucidation of

™ Ibid., 594. "' Ibid.,595.  7? Ibid., 596.

73 See J. T. McCarthy, The Rights of Publicity and Privacy, 2nd edn (New York, 2001),
§6.149. To be an actionable infringement of the right of publicity, the unauthorised
appropriation must sufficiently identify the plaintiff, otherwise it cannot be said that
his identity has been misappropriated nor his interests violated: see Motschenbacher v.
R. ¥ Reynolds Tobacco Co., 498 F 2d 821 (9th Cir. 1974), 824, and see, further, 182
below.

7% The Robert Marley Foundation v. Dino Michelle Ltd (Unreported Suit No. C.L. R115/
1992, High Court of Jamaica, 12 May 1994). This case goes somewhat further than the
Canadian cases (see 125 below).
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the relevant points of law. The Canadian tort of appropriation of personal-
ity therefore remains a rather amorphous cause of action, which has most
often been interpreted as an aspect of the law of privacy, although most
writers recognise that the Krouse line of cases involve something related
to, although different from, privacy, and its inclusion in discussions of pri-
vacy is probably no more than a matter of expository convenience.” In the
absence of an authoritative appellate decision, it is difficult to determine
the conceptual basis, scope and limits of the tort and any analysis involves
a degree of extrapolation from the existing authorities. Nevertheless, it is
convenient to explore the nature of the tort, and its relationship with the
tort of passing off, in terms of: (a) the protected interest, (b) the nature
of the damage and (c) the nature of the defendant’s conduct.

The protected interest

While the tort of passing off protects a property right in the underlying
goodwill of a business, the tort of appropriation of personality protects
‘a proprietary right in the exclusive marketing for gain of [a plaintiff’s]

personality, image and name’.”® Although the stated basis of the property

right is a ‘commercially saleable product advertising ability’,”” it does not

seem that prior commercial exploitation of personality is a necessary pre-
requisite for recovery. Despite the fact that plaintiffs have included several
professional sportsmen,’® and a professional actor who had appeared ex-
tensively in television advertising,”® other plaintiffs such as an amateur
body-builder,®® participants in a conference on unemployment®!' and a
family whose name was ‘synonymous with wealth and luxury’®? have not
been denied standing to sue on account of the fact that they had not
previously exploited their names or images in advertising or commerce.
Thus, a cause of action for appropriation of personality is not limited

7 See, e.g., L. M. Linden, Canadian Tort Law, 4th edn (Toronto, 1988), 52-3; L. N. Klar,
Tort Law (Toronto, 1991), 56; P. Burns, “The Law of Privacy: The Canadian Experience’
(1976) 54 Can B Rev 1, 13 and 21-13; and see, also, G. H. L. Fridman, Fridman on
Torts (London, 1990), 521-2. Cf. D. Gibson, ‘Common Law Protection of Privacy:
What to Do Until the Legislators Arrive’ in L. N. Klar (ed.), Studies in Canadian Tort
Law (Toronto, 1977), 343.

76 Athans v. Canadian Adventure Camps Ltd (1977) 80 DLR (3d) 583, 592.

7T Krouse v. Chrysler Canada Ltd (1972) 25 DLR (3d) 49, 58 per Haines J.

78 Krouse v. Chrysler Canada Ltd (1973) 40 DLR (3d) 15; Athans v. Canadian Adventure
Camps Ltd (1977) 80 DLR (3d) 583; Racine v. CYRC Radio Capitale Ltee (1977) 35 CPR
(2d) 236. See also Horton v. Tim Donut Ltd (1998) 75 CPR (3d) 451 (estate of deceased
hockey player).

79 Heath v. Weist-Barron School of Television Canada Ltd (1981) 62 CPR (2d) 92.

80 Yoseph v. Daniels (1986) 11 CPR (3d) 544 (claim failed on facts).

81 Dowell et al. v. Mengen Institure (1983) 72 CPR (2d) 238 (claim failed on facts).

82 Baron Philippe de Rothschild, SA v. La Casa de Habana Inc. (1987) 19 CPR (3d) 114.
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to those with existing trading interests, and is potentially broad enough
to cover those with latent recognition value in respect of their person-
ality. However, although the tort clearly embraces economic interests in
personality, it is unclear whether the tort is broad enough to encompass
dignitary interests such as privacy, or freedom from mental distress.®> This
point is pursued in greater detail below in examining the nature of the
damage.

While goodwill cannot have an existence independent of a particular
business, and subsists only to the extent that the underlying business
continues,?* the proprietary right in the exclusive marketing of a person-
ality protected by the tort of appropriation of personality is not so limited.
Although the tort protects what is described as a ‘proprietary’ right, its
duration is uncertain. Again, this raises broader questions relating to the
underlying basis of liability and the dual perspective of the economic and
dignitary aspects of appropriation of personality. By aligning the problem
of appropriation of personality with the intellectual property torts, the pri-
mary concern lies with securing the economic interests of the plaintiff.%°
On the other hand, by aligning the problem of appropriation of person-
ality with dignitary torts, such as defamation and invasion of privacy, the
focus shifts to protecting and vindicating personal dignity. In English law
an action for defamation, the only significant English dignitary tort, is
a purely personal tort action which, unlike most other causes of action,
dies with the person;®® reputation and injured dignity are generally of no
concern to a deceased person. Similarly, in the United States, where the
issue has received the most detailed consideration, an action for invasion
of privacy generally dies with the person.’”

The question of the nature of the Canadian tort of appropriation of
personality, and whether it survives the owner of the proprietary right
in the exclusive marketing of personality, image and name for commer-
cial gain, has not received full consideration. In Gould Estate v. Stoddart
Publishing Co.%8 the estate of the late concert pianist Glenn Gould brought
an action for damages for infringement of copyright and appropriation of
personality, in respect of a biography of Gould, published by the defen-
dants, which the estate had not authorised. Copyright in the photographs
vested in the defendants, while Gould’s oral statements in the interview
did not attract copyright which might have given the estate standing to
sue.®® The Ontario Court of Appeal preferred to decide the issue solely
on the basis of copyright and did not consider the issue of appropriation
of personality. In the absence of a commission for valuable consideration

83 See, generally, Chapter 1. 84 See 61-2 above. 85 See 19-20 above.

86 Law Reform (Miscellaneous Provisions) Act 1934, s. 1(1).
87 See 183-4 below. 8 (1997) 30 OR (3d) 520. 8 Ibid., 529.
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by the plaintiff, ownership of copyright in the photographs vested in the
defendants as owners of the original negative or photograph. So did copy-
right in the literary material: the plaintiff’s casual and unstructured oral
utterances were insufficient to attract copyright.®°

On the question whether a cause of action for appropriation of per-
sonality survived the death of the individual, at first instance Lederman J
stated, obiter, that most American jurisdictions which recognised a right
of publicity had held that such a right was devisable and descendible. His
Honour went on to distinguish the situation under the provincial Privacy
Acts®! in Canada, where the cause of action for privacy or appropriation
of personality is extinguished by the death of the individual, preferring
the view that the constraints which applied to the statutory cause of action
did not apply to the common law action for appropriation of personality.
His Honour also drew a distinction between the right of privacy and right
of publicity in the United States,’? noting that the former is a personal
tort, intended to protect an individual’s interests in dignity and peace
of mind, while the latter ‘protects the commercial value of a person’s
celebrity status’.??

Lederman J regarded the common law tort of appropriation of per-
sonality as more closely analogous with the American right of publicity
than with the tort of invasion of privacy. Indeed, His Honour referred
explicitly to the appropriation tort as a ‘right of publicity’, noting that

[t]he right of publicity, being a form of intangible property under Ontario law
akin to copyright, should descend to the celebrity’s heirs. Reputation and fame
can be a capital asset that one nurtures and may choose to exploit and it may
have a value much greater than tangible property. There is no reason why such
an asset should not be devisable to heirs.*

This approach has been adopted in Jamaica in The Robert Marley
Foundation v. Dino Michelle Ltd,°®> where the successors in title of the
late musician were successful in obtaining damages and an injunction
for the unauthorised use of Bob Marley’s image on T-shirts and other
merchandise. The Court adopted the reasoning in two American right of
publicity cases,’® and held that the right to the exclusive exploitation of
Marley’s name and image survived his death, even though there was no
evidence that Marley had licensed the use of his image during his lifetime.

90 Gould Estate v. Stoddart Publishing Co. (1998) 80 CPR (3d) 161, 168-70.

91 See note 1 above. 92 See Chapter 7.

93 (1997) 30 OR (3d) 520, 528. %% Ibid.

95 Unreported Suit No. C.L. R115/1992, High Court of Jamaica, 12 May 1994.

96 Martin Luther King Jr Center for Social Change Inc. v. American Products Inc., 694 F 2d
674 (11th Cir. 1983); The State of Tennessee, Ex Rel. The Elvis Presley International
Memorial Foundation v. Crowell, 733 SW 2d 89 (1987). See, further, Chapter 7.
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Subsequently, in Horton v. Tim Donut Ltd the personality rights of de-
ceased hockey player Tim Horton (taking the form of trade mark licences
and consents to use his likeness)®” were treated as having been assigned
by Horton during his lifetime to a company of which he was a 50 per
cent partner. The issue of whether his widow had a right to the commer-
cial exploitation of his personality as against the company was left open,
since it was decided, on the facts, that there had been no unauthorised
appropriation.®® Relying on the Athans and Krouse line of authority, Lax
J identified the gravamen of the tort as ‘the usurpation of the plaintiff’s
right to control and market his own image’. Accordingly, there could be
‘no interference where the celebrity gives over the right’.?® This seems
to treat the nature of the interest as an assignable proprietary interest
rather than a personal tortious cause of action, although there is nothing
in Krouse or Athans to support such a conclusion. Again, what seemed to
dictate the conclusion were the underlying reasons of substance, notably
the practice of licensing or assigning (rather nebulous) personality rights.

A number of issues arise, some of which may only be noted as point-
ers for later discussion. First, it is clear that Lederman J in Gould Estate
regards the tort of appropriation of personality essentially as a right of
publicity, distinct from the statutory causes of action for infringement
of privacy. This approach aligns the tort of appropriation of personality
with the intellectual property torts protecting economic interests, rather
than the dignitary torts protecting personal dignity; indeed, the law of
copyright was Lederman ]J’s preferred analogy. Naturally, the claim in
Gould Estate itself involved the economic interests of the estate rather
than the dignitary interests of the deceased pianist, although Lederman
J’s dictum, being purely obiter, was clearly directed towards the tort of
appropriation of personality as a whole rather than the particular facts
of the case. Similarly, in Horton the claim concerned the economic inter-
ests of the defendant assignees. Nevertheless there are other analogies,
particularly with the dignitary torts, that are considered in Part III and
it is difficult to draw a sharp distinction between economic and dignitary
interests, and the causes of action which protect them. Furthermore,
there are considerable difficulties in justifying a remedy for appropriation
of personality, either as a dignitary right of privacy, an economic right

97 Quaere whether the latter constitutes any assignable subject matter. Cf. Haelan
Laboratories Inc. v. Topps Chewing Gum Inc., 202 F 2d 866 (2nd Cir. 1953), 868, and see
175 and 183 below.

98 (1998) 75 CPR (3d) 451, 460.

99 Ibid., 451, 459. Cf. Dubrulle v. Dubrulle French Culinary School Ltd (2001) 8 CPR (4th)
180 (plaintiff’s consent defeated claim of appropriation of personality against the defen-
dant culinary school bearing his name and the defendant had developed its own distinct
name and personality separate from that of the plaintiff).
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of publicity or a sui generis cause of action embracing both aspects.!?°

Although reputation'®! and fame are often valuable economic assets, the
question whether, on balance, they should be protected by the law is an
entirely different matter. Property rights do not inhere in everything that
has an economic value, and a certain degree of policy choice and bal-
ancing of competing interests is necessary in determining whether and to
what extent an intangible should be protected as a property right.

Damage to the plaintiff

A valid cause of action in passing off depends on the plaintiff being able to
show damage (or, in quia rimet proceedings, a real likelihood of damage)
to his goodwill in his business or profession, as a result of the defen-
dant’s misrepresentation. The forms of damage are various, although the
English courts, unlike their Australian counterparts, have not accepted
that the loss of a licence fee can furnish the appropriate element of dam-
age for a passing off action. Under such an approach damage is effectively
a matter of fiction, and the reasoning is circular, since the ability to insist
on a licence fee depends on establishing a valid action in passing off.10?
Under the Canadian tort of appropriation of personality, the damage
takes the form of an appropriation of a plaintiff’s property right in the
exclusive marketing of his own image. An important question to address
is the extent to which the plaintiff must show actual damage to his prop-
erty right, or whether damage will be presumed, and appropriation of
personality will be actionable per se.

It will be recalled that in Krouse v. Chrysler Canada Ltd, at first in-
stance, Haines ] held that the claim that the unauthorised commercial
exploitation of the plaintiff’s personality constituted an invasion of pri-
vacy per se, without the need to show damage (by analogy with libel
per se), was novel in principle and had to be rejected.'?® On appeal, the ex-
istence of a separate cause of action, based on appropriation of a property
right in the exclusive marketing of the plaintiff’s personality was affirmed,
and it is interesting to note the basis on which the Ontario Court of
Appeal recognised the new cause of action. Estey JA noted that the
plaintiff ‘founded his claim on the existing principles of trespass’ and
sought to apply those principles to a new field. However, His Honour
went on to state that

100 See, further, Chapter 11.

101 ‘Recognition value’ might be a more appropriate term, since protection of ‘reputation’,
as such, is long established and reasonably well delineated in the tort of defamation:
see 250-3 below.

102 See 103-5 above. 193 (1972) 25 DLR (3d) 49, 54-6.
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[t]respass would not in any case appear to be the appropriate basis for any such
alleged wrongful appropriation since such a wrong would fall within the clas-
sification of an action on the case, or in more recent legal history in an action
for trover or conversion in its modern form. Thus, the plaintiff must prove both
injury and damages if he is to succeed in the action.!%*

Subsequently, in Athans v. Canadian Adventure Camps Ltd, the plaintiff
was held to have suffered damage to the exclusive right to market his
personality,'°> while in Heath v. Weist-Barron School of Television Canada
Ltd,'% it was held that the plaintiff six-year-old actor’s claim for general
and special damages disclosed a valid cause of action. More recently,
in Holdke v. Calgary Convention Centre Authoriry the Alberta Provincial
Court rejected a claim brought by a trick roper for unauthorised use of
footage of him performing his act at Canada’s Cowboy Festival, in an
advertisement for the festival. To succeed, the plaintiff would have to
show ‘the commercial value of the asset he owns and which has been
misappropriated’ and there was no evidence that the plaintiff would have
been able to negotiate a fee for the advertisement.!?”

However, some dicta have suggested that the tort of appropriation of
personality might be actionable per se. In Racine v. CFRC Radio Capitale
Lzee'®® the plaintiff succeeded in an action for unfair dismissal and ap-
propriation of personality after having his contract with a radio station
for football commentary prematurely terminated. Marin J stated that a
‘transgression by a [defendant] is actionable per se; and, if there has been
such a transgression then relief can be given’, before going on to draw
an analogy with libel, where an action may be sustained even though the
plaintiff’s economic interests do not suffer any actual damage.'®® The
decision in Racine was, however, a lower County Court decision, given
orally, and one which should be treated cautiously. Nevertheless, some
subsequent cases lend some support for the proposition that the tort
might be actionable per se. In Dowell et al. v. Mengen Institute,''° the plain-
tiffs sought an interlocutory injunction to restrain the showing of a film
taken at a conference for unemployed workers at which the plaintiffs had
participated. During the conference the plaintiffs were portrayed as be-
ing emotional, and in one case seditious, and the essence of the plaintiffs’
complaint was that what they regarded as a normal conference, involving
a conventional exchange of views, had been turned into a psychological
encounter group ‘designed to disinter and expose their innermost feel-
ings about the subject of being unemployed’.!!! The existence of a cause

104 (1973) 40 DLR (3d) 15,27. '3 (1977) 80 DLR (3d) 583, 596.
106 (1981) 62 CPR (2d) 92. 197 [2000] ACW'S (3d) 1281.

108 (1977) 35 CPR (2d) 236. 109 Ibid., 240.

110 (1983) 72 CPR (2d) 238. 11 Ibid., 240.
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of action for appropriation of personality was confirmed, although the
plaintiffs’ claim failed on the facts, since they had signed documents au-
thorising the defendants to use their names, likenesses and words in the
documentary. What is interesting to note is that the Court did not seek
to limit the potential application of the tort to cases where the plaintiff
had suffered actual damage to economic interests in commercial exploita-
tion. As such, the possibility that the tort might protect dignitary interests,
such as interests in personal privacy, was left open. In a later case, Baron
Philippe de Rothschild, SA v. La Casa de Habana Inc.,''? the Ontario High
Court of Justice restrained a cigar merchant from using the name of the
Rothschild family as his business name. The part of the judgment deal-
ing with the claim for appropriation of personality contains nothing more
than the bare assertion that ‘[o]ne cannot commercially exploit another’s
name or likeness without his permission’!!®> and the decision was not
based on any evidence that the plaintiffs had suffered any damage, or evi-
dence that they had exploited their name commercially. This suggests that
the Court was prepared to protect what was essentially a privacy interest.

Thus, although it is tolerably clear that, in Canada, the common law
recognises a property right in personality, the position remains uncertain
as to whether infringement of that right is actionable per se, or whether
proof of damage must be shown. To hold that the relevant damage can
take the form of a lost licence fee which a plaintiff would otherwise have
received is to resort to a circular argument. More broadly, to base the very
existence of such a property right on its supposed economic value, when
that economic value is in itself dependent on the extent of legal protec-
tion, is equally circular.!'* While the High Court and Court of Appeal of
Ontario in Krouse purportedly based the new proprietary right on the de
facto values of a professional athlete’s image,!!” their findings were es-
sentially based on certain rudimentary and un-challenged assumptions.
Indeed, Haines J’s dictum at first instance, that ‘[o]ne would think that
the wrongful appropriation of that which in the business world has com-
mercial value and is traded daily must ipso facto involve a property right
which the Courts protect’,'1® betrays an alarmingly casual approach to
an issue which is essentially question-begging. If it were generally ac-
cepted that commercial value compels legal protection as property, then
the public domain would be much poorer indeed.

112/(1987) 19 CPR (3d) 114. 13 Ibid., 115.

114 B S, Cohen, “Transcendental Nonsense and the Functional Approach’ (1935) 35
Colum L Rev 809, 815-17.

15 Krouse v. Chrysler Canada Lid (1972) 25 DLR (3d) 49, 59-62; (1973) 40 DLR (3d)
15, 19-20.

16 Kyouse v. Chrysler Canada Lrd (1972) 25 DLR (3d) 49, 61-2.
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These issues are considered more fully in Part IV. As to the impor-
tance of damage as an essential element in the tort of appropriation of
personality, the difficult question is whether plaintiffs in cases such as
Krouse (had he eventually been successful) and Athans had suffered any
real loss. Were they in any worse a position than they had previously been,
before their images had been used without their consent? There are sev-
eral difficulties in this area, particularly in ascertaining a market value of
the property right that has been appropriated, assuming that there is a
relevant market in the first place. For example, in Athans the plaintiff’s
previous activities had consisted of competing professionally for prizes
and endorsing products related to water-skiing. Henry J found difficulty
in the fact that Athans had not previously endorsed holiday camps such
as the defendants’ and rejected the plaintiff’s claim that he would have
asked for a fee of $5,000, in addition to a percentage of the camps’ profits,
on the basis that there was no evidence that he would have received such
remuneration in the market or after negotiation with the defendant. In
the event damages were assessed at what Henry J acknowledged to be an
arbitrary amount of $500.'!7 In Krouse at first instance, Haines ] made
the following telling comments on the difficulty of assessing damages:
‘[t]he plaintiff has been unable to prove the general negative that his abil-
ity to get rival endorsements has been diminished, and there is expert
evidence that it has not. Damages are therefore reduced to the level of
unjust enrichment. The plaintiff must be compensated for the wrongful
appropriation of his property right in using his picture for advertising
purposes.’!!®

Such dicta point to the difficulties in insisting that damage is an essen-
tial element of the tort when, in many cases, plaintiffs will face consider-
able difficulties in establishing damage. In this respect it might be more
realistic, despite the courts’ insistence to the contrary,'!® to accept that
the tort is indeed actionable per se.

Thus the position may be approached from three broad standpoints.
First, the tort of appropriation might be actionable per se, and the plaintiff
would not need to show that he had suffered any material damage as a
result of the unauthorised commercial exploitation of his personality. As
such, the tort would have the potential to cover interests in personal pri-
vacy, or injuries in freedom from mental distress, feelings or sensibilities,
which is possibly why the notion of actionability per se was expressly

U7 Athans v. Canadian Adventure Camps Lid (1977) 80 DLR (3d) 583, 596.

U8 RKyouse v. Chrysler Canada Ltd (1972) 25 DLR (3d) 49, 68. Compensating the plaintiff,
rather than disgorging the defendant’s ill-gotten gains, seemed to be the Court’s primary
concern.

119 See text accompanying note 104 above.
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rejected in Krouse.'?° Second, the approach which the Court of Appeal
purported to set out in Krouse requires that the plaintiff be able to show
material damage to his economic interests, and mere injured feelings or
loss of privacy will not give rise to a cause of action. As such, the tort
of appropriation of personality would be a very narrow and limited ad-
dition to the economic torts. The third approach is essentially a fudge
of the first two approaches, where the need to show damage is stated
although the need to show affirmative evidence of actual material loss is
interpreted loosely.'?! Viewed as a whole the authorities to date resem-
ble such a fudge, which awaits an authoritative ruling, or a body of case
law which takes the tort in one direction or the other. Ultimately, the
issue turns on the value that is placed on the underlying interests and
the question of whether either economic or dignitary interests in per-
sonality deserve to be protected. On the one hand, there is much to be
said, not least in the interests of certainty, for the view that only injuries
to material interests which are capable of real proof can be actionable
where a person’s name, voice or likeness is used without his consent;
unless a plaintiff can show damage to such material interests, or show
that his reputation has been injured in a defamatory way, no action will
lie.!?? On the other hand, such an approach precludes recovery for harm
to dignitary interests other than interests in reputation, such as interests
in privacy and freedom from mental distress. It is difficult to draw any
conclusions without examining the problem from a dignitary interests
perspective!?? and without addressing the difficult task of justifying a
new remedy. %

The defendant’s conduct

While a valid cause of action in passing off is dependent on the plaintiff
being able to show that the defendant has made a misrepresentation that
his goods or business are connected to the business or profession of the
plaintiff, under the Canadian tort it is sufficient to show a misappropria-
tion by the defendant of the plaintiff’s proprietary right in the exclusive
marketing of his personality. Although the Ontario Court of Appeal in
Krouse decided that misappropriation was sufficient without misrepre-
sentation, the notion of endorsement was maintained. However, there is
no necessary correlation between misrepresentation and endorsement,

120 Ryouse v. Chrysler Canada Ltd (1972) 25 DLR (3d) 49, 68.

121 Ryouse v. Chrysler Canada Ltd (1972) 25 DLR (3d) 49, 69 (Ontario High Court); Athans
v. Canadian Adventure Camps Lrd (1977) 80 DLR (3d) 583, 594 and 596.

122 Irvine, ‘The Appropriation of Personality Tort’, advocates such a conservative
approach.

123 See Part III. 2% See Part IV.
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and the requirement of endorsement is better understood as a general
threshold test to help establish liability.!?> More recently, in Gould Estate
v. Stoddart Publishing Co.,'? after reviewing the authorities Lederman
J noted that ‘it would seem open to the court to conclude, on a con-
textual basis, that the tort of appropriation of personality is restricted
to endorsement-type situations’.'?” It will be recalled that the case in-
volved a claim by the estate of the deceased musician, Glenn Gould, to
restrain the defendants from publishing photographs of Gould and inter-
views with him in a biography. There is clearly a grave danger to freedom
of expression and dissemination of news and information if the tort of
appropriation of personality could be used to prevent the publication
of biographical material, or material with a legitimate news value. The
plaintiffs’ claim posed such a danger, and it was natural that the courts
should be wary of such a claim. The Ontario Court of Appeal decided
the issue solely on the basis of copyright.!?® The approach adopted by
Lederman J in dismissing the claim at first instance, although technically
obiter, has somewhat unfortunate consequences for the possible future
development of the tort.

The claim could simply have been dismissed on the grounds that the
estate of a deceased person had no standing to sue. Such an approach
would have been perfectly consistent with authority, since each of the
plaintiffs in the previous cases had been living individuals and, indeed,
there is nothing in the cases prior to Gould Estate to suggest that the
proprietary right in the exclusive marketing of a person’s image survives
that person’s death. Indeed, the authorities suggested that the right was
a purely personal right.!?® However, such a simple approach was not
adopted, probably because Lederman J, as noted above, preferred the
view that the tort of appropriation of personality was effectively a right of
publicity in the American mould and, as such, should descend to a de-
ceased person’s heirs.!?? This left the Court with the need to find another
way of disposing of the plaintiffs’ claim, which Lederman J succeeded in
doing on two separate bases.

Having noted that the appropriation of personality tort was limited to
endorsement type situations,'>! His Honour went on to note the limits
which have been placed on the right of publicity by the American courts,
where the scope of the right of publicity has been balanced against the

125 See text accompanying note 62 above. 126 (1997) 30 OR (3d) 520.

127 Ibid., 525. 128 See text accompanying note 88 above.

129 Cf. the subsequent decision in Horton v. Tim Donut Ltd (1998) 75 CPR (3d) 451 and
text accompanying note 98 above.

130 See text accompanying note 88 above. 131

See text accompanying note 127 above.
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societal interests in free expression guaranteed by the First Amendment.!?

Accordingly, the right of publicity has not been successfully invoked in
cases involving the dissemination of thoughts, ideas, newsworthy events
or matters of public interest, and the notions of ‘newsworthiness’ and
‘public interest’ extend far beyond the dissemination of news in the sense
of current events, and embrace all types of factual, educational and his-
torical data, or even entertainment and amusement.!?> In Lederman J’s
view, similar considerations of freedom of expression should animate
the Canadian courts in placing limits on the tort of appropriation of
personality. Thus, His Honour concluded that

[i]n the end then, and perhaps at the risk of oversimplifying, it seems that the
courts have drawn a ‘sales vs. subject’ distinction. Sales constitute commercial
exploitation and invoke the tort of appropriation of personality. The identity of
the celebrity is merely being used in some fashion. The activity cannot be said
to be about the celebrity. This is in contrast to situations in which the celebrity
is the actual subject of the work or enterprise, with biographies perhaps being
the clearest example. These activities would not be within the ambit of the tort.
To take a more concrete example, in endorsement situations, posters and board
games, the essence of the activity is not the celebrity. It is the use of some attributes
of the celebrity for another purpose. Biographies, other books, plays and satirical
skits are by their nature different. The subject of the activity is the celebrity and
the work is an attempt to provide some insights about that celebrity.!3*

Accordingly, the biography in question fell into the ‘subject’ category
and could not be said to give rise to a cause of action for appropriation
of personality.

It is not entirely clear whether this was based on the Canadian cases
or the American case law.!?> On balance it was probably the American
authorities, since the limited Canadian case law on appropriation of
personality does not provide much support for such a distinction. In-
deed, the Canadian cases do not, in reality, support the proposition that
the tort of appropriation of personality only applies in ‘endorsement’
situations. For example, in Athans v. Canadian Adventure Camps Lid
Henry J expressly held that the plaintiff had not endorsed the camp and
neither did ‘the use of his image in the form of the drawings constitute an
endorsement or other association with the camp’.13® The unauthorised

132 (1997) 30 OR (3d) 520, 526.

133 Ibid. per Lederman J citing Current Audio Inc. v. RCA Corp., 337 NYS 2d 949
(Sup Ct 1972).

134 (1997) 30 OR (3d) 520, 527 per Lederman J.

135 Current Audio Inc. v. RCA Corp., 337 NYS 2d 949 (Sup Ct 1972), and Estate of Presley
v. Russen, 513 F Supp. 1339 (1981) were the only two American cases cited.

136 (1977) 80 DLR (3d) 583, 596.
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use of the plaintiff’s ‘representational image’ in itself was held to consti-
tute an impairment of his exclusive right to market his personality, and
thus came within the ambit of the tort of appropriation of personality.!>”
Nevertheless, in Gould Estate, Lederman ] interpreted Athans as being
consistent with the endorsement context, on the basis that the represen-
tational image had been used by the defendants in their camp’s promo-
tional brochure.!3® In other cases, which were not cited by Lederman J,
the Canadian courts do not seem to have confined the tort to endorse-
ment situations. For example, in Racine v. CJRC Radio Capitale Ltee,'>°
there was no suggestion that the plaintiff football player had endorsed
the defendant’s radio station, neither was there any suggestion that the
plaintiff aristocrat had endorsed the defendant’s cigar business in Baron
Philippe de Rothschild, SAv. La Casa de Habana Inc.,'*° nor any suggestion
that the plaintiff child actor in Heath v. Weist-Barron School of Télevision
Canada Ltd had endorsed the defendant’s television school.!*! Unautho-
rised use was deemed to be sufficient in these cases, with no suggestion of
endorsement.

The only support for the endorsement criterion can be found in pure
obiter dicta in the decision of the Ontario Court of Appeal in Krouse,
where Estey JA contrasted the facts of the case, where the defendants had
essentially associated their products with the game of football in general,
with the hypothetical situation where a hockey player’s signature was
used on a hockey stick, or where a professional athlete was photographed
driving one of the advertisers’ cars.!#? Thus, in the first significant case,
the Court was keenly aware of the danger ‘of extending the law of torts to
cover every such exposure in public not expressly authorized’. Indeed, it
was observed that ‘[p]rogress in the law is not served by the recognition of
a right which, while helpful to some persons or classes of persons, turns
out to be unreasonable disruption to the community at large and to the
conduct of its commerce’.!43

Naturally, the recognition and subsequent development of any new
right involves a balancing of competing interests, and the delineation of
a new tortious cause of action inevitably entails entering into uncharted
waters. Logical development is not, however, served by drawing specious
distinctions based on the inherently nebulous concept of an endorsement.
Where a balance must be struck between competing interests, it is surely
better that the balance should be achieved by an open consideration

137 Ibid., 595. 138 (1997) 30 OR (3d) 520, 525.

139 (1977) 35 CPR (2d) 236. 4% (1987) 19 CPR (3d) 114.

141 (1981) 62 CPR (2d) 92.

142 Ryouse v. Chrysler Canada Ltd (1973) 40 DLR (3d) 15, 30 and 27.
143 Ibid., 30.
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of the relevant principles and policies, rather than by extracting largely
unsupportable distinctions from the limited case law. Ultimately, in Gould
Estate, the broad principles of freedom of expression imported from the
American case law provided a sounder basis for the decision, and while
Lederman J was naturally concerned with delivering a judgment that was
consistent with the Canadian authorities, the reasoning which was em-
ployed, based on the supposed endorsement requirement, was somewhat
unconvincing. Nevertheless, the passage from Lederman J’s judgment re-
produced above was cited, and the reasoning adopted with approval in
Shaw v. Berman,'** where the musician Artie Shaw brought an action,
based on appropriation of personality, for a share of the profits from a
biographical film based on his life and work. The film in question fell
into the ‘subject’ category, and no action for appropriation of personality
could be maintained. Pitt ] did not elaborate on Lederman J’s reasoning in
Gould Estate. Subsequently, in Horton v. Tim Donur Ltd,"*> the approach
in Gould was interpreted as providing a more explicitly policy-based dis-
tinction between, on the one hand, works falling within the public interest
where private interests gave way to broader social interests in freedom of
expression and, on the other hand, activities predominantly of a commer-
cial nature where such broader interest did not conflict. The distinction
based on endorsement was not adopted and it is submitted that a more
open policy-based approach is to be preferred. The Supreme Court of
Canada, in an appeal from the Quebec Court of Appeal concerning the
Quebec Charter of Human Rights and Freedoms, has rejected a distinction
based on categories of information (socially useful information and com-
mercial information), preferring a more open balancing of the rights at
issue.!%% This is discussed further below after considering the broader
impact of constitutional and charter values.

Finally, the defendant’s unauthorised use of the plaintiff’s image must
be in a way which identifies the plaintiff. This is unproblematic where an
individual’s name or likeness is used, although several of the Canadian
cases have been on the borderline of identifiability. For example, in Krouse
the plaintiff could be identified by the number on his shirt, through the
use of the ‘spotter’ device, although, taken in its general context, it was
held that the defendants were associating themselves with the game of
football in general rather than with Krouse in particular. Had a simple
portrait of the plaintiff standing alone been used the outcome might well
have been different. In Athans v. Canadian Adventure Camps Ltd, as noted
above, the Court took a very liberal view on the identification issue, it

144 (1997) 72 CPR (3d) 9, 18.
145 (1998) 75 CPR (3d) 451, 458. See text accompanying note 98 above.
146 qubry v. Editions Vice-Versa Inc. (1998) 78 CPR (3d) 289, 309.
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being sufficient to show that the defendants had appropriated the plain-
tiff’s ‘representational image’, regardless of the fact that very few people
would identify the representational image with the plaintiff.!*” However,
in Joseph v. Daniels,!*® the British Columbia Supreme Court rejected an
amateur bodybuilder’s claim for unauthorised appropriation of person-
ality on the grounds that he had not been sufficiently identified. The
photograph in question featured the plaintiff holding a kitten, although
only his torso was depicted. According to Wallace J ‘for the defendant
to be found liable he must be taking advantage of the name, reputa-
tion, likeness, or some other components of the plaintiff’s individuality
or personality which the viewer associates with the plaintiff>.!*° By de-
picting only the plaintiff’s torso, the defendant had avoided any refer-
ence to the plaintiff and had not used ‘any proprietary interest associated
by the public with the plaintiff’s individuality’.!*® Again, in Holdke v.
Calgary Convention Centre Authority’®! the Alberta Provincial Court took
a stricter approach to the question of identifiability. The video footage of
the plaintiff trick roper performing an impromptu roping act at a cowboy
festival, used without his consent in an advertisement for the festival, did
not identify the plaintiff (or his stage persona as ‘Frank Holt’) by name.
Moreover, the plaintiff was not dressed in the usual manner of his cowboy
alter ego. There was no evidence that the plaintiff, or his alter ego, were so
well-known that his persona would be recognisable in the advertisement,
and thus nothing to establish that the commercial value of his image had
been misappropriated. In common with the other elements of the tort of
appropriation of personality, it is difficult to identify any clear rule. This
awaits an authoritative appellate judgment, although the case law on the
right of publicity in the United States may provide some assistance in
considering the competing arguments. %2

Conclusions

While the Canadian courts have taken a very different and arguably
much less artificial approach to cases of appropriation of personality
than their English and Australian counterparts, the tort is very much
in its infancy, particularly when compared to the much more mature and
developed right of publicity in the United States. Relatively limited refer-
ence has been made to the US jurisprudence. This is somewhat surprising
(despite the constraints of precedent) given that the US courts have had to
address the same issues in reconciling a cause of action for appropriation

147 See text accompanying note 73 above. 148 (1986) 11 CPR (3d) 544.
149 Ibid., 549. 130 Ibid. 151 [2000] ACWS (3d) 1281.
152 See 1807 below.
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with the general notion of privacy, and in determining the ‘proprietary’
nature of the protected interest, particularly the issue of descendibility.!>>
The detailed requirements and scope of the Canadian tort remain to be
fully delineated, particularly the question of the precise nature of the dam-
age which might be actionable. Indeed, the tensions inherent in limiting
the tort to cases involving actual material damage are apparent, and the
tort has the potential to develop into a truly su: generis cause of action em-
bracing both economic interests and dignitary interests such as privacy
and freedom from mental distress. As it stands, however, the Canadian
common law tort of appropriation of personality remains a rather limited
addition to the economic torts.

153 See, below, 183—4.
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6 Introduction

Systems rooted in English common law have traditionally given limited
recognition to ‘dignitary interests’, used here as a generic term for the
essentially non-pecuniary interests that a person might have in his own
personality: reputation, personal privacy and freedom from mental dis-
tress. English law knows no concept similar to the Roman law njuria,
which, in English, would mean insult or outrage, though neither word
suggests the true nature of the Roman idea which ‘embraced any con-
tumelious disregard of another’s rights or personality’.! The essence of
the delict lay in the insult rather than the loss to the plaintiff, and the
money compensation represented solace for injured feelings or affronted
dignity rather than compensation in the ordinary sense;? thus the primary
purpose of the action was to punish the defendant by the infliction of a
pecuniary penalty.>

Although by the early twelfth century wrongs were widely identified
in England by reference to two separate components, economic loss
(damnum) and affront to personal honour (dedecus), the notion of injuria,
or affront to honour, disappeared as an operative element in English
tortious liability and was completely eclipsed by the element of economic
loss.* By the time that the common law permitted actions on the case
for defamatory words in the sixteenth century, due in part to the defi-
ciencies of the remedies available in the Church courts,? the notion of
injuria had been lost from the English common law. It is possible that if
the king’s courts had shown an earlier interest in defamation, around the
early thirteenth century, the common law of defamation might have de-
veloped along Roman lines, and might have embraced the notion of insult

1 B. N. Nicholas, An Introduction to Roman Law (Oxford, 1962), 216.

2 Ibid., 217.

3 R. G. McKerron, The Law of Delict, 7th edn (Cape Town, 1971), 9.

4 See J. S. Beckerman, ‘Adding Insult to Iniuria: Affronts to Honor and the Origins of
Trespass’ in M. S. Arnold ez al. (eds.) On the Laws and Customs of England (Chapel Hill,
1981), 178-9, for some possible reasons.

5 SeeJ. H. Baker, An Introduction to English Legal History, 3rd edn (London, 1990), 495-7.
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as well as economic loss as the foundation of tortious liability.® Indeed,
in Pollock’s view, ‘the law went wrong from the beginning in making the
damage and not the insult as the cause of action’.”

The disappearance of the notion of injuria from English common law
had quite profound implications. Despite the fact that the notion of a legal
injury derived its vocabulary from the Roman law concept of injuria, the
element of affront or injury to the plaintiff’s feelings disappeared. In the
absence of a general remedy such as the actio injuriarum, systems rooted
in English common law have been slow to grant remedies for affronts to
dignity, and redress depends on the expansive judicial interpretation of
existing torts® and statutory provisions. Recovery for invasion of other in-
terests, such as privacy and freedom from mental distress, has only been
achieved parasitically, where other substantive interests such as reputa-
tion, property, or interests in the physical person have been affected.’
Protection against appropriation of personality has largely been secured,
in English law, through the tort of defamation, which protects an indi-
vidual’s reputation in the eyes of others.!? An attack on an individual’s
honour, interfering with dignity, integrity and privacy, often lies beyond
what can be encompassed within the notion of injury to reputation.!!

The juncture of civil and common law

Significantly, in South Africa, which has something of a hybrid legal
system displaying characteristics of both civil Roman—Dutch law and
English common law,!? protection against unauthorised commercial ex-
ploitation of personality has been secured through the actio injuriarum.
The South African law of delict rests on the twin foundations of damnum
iyuria darum and the acrio injuriarum. While the former has become the
general remedy for wrongs to interests of substance, the latter affords
a general remedy for wrongs to interests of personality.!?> In the actio
injuriarum, two essential elements of liability must be established: first, an
act constituting an impairment of the plaintiff’s personality; and secondly,
animus injuriandi, or wrongful intent!* (although the defendant’s motive
is irrelevant, and it is not necessary to prove any ill-will or spite, it being

6 Beckerman, ‘Adding Insult to Iniuria’, 181.

7 F. Pollock, The Law of Torts, 12th edn (London, 1923), 243.

8 See O’Keeffe v. Argus Printing and Publishing Co. Ltd 1954 (3) SA 244 (C), 245; J.
Burchell, Principles of Delict (Cape Town, 1993), 149.

9 See 249-50 below. 10 See 250-2 below.

11 See D. Feldman, ‘Secrecy, Dignity, or Autonomy? Views of Privacy as a Civil Liberty’
(1994) 47 CLP 41, 56-7.

12 R. Zweigert and H. Kotz, An Introduction to Comparative Law, 3rd edn (Oxford, 1998),
235.

13 McKerron, The Law of Delict, 10. 1% Ibid., 53.
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sufficient to show that the injuries suffered by the plaintiffs were inflicted
with deliberate intention, rather than accidentally or negligently).!> The
actio imjuriarum protects a triad of interests comprising of fama, corpus and
dignitas.'® While the first concerns the law of defamation, and the second
deals with infringement of a person’s physical integrity and personal
liberty, the third provides an essentially residual category of personality
rights which do not fall under the first two categories.!”

Thus, the unauthorised publication of a person’s photograph and name
for advertising purposes could be ‘capable of constituting an aggression
upon that person’s dignitas’, amounting to an injuria, for example where
a picture of a plaintiff was used in an advertisement for rifles, pistols
and ammunition.'® Although the plaintiff had consented to having her
photograph taken whilst in the act of aiming a pistol, such consent only
extended to its use in a newspaper article; the essence of the complaint
related to use of the plaintiff’s name and photograph for advertising
purposes.!® There was no question of an aggression on the plaintiff’s
person (corpus) or reputation (fama), and the action was based purely
on the violation of the plaintiff’s dignity.2® Thus, the notion of dignizas,
which is protected as part of the actio injuriarum, has been held to be
broad enough to include a right to privacy,?! and although it has been
argued that a right of privacy should develop as a suz generis action, the
better view seems to be that it should be regarded as an aspect of dignizas,
protected by the actio injuriarum.??

Overcoming the common law’s legacy

Other common law jurisdictions, most notably the United States, have
been more willing to overcome the legacy in developing new causes of
action to protect such dignitary interests in personality. The development

15 Ibid., 56.

16 R. Zimmermann, The Law of Obligations (Oxford, 1996), 1083; Roman Law, Contempo-
rary Law, European Law (Oxford, 2001), 150-1.

17 Zimmermann, The Law of Obligations, 1084. Cf. R. Pound, ‘Interests of Personality’
(1914) 28 HarvLRev 343.

18 O°Keeffe v. Argus Printing and Publishing Co. Ltd 1954 (3) SA 244 (C). Cf. Kidson v. SA
Associated Newspapers Ltd 1957 (3) 461 (W). See also Mhlongo v. Bailey 1958 (1) SA 370
(W).

;z O’Keeffe v. Argus Printing and Publishing Co. Ltd 1954 (3) SA 244 (C) 247.

Ibid.

21 Sv. A 1971 (2) SA 293 (T), 297 ‘I have no doubt that the right to privacy is included
in the concept of dignitas, and that there is no dearth of authority for this proposition’;
Sv. 11976 (1) SA 781 (RAD) 784 ‘[plaintiff’s] dignitas was invaded by the invasion of
her privacy’, cited in Zimmermann, The Law of Obligations, 1084.

22 See, generally, D. J. McQuoid-Mason, The Law of Privacy in South Africa (Cape Town,
1978), 125 et seq.
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of the right of privacy in the United States, and its evolution into a multi-
faceted cause of action, protecting both economic and dignitary interests,
is traced in Chapter 7. The right of privacy eventually begat the separate
and distinct right of publicity, which, although perhaps better described
as an aspect of unfair competition law, can only be understood in the his-
torical context of its creation in the dignitary tort of invasion of privacy.
For English and Australian lawyers, this provides an important insight
into the means by which a hybrid problem such as appropriation of per-
sonality may be addressed.

Some international instruments, most notably the European Conven-
tion on Human Rights, provide for a broad-based right to private life,
although this falls some way short of a general right to personal dignity.
Similarly, other systems provide more principled protection of individual
dignity, guaranteeing personal dignity (in various forms) as a basic right,
often given effect by general codified provisions.?> For example, Art. 9
of the French Civil Code states that ‘[e]veryone has the right to respect
for his privacy’, although privacy was protected casuistically before it was
incorporated as a general principle in the Civil Code.?* In Germany, on
the other hand, although the actio injuriarum was rejected and excluded
from the Civil Code (BGB),? it has, to a certain extent, managed to in-
filtrate the law in the form of the general right to personality,?® which was
largely the creation of the courts, drawing, in support, on constitutional
principles.?’

English law has only recently begun to contemplate a move from the
traditional casuistic approach to protecting personal dignity towards a
more principled approach — in particular, through the recognition of a
general right of privacy. The Human Rights Act 1998 and the jurispru-
dence of the European Convention on Human Rights have provided the
pretext, if not the substantive basis, for the new developments.?® A clear
direction has yet to emerge and both the experience in Germany in devel-
oping a right of personality based on constitutional principles?® and the
common law patterns of development which have emerged from almost
a century of judicial initiative in the United States will be instructive for
some time to come.>’

23 See 211-14 below.

24 See, generally, E. Picard, “The Right to Privacy in French Law’ in B. S. Markesinis (ed.)
Protecting Privacy (Oxford, 1999), 49.

25 See Zimmerman, The Law of Obligations, 1085-94.

26 Ibid., 1092. 27 See 230-3 below. 28 See 214-24 below.

29 See 227-37 below. 30 See Chapter 7 below.



7 Privacy and publicity in the United States

Introduction

The development of the right of privacy in the United States has been pro-
foundly influenced and shaped by academic commentators, perhaps more
than any other comparable body of law. It is difficult to determine the
place that the problem of appropriation of personality occupies in relation
to a general right of privacy without an awareness of the dominant com-
peting conceptions, discussed below. The central problem which emerges
lies in reconciling economic and dignitary aspects of personality within a
cause of action that developed primarily to protect dignitary rather than
economic interests. This conflict can be seen in the subsequent devel-
opment of the right of publicity in the United States. This emerged as a
separate and distinct right from the right of privacy due to the difficulties
in reconciling the notion of a right to privacy with the need to protect the
essentially economic interests that a (usually famous) person might have
in his own image.

Although there are interesting developments in the law of privacy else-
where, particularly in Canada, a detailed analysis of the Canadian author-
ities contributes relatively little to an understanding of the relationship
between the concept of privacy and the problem of appropriation of per-
sonality. By the same token, there is no significant divergence between
the law of privacy in England and that in Australia! which merits atten-
tion and, thus, no important points of contrast between the two systems
require elucidation. This chapter therefore focuses on the United States.
It should be borne in mind that there are often substantial differences
between different states with respect to the law regarding the rights of
privacy and publicity. The following discussion can only provide a general
sketch and concentrates on the key stages of evolution and the dominant

1 See, generally, M. Henry (ed.) International Privacy, Publicity and Personality Laws
(London, 2001), Ch. 3;J. G. Fleming, The Law of Torts, 9th edn (Sydney, 1998), Ch. 26;
S. Theedar, ‘Privacy in Photographic Images’ [1999] PLPR 59.
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principles in the law of privacy in the United States so far as they are
relevant to the problem of appropriation of personality.

The development of the right of privacy in the
United States

The Warren and Brandeis thesis

The development of the right to privacy did not result from a bold act
of judicial synthesis of pre-existing heads of liability into a new general
rule, but resulted largely from an influential article by Samuel Warren and
Louis Brandeis in the Harvard Law Review.? Indeed, the development of
the right of privacy in the United States provides a rare example of the in-
fluence of academic writing on the development of the common law and,
according to Larremore’s often-cited observation, the article is possibly
unique in that it initiated and outlined a new field of jurisprudence.? It
spawned a great wealth of academic literature, and a large body of case
law, and demands a careful analysis since the authorities which the au-
thors invoked in support of their argument for a right of privacy were
primarily English cases from the nineteenth century. Thus, at the outset,
it is worth noting that the profound differences between the laws in the
two jurisdictions are not organic.*

Although a certain degree of myth surrounded the circumstances which
gave Warren and Brandeis the impetus to write their article,’ it is clear that
the authors were concerned with the activities of the press, which they felt
was ‘overstepping in every direction the obvious bounds of propriety and
decency’.® In particular, they mentioned the effects of ‘recent inventions
and business methods’ and the fact that ‘[i]nstantaneous photographs
and newspaper enterprise’ had ‘invaded the sacred precincts of private
and domestic life’.” Another particular concern was the ‘unauthorised

[N

“The Right to Privacy’ (1890) 4 HarvLLRev 193.

3 W. Larremore, “The Law of Privacy’ (1912) 12 Colum L Rev 693. See also K. Zweigert
and H. Kotz, Introduction to Comparative Law, 3rd edn (Oxford, 1998), 702: ‘perhaps the
most famous and certainly the most influential law review article ever written’.

4 See, further, 189-98 below.

5 W. L. Prosser (‘Privacy’ (1960) 48 CalifLRev 383, 383) suggested that what spurred
the authors into action was the unwanted publicity given to the wedding of Warren’s
daughter, though this view has now been effectively discredited: see J. H. Barron, ‘Warren
and Brandeis, The Right to Privacy, 4 HarvLLRev 193 (1890): Demystifying a Landmark
Citation’ (1979) 13 Suffolk UL Rev 875, 8914, cited by D. W. Leebron, ‘The Right to
Privacy’s Place in the Intellectual History of Tort Law’ (1991) 41 Case West Res L Rev
769.

6 (1890) 4 HarvLRev 193, 196.

7 Ibid., 195. See, also, A. Westin, Privacy and Freedom (London, 1967), 338.
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circulation of portraits of private persons’,® citing a contemporaneous
case brought in New York,” where an actress sought to prevent the man-
ager of the theatre in which she was appearing from making use of a pho-
tograph of her on stage, which had been taken surreptitiously without
her consent. Indeed, it has been suggested that surreptitious photogra-
phy and the unauthorised use of photographs were matters of widespread
concern at the time.!°

Despite a superficial similarity between invasion of privacy and the law
of libel and slander, in that both seemed to be concerned with injury
to wounded feelings, defamation rested on damage to reputation, con-
cerning a person’s external relations with the community, an injury of
an essentially material rather than spiritual nature. Neither did the law
recognise a principle by which compensation could be granted for mere
injury to feelings, though injury to feelings could be taken into account in
assessing damages where a substantive legal injury could be established,!!
albeit only parasitically.!> Having noted the limits of causes of action for
breach of contract!® and confidence,'* and the absence of any common
law concept of insult to honour, akin to Roman law, Warren and Brandeis
looked elsewhere for support for a right to privacy.!”> In essence they
argued that the protection afforded by common law copyright in partic-
ular circumstances!® was merely the application of a more general right

8 (1890) 4 HarvLRev 193, 195.

9 Marion Manola v. Stevens & Myers, NY Times, 15 June 1890. A preliminary injunction
was issued ex parte, and a time was set for argument of the motion for a permanent
injunction, but the defendants did not appear to oppose the motion. See Warren and
Brandeis, ‘“The Right to Privacy’, 195, note 7.

See Leebron, ‘Privacy in Tort Law’, 774.

11 Warren and Brandeis, ‘The Right to Privacy’, 197.

12 T. A. Street, The Foundations of Legal Liability (Northport, N.Y., 1906), Vol. I, 461.
Prince Albert v. Strange (1849) 1 Mac & G 25, 41 ER 1171; Tuck v. Priester (1887) 19
QBD 629; Pollard v. Photographic Co. (1889) 40 ChD 345.

14 Abernethy v. Hutchinson (1825) 3 L] Ch 209; Prince Albert v. Strange (1849) 1 Mac & G
25, 41 ER 1171; Pollard v. Photographic Co. (1889) 40 ChD 345. In earlier times, the
state of photographic art was such that a person’s photograph could not be taken without
his consciously ‘sitting’ for his portrait and the law of contract or trust could provide
a prudent man with sufficient means of preventing the unauthorised circulation of his
portrait. Since new technology allowed a person to be photographed surreptitiously, the
authors argued that the doctrines of contract and trust were inadequate, necessitating
resort to the law of tort: Warren and Brandeis, “The Right to Privacy’, 211.

Ibid., 198. See the discussion of the Roman law concept of injuria, 141-2 above.

In England, since the decision in Donaldson v. Beckett (1774) 2 Bro PC 129, copyright
in published works derives entirely from statute. However, common law copyright con-
tinued to subsist in unpublished works for a period after the decision in Donaldson, until
it was finally abolished by the Copyright Act 1911, s. 31. This gave the author rights of
control over his work up to and until it was published, at which point, statutory copyright
would govern. Similarly, in the United States, it was held in Wheaton v. Peters, 26—33
US 1055 (1834), that copyright was derived entirely from statute. However, copyright
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to privacy.!” The common law allowed every individual the right to de-
termine the extent and manner in which his thoughts might be commu-
nicated, a right which existed irrespective of the method of expression
adopted, the nature or value of the thought or emotion, or the quality of
the means of expression.!® In each case, the argument ran, an individ-
ual was entitled to decide whether what was inherently his own should
be given to the public. This right was not lost when the author himself
communicated his production to the public and was entirely independent
of the statutory copyright laws, since these were aimed at securing the
profits of publication for their author. The common law right served a
different purpose and allowed the author absolute control over the act of
publication and, indeed, the more fundamental decision of whether there
should be any publication at all.

While conceding that the basis for the right to prevent publication of
manuscripts and works of art was a right of property, cases beyond those
involving the reproduction of literary and artistic compositions called for
an alternative, non-proprietary, basis, since the value of the subject matter
did not lie in the profits of publication, but in the peace of mind or relief
afforded by the ability to prevent any publication at all.!® Although they
acknowledged that the courts had based their decisions on the narrow
grounds of protection of property, the authors argued that the cases were
‘recognitions of a more liberal doctrine’.?? For example, in the celebrated
English case principally relied on, Prince Albert v. Strange, the plaintiff
sought to restrain the defendant from publishing a catalogue of impres-
sions, taken by a workman, of etchings made by the plaintiff, which were
of a private and domestic nature. The judgments both at first instance?!
and on appeal?? were based on the conventional grounds of breach of
common law copyright and breach of confidence. However, Warren and
Brandeis laid great emphasis on a number of passages in the judgment of
Knight-Bruce VC at first instance?> which stressed that the plaintiff was

continued to exist in the common law of individual states in unpublished works, and
it is with this common law right, which subsisted until publication, that Warren and
Brandeis were concerned. Since the Copyright Act 1976, 17 USC §301, the dual sys-
tem of state common law copyright for unpublished works and statutory copyright for
published works has been replaced by a single federal statutory copyright. Copyright
now vests at the moment a work is created, that is the point at which the work is fixed
in a tangible form for the first time, rather than the time of publication. Consequently,
common law copyright is now of limited importance: see, e.g., P. Goldstein, Copyright
(Boston, 1989), 504 et seq., and see, generally, S. M. Stewart, International Copyright
and Neighbouring Rights, 2nd edn (London, 1989).

17 Warren and Brandeis, “The Right to Privacy’, 198.

18 Ibid., 199. 19 Ibid.,200. 20 Ibid.,204. 2! (1849) 2 DeG & Sm 652.

22 (1849) 1 Mac & G 25. 23 (1849) 2 DeG & Sm 652, 670 and 696—7.
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entitled to privacy in respect of his private etchings. Principally from these
passages, and dicta in the judgment of Lord Cottenham LC on appeal,?*
Warren and Brandeis discerned a broader principle, concluding that:

the protection afforded to thoughts, sentiments, and emotions, expressed through
the medium of writing or of the arts, so far as it consists in preventing publication,
is merely an instance of the enforcement of the more general right of the individual
to be let alone. It is like the right not to be assaulted or beaten, the right not
to be imprisoned, the right not to be maliciously prosecuted, the right not to be
defamed. .. The principle which protects personal writings and all other personal
productions, not against theft and physical appropriation, but against publication
in any form, is in reality not the principle of private property, but that of inviolate
personality.?

Thus, the law afforded a principle which could be invoked to protect
the privacy of the individual from invasion by the over-intrusive press,
by photographers or by the use of modern devices for recording and re-
producing scenes or sounds. Such protection should not be limited to
conscious products of labour, based on a need to encourage effort, since
the right to privacy was part of the more general right to the immunity of
the person and the right to one’s personality.?® The emphasis lay on the
dignitary nature of invasion of privacy; the basis of the law’s intervention
was the protection of personal dignity rather than the protection of prop-
erty rights. The principle which they claimed had been applied to protect
personal writings and any other productions of the intellect or of the emo-
tions was not a principle of private property but the right of privacy. By
arguing for the extension of what was claimed to be a pre-existing right to
cover personal appearance, sayings, acts or personal relations, the charge
of advocating judicial legislation could be avoided; what was envisaged
was the mere application of an existing principle to a new set of facts
rather than the introduction of a novel principle.?’

What is clear from this summary is that Warren and Brandeis were
able to marshal some authorities in support of their argument that a
right to privacy already existed in law. Any possible defects in inductive
reasoning are of minor importance for present purposes,?® since what
ultimately mattered was the fact that their argument was later accepted
by the courts in most jurisdictions in the United States. It is also clear that
the problem of appropriation of personality, if not central, was certainly

24 (1849) 1 Mac & G 25,42 and 47. 25 “The Right to Privacy’, 205.

26 Ibid., 206-7. 27 Ibid., 213.

28 R. Dworkin has argued that the Warren and Brandeis thesis is sometimes taken to be a
kind of brilliant fraud, though sound in its ambition: Taking Rights Seriously (London,
1977), 119. Cf. R. Wacks who doubts whether such a view can be found in the privacy
literature: Personal Information (Oxford, 1989), 31.
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prominent in the Warren and Brandeis conception of a right to privacy,
and was clearly one of the particular evils that they sought to address.
Moreover, many of the earliest cases which sought to test the new right
of privacy theory involved the unauthorised use of a person’s name for
advertising purposes.

The early case law

In the ensuing decade plaintiffs tested the new privacy theory in a number
of cases.?® In Schuyler v. Curtis®® the relatives of a deceased philanthropist
sought to prevent the building of a statue in her memory, which was to
be placed next to a statue of a well-known agitator. The Supreme Court
of New York County determined that a right of privacy did exist, cit-
ing the Warren and Brandeis article. Despite the fact that the plaintiff
was a well-known philanthropist, she remained a private person and had
not surrendered her right of privacy. However, the decision was reversed
by the Court of Appeals?! which, without denying that a right of privacy
might exist, held that whatever right of privacy the plaintiff might have en-
joyed did not survive her death. Between these two judgments, in Marks v.
Faffa,?? the Superior Court of New York City granted an injunction re-
straining the use of an actor’s name and picture in a popularity contest in
a newspaper, relying on the decision of the Supreme Court of New York
County in Schuyler and the Warren and Brandeis article.

Similarly, in Corliss v. Walker>? the widow of a deceased inventor sought
an injunction, on the basis of invasion of privacy, to restrain the publica-
tion of a biographical sketch and picture of her late husband, arguing that
he had been a private character during his lifetime. Colt ] rejected this
argument, taking the view that, since Mr Corliss had held himself out as
an inventor and had enjoyed world-wide repute, he had ceased to be a
private character. Consequently, the free speech interests and the liberty
of the press outweighed the plaintiff’s interests, and the first instance de-
cision in Schuyler v. Curtis was cursorily distinguished as a case involving
the erecting of a statue rather than a case where a right of publication
was at issue. However, the facts allowed an injunction to be granted to
restrain the use of the photographs, but not the biographical material,
on the conventional grounds of breach of an implied contractual term.?*

29 Although Prosser stated that the article had little immediate effect on the law (‘Privacy’
(1960) 48 Calif L Rev 383, 384), Leebron, ‘Privacy in Tort Law’, 792—4, has persuasively
shown that the article’s impact in academic circles, and in the courts, was immediate
and significant.

30 15 NYS 787 (Sup Ct 1891). 3! Schuyler v. Curtis, 42 NE 22, 25 (1895).

32 26 N'YS 908 (Super Ct 1893). 33 57 Fed Rep 434 (1893). 3% Ibid., 436.
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Subsequently, an action was brought to dissolve the injunction granted at
first instance®® when it transpired that one of the photographs was pro-
cured independently of any contractual relationship with the plaintiff. It
was held that although a private individual might enjoin the publication
of his photograph, different considerations applied to a public character
and it was stated that ‘[a] statesman, author, artist or inventor, who
asks for and desires public recognition, may be said to have surrendered
this right [of privacy] to the public’.?® However, outside New York, the
Supreme Court of Michigan rejected the whole idea of a right of privacy in
Atkinsonv. John E. Doherry & Co.,>” where the widow of the late Col. John
Atkinson, a well-known lawyer and politician, sought to restrain the use
of his name and likeness on a brand of cigars.

Although these lower court decisions are not particularly significant
in themselves, they illustrate two central points. First, the fact that the
embryonic right of privacy was quickly seized upon as a means to prevent
unauthorised commercial exploitation of personality. Second, cases such
as Schuyler, Corliss and Atkinson presaged the problem of reconciling a
person’s status as a public figure with that person’s claim to a right of pri-
vacy, while Corliss also gave a foretaste of the problems in balancing a right
of privacy with free speech interests and the liberty of the press. The first
problem would later result in the development of the right of publicity,
traced in the text below, while the second continues to tax the courts.>®

Privacy on appeal

In 1902 the privacy issue came before the New York Court of Appeals in
Roberson v. Rochester Folding Box Co.>° Without the knowledge or consent
of the plaintiff, a young girl suing through her guardian, the defendants
had obtained a likeness of the plaintiff for use in their flour advertisement,
accompanied by the caption ‘flour of the family’. The plaintiff claimed
that, as a result of the defendants’ act of circulating 25,000 copies of
the advertisement, she had been ‘greatly humiliated by scoffs and jeers’
of persons who had recognised her picture in the advertisement, and
claimed that her good name had been attacked, ‘causing her great dis-
tress and suffering both in body and in mind’.*® Moreover, she claimed
that ‘she was made sick and suffered severe nervous shock, was confined

35 Corliss v. Walker, 64 Fed Rep 280 (1894). 3¢ Ibid., 282. 37 80 NW 285 (1899).

38 See, e.g., the works collected in R. Wacks (ed.) Privacy (Aldershot, 1993), Vol. II, pt III.
See also B. S. Markesinis, “The Right to Be Let Alone Versus Freedom of Speech’ [1986]
PL 67, arguing that the American courts have generally been over-protective of freedom
of speech to the detriment of interests in personal privacy.

39 171 NY 538 (1902). 40 Ibid., 542.
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to her bed and compelled to employ a physician’.*! The plaintiff did not
base her claim for an injunction and $15,000 damages on libel; indeed,
she acknowledged that the likeness was a good one. Neither did she base
her claim on the rule in Wilkinson v. Downton,** decided in England five
years previously, which is somewhat surprising in view of the fact that she
claimed to have suffered severe nervous shock as a result of the adver-
tisement, and of the reliance of both parties on early English authorities.*>

The gravamen of the plaintiff’s complaint was that her portrait had
been used without her consent to advertise the defendants’ product, and
that, as a result of the defendants’ impertinence, she had been subjected
to publicity which she found to be disagreeable. Although there was no
direct guiding precedent, the Appellate Division of the Supreme Court
of New York based its decision on an invasion of the plaintiff’s right of
privacy, a decision which the New York Court of Appeal overturned by
a bare majority of four to three. The majority did not take the view that
privacy was a pre-existing principle, emphasising the danger of a flood of
(possibly spurious) claims.** Moreover, acceptance of such a claim would
allow redress for injured feelings, which the majority was reluctant to em-
brace, in the absence of a clear common law principle.*> In an exhaustive
review of the authorities, Parker C]J interpreted the early English cases
relied on by Warren and Brandeis narrowly, on the conventional grounds
of either breach of trust or equity’s jurisdiction to intervene to protect
the plaintiff’s property, and the obiter dicta in the American cases which
supported the existence of a right of privacy were dismissed. Denying any
wider principle protecting a plaintiff’s feelings, the majority concluded
that the right of privacy had not found an abiding place in New York law,
and could not be incorporated ‘without doing violence to settled princi-
ples of law’.%% In emphasising the formal basis of equity’s jurisdiction, the
majority effectively ignored the efforts made by Warren and Brandeis to
separate privacy from property interests, and the pains they took to base
their right to privacy on the principle of inviolate personality.*” Indeed,

4 Ibid., 543. %2 [1897] 2 QB 57.

43 The scope of the rule might have been uncertain or it could simply have been overlooked.
The development of the tort of intentional infliction of mental distress in the United
States belongs to a separate and slightly later chapter in American tort law: see 245-7
below.

44 171 NY 538 (1902), 545.

45 Ibid., 5467, citing H. S. Hadley, “The Right to Privacy’ (1894) 3 Northwestern U L
Rev 1, challenging the Warren and Brandeis thesis on the basis that equity had no concern
with the feelings of an individual or with considerations of moral fitness, except in cases
where the inconvenience or discomfort which an individual might have suffered was
connected with the possession or enjoyment of property.

46 171 NY 538 (1902), 556.

47 See Warren and Brandeis, “The Right to Privacy’, 205.
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the majority opinion arguably reflected the formalist approach for which
late nineteenth-century jurisprudence has been heavily criticised.*®

The dissenting minority took a more dynamic and flexible view of the
Court’s powers, stressing the need to extend the principles of the common
law to remedy a wrong made possible by changing social conditions and
commercial practices and rejecting the majority’s insistence on basing
the issue of liability on the invasion of a property interest. The right of
privacy was regarded as a complement to the right to the immunity of
one’s person since the common law had always regarded one’s person
and property as inviolate.?® Relying on the Warren and Brandeis analogy
with private writings and other products of the mind, Gray J took the view
that a writer had been protected in his right to a literary property in a
letter against unauthorised publication, because it was property to which
the right of privacy attached.’® Consequently, according to the minority
view, the plaintiff had the same property in the right to be protected
against the use of her face for commercial purposes as she would have had
if the defendants were publishing her literary compositions. If her face or
her portraiture had value, then the value was exclusively hers until she
granted the use to the public.

While Parker CJ for the majority felt that the Court could not grant a
new remedy, thereby creating a new right of privacy, he did note that the
legislature could intervene to create legislation prohibiting the unautho-
rised use of another’s name or picture in advertising.’! Accordingly, ‘no
embarrassment would result to the general body of the law’ since the rule
would only be applicable to the specific cases provided for by statute.>?
In the event, the decision in Roberson received widespread and immedi-
ate criticism both in academic circles®® and amongst the general public,
leading one of the majority judges to take the unusual step of writing
an article in defence of the decision.>® As a result, in the following year
the New York legislature intervened and enacted a statute making the
unconsented use of a person’s name, portrait or picture for advertising,
or for the purposes of trade, both a tort and a misdemeanour.”®

48 See Leebron, ‘Privacy in Tort Law’, 796.  4° 171 NY 538 (1902), 564.

0 Ibid. 5! Ibid., 545. % Ibid.

53 See Note, ‘An Actionable Right of Privacy? Roberson v. Rochester Folding Box Co.” (1902)
12 Yale L] 35.

54 See D. O’Brien, “The Right of Privacy’ (1902) 2 Colum L Rev 437, which sought to
address the criticisms made by ‘such a well informed and conservative’ journal as the
New York Times on 23 August 1902 (ibid., 438).

55 NIY Sess. Laws 1903 Ch. 132 ss. 1-2. The section exists in the same form in the New
York Civil Rights Law §§50—1. It is the only type of invasion of privacy that New York
recognises, and has been narrowly construed (see Messenger v. Gruner & Fahr Printing
and Pub., 208 F 3d 122 (2nd Cir. 2000), 125). The courts have refused to accept that
other categories of invasion of privacy are actionable at common law, insisting that the
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In stark contrast to the decision in Roberson, three years later, in Pavesich
v. New England Life Insurance Co.,>® the Supreme Court of Georgia recog-
nised the existence of a right of privacy at common law. The plaintiff, an
artist by profession, brought an action based on defamation and invasion
of privacy against the defendants for publishing his picture, accompanied
by a false testimonial, in their advertisements for life insurance. Giving
the judgment of the Court, Cobb J conceded that the complete absence
of a precedent for an asserted right should make the courts tread with
caution, but noted that such an absence did not amount to a conclu-
sive denial of the existence of a right.>” With its emphasis on underlying
principles, Cobb J’s judgment has a distinct natural rights tone, starting
from the proposition that, although an individual surrenders to society
many rights and privileges which he would be free to exercise in the state
of nature in exchange for the benefits which he receives as a member of
society, he is not presumed to have surrendered all of his rights.>®

In the Court’s view, the foundation of the right of privacy lay in the
instincts of nature. Privacy should be regarded as an absolute right which
would belong to a person in a state of nature, which every person would
be entitled to enjoy within or without society. It would thus take its place
alongside other absolute rights such as the right of personal security and
the right of personal liberty.>® Consequently, one who wished to live a life
of total or partial seclusion could choose the time, place and manner in
which he would submit himself to the public gaze, and a right to withdraw
from the public gaze was ‘embraced within the right of personal liberty’.%°
Thus the Court viewed the right of privacy as a right derived from natural
law, recognised by the principles of municipal law and guaranteed by
the Constitutions of the United States and the State of Georgia in their
provisions declaring that no person should be deprived of liberty except
by due process of law.

Cobb J acknowledged that the main stumbling block in the way of the
recognition of a right of privacy was the fact that its recognition would
inevitably tend to curtail freedom of speech and of the press, though
he regarded both as natural rights which should be enforced with due
respect for each other.®! Having concluded that a right of privacy existed,
derived from a natural law liberty and enforceable in tort without special
damage, Cobb J proceeded to consider the authorities, conceding that all
the early English authorities relied on by Warren and Brandeis were based

balancing of the competing policy considerations underlying recovery for other kinds of
invasions of privacy is a matter for the legislature: see, e.g., Howell v. New York Post Co.,
612 NE 2d 699 (N.Y. 1993), 703.

%6 50 SE 68 (1905). 27 Ibid., 69. 8 Ibid.

% Ibid., 70. %0 Ibid.  ®' Ibid., 73.
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on conventional grounds such as interference with property, breach of
trust, or breach of contract.®? To this extent, he agreed with the decision
of the majority in Roberson, but went on to criticise the conservatism of
the New York Court of Appeals in denying a right which ‘the instincts
of nature’ had proved to exist, and which was not disproved by judicial
decision, legal history and legal writings.®®> The dissenting judgment of
Gray ] in Roberson was adopted in its entirety as an ex post facto justification
of the conclusion which the majority of the Supreme Court of Georgia
had already reached through its natural rights reasoning.%*

Turning to the facts of the case, Cobb ] saw no countervailing consid-
erations concerning freedom of expression and concluded with a passage
which deserves to be repeated in full.

The knowledge that one’s features and form are being used for such a purpose, and
displayed in such places as such advertisements are often liable to be found, brings
not only the person of an extremely sensitive nature, but even the individual of
ordinary sensibility, to a realization that his liberty has been taken away from him;
and, as long as the advertiser used him for these purposes, he cannot be otherwise
than conscious of the fact that he is for the time being under the control of another,
that he is no longer free, and that he is in reality a slave, without hope of freedom,
held to service by a merciless master; and if a man of true instincts, or even
ordinary sensibilities, no one can be more conscious of his enthralment than he is.

Needless to say, the defendant’s appeal was dismissed, on the grounds
of both invasion of privacy and libel, since it was also held that the pub-
lication of the advertisement was libellous in that the publication of the
fictitious testimonials falsely suggested that the plaintiff had told a wilful
falsehood either gratuitously or for consideration, when in fact he did not
hold a policy with the defendant life assurance company.®’

The contrasts between Pavesich and Roberson are deeper than the oppo-
site results reached in each case. The decision in Roberson emphasised the
limits of the courts’ powers in creating new law and the practical dangers
that would result from the assumption of such a power. The court called
for legislative intervention, before its detailed and highly formal analysis
of the case law denying a remedy for lack of formal authority. In stark
contrast, the unanimous decision of the Supreme Court of Georgia in
Pavesich laid emphasis on broad principles rather than a strict and formal
analysis of the relevant precedents, which were invoked ex post facto to
justify a conclusion which had already been reached. The general struc-
ture of the decision in Roberson resembles, in broad terms, the traditional
English style of reasoning more closely than the decision in Pavesich. This
reflects some fundamental differences in the patterns of legal reasoning

92 Ibid.,75. 93 Ibid.,78.  °* Ibid.,79. 95 Ibid., 81.
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and legal theory which continue to account for the divergences between
English and American law, and are explored below.%®

As Prosser later noted,%” Pavesich became the leading case and the
courts in most states decided to follow the lead taken by the Supreme
Court of Georgia in Pavesich rather than adopt the conservative stance
taken by the New York Court of Appeals in Roberson. The details of
the subsequent developments in each jurisdiction need not be traced
here. What is important to note, for present purposes, is that the prob-
lem of the unauthorised use of a person’s name or likeness was one of the
particular problems which Warren and Brandeis sought to redress with
their proposal for a right to privacy. It featured in some of the early cases
where the existence of a right of privacy was mooted, and was obviously
the gravamen of the complaint in Roberson and Pavesich. Conscious of the
limitations of the pre-existing causes of action based on damage to repu-
tation, property interests or breach of confidence, Warren and Brandeis
sought greater protection for interests of personality through the right
they identified as the right to inviolate personality.

Inviolate personality and the accretion of proprietary attributes

It is important to note that although the right of privacy was originally
conceived as a right of inviolate personality, it quickly began to develop
distinctly proprietary attributes. The process of designating a particular
right as a ‘property’ right often involves no more than placing a descriptive
label on that right; the term ‘property’ is used in a metaphorical sense, and
the categorisation does not have any inherent significance.®® However,
looking behind the label or terminology used by the courts, and examining
the substance of the interests, it is clear that in the earliest right of privacy
cases, the courts were protecting interests of an essentially economic or
proprietary nature rather than dignitary interests in inviolate personality.

For example, in an early right of privacy case, Edison v. Edison Polyform
Mfz Co.,% the celebrated inventor Thomas A. Edison brought an action
to restrain a company from using (i) his name as their corporate name, and
(i1) his name and picture in advertisements for a medicinal preparation,
Polyform, which he had invented several years previously and had sold to
the defendants.”® The assignment did not give the defendants permission

66 See, further, 189-98 below. 67 Prosser, ‘Privacy’, 386.

68 See 276-86 below.  ° 67 A 392 (1907).

70 Ibid. In this respect, the case differs markedly from two early English cases involving
the unauthorised use of the names of eminent surgeons (Dockrell v. Dougall (1899) 15
TLR 333 and Clark v. Freeman (1848) 11 Beav 112) in that the English cases involved
what were essentially quack medicines. Consequently, the essence of the complaint in
each case was injury to reputation, although, in the event, both claims for libel were
unsuccessful. See, futher, 266—8 below.
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to use Edison’s name and picture in connection with the medicine. The
Court of Chancery of New Jersey held that the cases on the law of unfair
trade had no application since the defendants did not pass off their goods
as being goods of Edison’s manufacture, but, rather, held out that he was
connected with the enterprise and was supervising its work by certifying
that the preparation was made according to the Edison formula.”! The
action for invasion of privacy succeeded, and Stevens VC noted that: ‘[i]f
a man’s name be his own property...it is difficult to understand why
the peculiar cast of one’s features is not also one’s property, and why its
pecuniary value, if it has one, does not belong to its owner, rather than
to the person seeking to make unauthorized use of it’.”> Thus Edison
differed from the two leading privacy cases, Roberson and Pavesich, in that
the plaintiff was well known, and, significantly, the right of privacy was
seen as being capable of remedying injuries to interests of an economic
nature in addition to injuries to inviolate personality.

In another early case, Munden v. Harris,”> the plaintiff, a young boy
suing through his next friend, brought an action for an injunction and
damages for the unauthorised use of his picture in an advertisement for
jewellery, on its face a claim for injured feelings or dignity. However,
in giving judgment for the plaintiff, Ellison ], sitting in the Kansas City
Court of Appeals, noted that a person might have a peculiarity of ap-
pearance from which he might benefit if it was used in advertising or
merchandising. In such a case, ‘[i]t is a right which he may wish to ex-
ercise for his own profit, and why may he not restrain another who is
using it for gain? If there is value in it, sufficient to excite the cupidity of
another, why is it not the property of him who gives it the value and from
whom the value springs?’’* The Court concluded that a person had ‘an
exclusive right to his picture on the score of its being a property right of
material profit’, 7> and that general damages could be recovered without
proving specific loss.”® Although the use of the property label might not
have been inherently significant, looking behind the label what was clear
was the Court’s acknowledgement of the economic or proprietary interest
that any person might have in his own image.””

Again the economic aspect was stressed in Flake v. Greensboro News
Co.,”® where the Supreme Court of North Carolina allowed a claim
for invasion of privacy by a radio announcer and dancer blessed with a

71 67 A 392 (1907). Cf. the discussion of classical passing off and ‘connection misrepre-
sentation’ in English law, 72—-84 above.

72 67 A392(1907). " 134 SW 1076 (1911).

™ Ibid., 1078.  7® Ibid., 1079. 7 Ibid.

77 In referring to the value which excited the cupidity of another, Ellison ] was essentially
giving expression to the unjust enrichment rationale for a remedy for appropriation of
personality. See, further, 311-13 below.

78 195 SE 55 (1938).
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sylph-like figure, after her photograph had been used without her consent
in an advertisement for bread. The Court stated that if it were conceded
that a person’s name or features could be a valuable asset for the purposes
of advertising, then it followed that such features could not be used for
advertising purposes without the consent of the owner,’’ although the
damages awarded were nominal in view of the fact that the plaintiff’s pho-
tograph was used mistakenly and of the defendants’ offer of an apology.

However, it should be noted that in other cases involving appropriation
of name or likeness in advertising the courts disregarded any economic
interests and focused purely on the injury to feelings or dignity. For exam-
ple, in Fairfield v. American Photocopy Equipment Co.,2° where a lawyer’s
name was used without his consent in an advertisement for a photocopy-
ing machine, the California Court of Appeals stated that the gist of the
cause of action for invasion of privacy was a wrong of a personal character
resulting in injury to the plaintiff’s feelings, without regard to any effect
which the publication might have on a person’s property, business, pecu-
niary interests, or standing in the community.?! In other cases, the courts
stressed that, although the right of privacy was intended primarily for the
protection of an individual’s personality against unlawful invasion, dam-
ages might include ‘recovery for a so-called “property” interest inherent
and inextricably interwoven in the individual’s personality’, although it
was injury to the person not to property which established the cause of
action.®?

Thus, in addition to protecting essentially dignitary interests in cases
such as Pavesich, a broad range of both economic and dignitary interests
were being protected under the rubric of privacy. Economic interests
need not necessarily be limited to existing trading interests, and might
include some other valuable but latent recognition value.®? It is not
clear from the report in Edison whether the plaintiff was involved in the
business of exploiting his own name. However, any unrealised potential
was quickly seized upon by the defendants who were clearly aware of the
benefits of using Edison’s name on their products and as part of their
trading name. Similarly, it is not clear whether the plaintiff in Flake had
exploited the commercial value of her sylph-like figure, although the ad-
vertisers benefited from its association with their bread. The plaintiffs
both in Edison and in Flake were well known, but in Fairfield v. American
Photocopy Co. and in Munden v. Harris the plaintiffs were unknown, and
their images had no obvious commercial value. While the court in Fazrfield

7 Ibid., 64. 80 201 P 2d 194 (1955). 8! Ibid., 197.

82 Gautier v. Pro-Football Inc., 106 NYS 2d 553 (1951), 560 aff’d 107 NE 2d 485 (1952),
560 (claim for invasion of privacy under the New York Civil Rights Law).

83 See 8-10 above.



Privacy and publicity in the United States 159

stressed that the injury suffered by the plaintiff lawyer was purely an injury
to his dignitary interests, in Munden the court took the view that com-
mercial value could lie in the image of an unknown person and essentially
that what was worth taking was worth protecting.

It is difficult to draw any neat division between the multifarious de
facto interests that different people might enjoy in their image. What the
development of the law of privacy in the United States shows is that the
new right could be used to protect a whole spectrum of economic and
dignitary interests ranging from existing trading interests through to in-
terests in feelings or sensibilities. Yet, even such a broad and expansive
legal category as the right of privacy has boundaries, however ill defined.
It soon became clear that the right of privacy was being used to secure
protection for an extraordinarily disparate range of interests, resulting in
considerable conceptual confusion regarding the proper scope and doc-
trinal basis for the right of privacy, with various competing conceptions
of the right, considered below, being offered. Moreover, the difficulty in
reconciling a right to privacy with a right to prevent the unauthorised
commercial exploitation of essentially economic attributes in personality
proved to be considerable, and led to the development of a separate right
of publicity, outlined in the succeeding section.

It is necessary to draw clear distinctions between the two alternative
bases of liability: the right of privacy and the right of publicity, and the
underlying economic and dignitary interests that these causes of action
protect. While the historical link between the development of the right
of privacy and the problem of appropriation of personality in the United
States is strong, the conceptual link is less certain. Despite the fact that
appropriation of personality and the right of privacy might seem to be
inextricably intertwined, there is no necessary conceptual link between a
general right to privacy and the problem of appropriation of personality.
Indeed, this point is particularly relevant when considering legal systems,
particularly the Anglo-Australian system, where the problem of a remedy
for appropriation of personality is often tied to the question of the desir-
ability of introducing a general right to privacy. It is perfectly possible to
develop a specific common law remedy for appropriation of personality
while a separate debate concerning the desirability of a general right of
privacy proceeds.?*

Conceptions of privacy

In the United States the new legal category, cast in the broad terms of a
right ‘to be let alone’, had obvious attractions for litigants seeking redress

84 See, generally, 238-41 below.
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for increasingly disparate forms of damage to a number of different
interests. In this respect, in its early years privacy was merely a resid-
ual category of tort law, covering cases where the harm was emotion-
ally based.?> Indeed, Prosser believed that when the tort of intentional
infliction of mental suffering became fully developed and received gen-
eral recognition, the great majority of privacy cases would possibly be
absorbed into it.8¢ However, this did not happen, and, partly due to
the efforts of Prosser himself,?” privacy remains an important, though
rather ill-defined, legal category in American law. This indeterminacy is
reflected in the traditional fear of recognising a right of privacy in English
law: that it is an over-broad and hopelessly vague concept with uncertain
limits and possibly harmful consequences for freedom of expression.?®
Undoubtedly, the concept of privacy has ‘a protean capacity to be all
things to all lawyers’®® and its very vagueness lends itself well to manipu-
lation. Thus, with varying levels of generality, the essence of the right of
privacy has involved: the right to be ‘let alone’;’° the protection of human
dignity or inviolate personality;°! a person’s control over access to infor-
mation about himself;’? a person’s limited accessibility to others;*> and
autonomy or control over the intimacies of personal identity.?*

It is clear that these conceptions are influenced by the disparate range
of activities that both laymen and lawyers commonly regard as involving
damage to interests in personal privacy. These range from what many
would regard as the core concerns of privacy, for example, the unau-
thorised use of personal data, the activities of peeping toms, long-lens
surveillance, the taping of personal conversations, etc., to activities that
might be regarded as being at the periphery of any notion of privacy,
such as harassment, insulting behaviour or the depiction of a person in a
false and unfavourable light. The most important competing conceptions
of privacy demand to be examined in order to determine the place that
appropriation of personality occupies in these rival schemes, and whether
it is a core or peripheral concern of privacy law.

It should be noted at the outset that we are solely concerned with the
common law tort of invasion of privacy rather than the constitutional right

85 See G. E. White, Tort Law in America — An Intellectual History (Oxford, 1980), 174.

86 Ibid., citing Prosser’s 1955 edition of The Law of Torts.

87 See text below. 88 See 200-2 below.

89 T. Gerety, ‘Redefining Privacy’ (1977) 12 Harv CR-CL Law Rev 233, 234.

90 Warren and Brandeis, “The Right to Privacy’, 205.

9L E. J. Bloustein, ‘Privacy as an Aspect of Human Dignity: An Answer to Dean Prosser’
(1964) NYULRev. 962, 1001.

92 C. Fried, ‘Privacy’ (1968) 77 Yale LJ 475, 493.

93 R. Gavison, ‘Privacy and the Limits of Law’ (1980) 89 Yale LJ 421, 423.

94 Gerety, ‘Redefining Privacy’, 236.
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of privacy. The constitutional right developed later,”® applying primarily
as a control on government rather than as a control on the conduct of pri-
vate individuals, and affording protection against, for example, unreason-

able search and seizure®® or interference with personal decisions relating

to marriage and family relationships such as the use of contraceptives®’ or

decisions concerning abortion.’® As such, the constitutional right is very
different in scope and much narrower than the common law tort,”® since
it reflects different notions of the appropriate behaviour of government
officials as compared to private individuals.!%°

The reductionist paradigm

From an examination of the 300 or so cases that had been reported by
1960, Prosser concluded that the right of privacy was not one tort, but
encompassed ‘four distinct kinds of invasion of four different interests of
the plaintiff. .. tied together by the common name, but otherwise have
almost nothing in common except that each represents an interference
with the right of the plaintiff, in the phrase coined by Judge Cooley,
“to be let alone”’.!%! Prosser identified the following four torts, which
he argued were subject to their own discrete rules: ‘(i) intrusion upon
the plaintiff’s seclusion or solitude; (ii) public disclosure of embarrassing
private facts about the plaintiff; (iii) publicity which places the plaintiff in

a false light in the public eye; and (iv) appropriation, for the defendant’s

advantage, of the plaintiff’s name or likeness’.!°?> However, despite his

95 See, generally, R. F. Hixson, Privacy in a Public Society (New York, 1987), Ch. 4.

96 See, e.g., Stanley v. Georgia, 394 US 557 (1969).

97 See Griswold v. Connecticut, 381 US 479 (1965).

98 See, e.g., Roe v. Wade, 410 US 113 (1973).

99 See, e.g., Morrisv. Danna, 411 F Supp. 1300 (1976), 1303, citing Prosser’s quadripartite
classification (see text below); Rosenberg v. Martin, 478 F 2d 520 (1973) (constitutional
right to privacy could not be equated with the statutory right under New York law).
The constitutional right is arguably more concerned with personal autonomy than with
personal privacy: see, e.g., L. Henkin, ‘Privacy and Autonomy’ (1974) 74 Colum L
Rev 1410, 1425.

100 See P. L. Felcher and E. L. Rubin, ‘Privacy, Publicity, and the Portrayal of Real People
by the Media’ (1979) 88 Yale LJ 1577, 1584. See, generally, J. Rubenfeld, “The Right
of Privacy’ (1989) 102 HarvLRev 737.

101 “privacy’, 389.

102 134, Cf. G. DicKler, “The Right of Privacy’ (1936) 70 USLRev 435, 4356, providing an
earlier (and less influential) grouping under three labels: (i) intrusions on the personal
life and affairs of others; (ii) disclosures of personal thoughts, habits, manners and
affairs, etc.; and (iii) appropriations, involving elements of unfair trade practices and
appropriation of potential profits. This latter class, Dickler argued, was different in
that although the element of mental anguish was often present, it was not essential for
recovery and was primarily concerned with preventing the defendant’s unwarranted
advancement of his own commercial interests.
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assertion to the contrary, Prosser only identified three interests that were
protected by his four torts scheme.!%® First, the intrusion tort protected a
primarily mental interest which had been useful in filling out the gaps left
by trespass, nuisance and the intentional infliction of mental distress.!%*
Second, both the disclosure tort'%® and the false light tort!%® protected an
interest in reputation, with the same overtones of mental distress that are
present in defamation. Third, the appropriation tort protected ‘not so
much a mental as a proprietary [interest] in the exclusive use of the
plaintiff’s name and likeness as an aspect of his identity’.1%”

The categories are largely self-explanatory. The first tort, intrusion,
deals with what is close to the popular notion of invasion of privacy, where
a person’s seclusion or solitude is invaded.!%® The tort was soon extended
beyond purely physical intrusion to cover activities such as eavesdropping
on a person’s private conversation by means of wire-tapping or through
the use of microphones,!? the main limitations being the requirements
that the intrusion must be offensive to a reasonable man, and that the
subject matter of the intrusion was something which the plaintiff would
be entitled to regard as private.!!° While the intrusion tort protects what
Prosser referred to as primarily a mental interest, the second tort, dis-
closure, protects an interest in reputation. This is apparent from the fact
that the tort is concerned with a public disclosure of private facts which
would be offensive and objectionable to a reasonable man of ordinary
sensibilities.!!! Prosser’s third tort, publicity placing a person in a false
light, also protects an interest in reputation and is very closely related to
the tort of defamation, although it goes beyond the bounds of the tort of
defamation in protecting sensibilities or feelings rather than reputation
stricto sensu.'!?

103 A fact noted by Bloustein, ‘Privacy as Human Dignity’, 965, and H. Gross, ‘The
Concept of Privacy’ (1967) 42 NYULRev 34, 46.

104 progser, ‘Privacy’, 392. 105 Ibid., 398. 190 Ipid., 400. 197 Ibid., 406.

108 Cf, Kaye v. Robertson [1991] FSR 62 and see 202—11 below. Cf. Barber v. Time Inc. 159
SW 2d 291 (1948).

109 See Prosser, ‘Privacy’, 390. In the United Kingdom, the Younger Committee took

the view that no further legal protection beyond the established legal categories was

necessary to prevent intrusions on home life by prying neighbours, landlords and others:

see Report of the Committee on Privacy, Cmnd 5012 (London, 1972), paras. 119-20.

See Prosser, ‘Privacy’, 391.

See, e.g., Melvin v. Read 297 P 91 (1931) (actionable invasion of privacy where the
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tion primarily through the tort of defamation and the action for breach of confidence:

see 207-11 and Chapter 9 below.

12 Gee, further, Chapter 9.
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The category of primary interest for present purposes is the fourth:
appropriation.!!®> Prosser recognised that appropriation was a different
matter from the other three categories and argued that the interest pro-
tected was ‘not so much a mental as a proprietary one, in the exclusive
use of the plaintiff’s name and likeness as an aspect of his identity’.11*
The ambit of the appropriation category was governed by two main rules.
First, the law would only protect a person’s name as a symbol of his iden-
tity and would not protect the name in itself from being adopted by others;
the existence of several thousand John Smiths showed that there was no
right to the exclusive use of a name.!!® Secondly, as a consequence of the
first rule, liability would only arise when a defendant pirated the plain-
tiff’s identity for his own advantage. Although some statutes required that
the plaintiff could show that the defendant had derived some pecuniary
advantage, Prosser noted that the common law was not so limited and a
defendant could be liable where, for example, he had used the plaintiff’s
name in a petition, or a telegram, or as the name of the father on a birth
certificate.!'% Although it might have been argued that the use of a per-
son’s name in a defendant’s newspaper or magazine was a use for the
defendant’s advantage, the courts had given greater weight to free speech
considerations and had held that incidental inclusion of a person’s name
or likeness in a newspaper, book or magazine was not actionable.!!”

Prosser saw little point in discussing, as some courts had done, whether
the right should be classified as a property right, since, even if it was not a
property right, once it was protected by law it was a right of value which
the plaintiff could exploit by selling licences. Indeed, in his view, evidence
of its proprietary nature could be seen from the fact that an exclusive li-
censee had a ‘right of publicity’ which entitled him to prevent the use of
the name or likeness by a third person.!!® The phrase ‘right of publicity’
was only mentioned in passing and was merely used as a label for the right
of a licensee in the privacy cases that were concerned with commercial

13 Pprosser, ‘Privacy’, 401, made the rather strange assertion that there was little indication
that Warren and Brandeis intended to direct their article at what was, in his scheme,
the fourth branch of the tort, the exploitation of attributes of the plaintiff’s identity,
although, as noted above, Warren and Brandeis expressed particular concern at the
‘unauthorised circulation of portraits of private persons’ (“The Right to Privacy’, 195);
see text accompanying notes 7 to 10 above. It is difficult to imagine that the cases cited
by Warren and Brandeis could come more clearly within Prosser’s fourth category, and
equally difficult to see how they could fall within any other of his categories.

114 progser, ‘Privacy’, 406.

115 Amongst the authorities Prosser cited in support of this proposition were two En-
glish cases, DuBoulay v. DuBoulay (1869) LR 2 PC 430 and Cowley v. Cowley [1901]
AC 450.

116 See Prosser, ‘Privacy’, 405, note 180, and the references cited.

U7 Ibid., 405. 18 Ibid., 407.
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appropriation, possibly because he did not want to disrupt his ‘four torts’
conceptual scheme by dividing the fourth tort into two, with an ‘appro-
priation privacy’ tort dealing with the mental distress aspect and a ‘right
of publicity’ dealing with the economic aspect.!!® Other leading con-
temporary American tort scholars such as Harper and James were more
aware of this distinction, and recognised that the two unrelated ideas of
emotional distress (which most ordinary people would suffer) and purely
financial loss (suffered by public figures) produced a legal schizophrenia
which was not conducive to clarity of thought. In their view, a public fig-
ure would suffer from an invasion of an interest in publicity rather than
an interest in privacy, and the law should draw an appropriately sharp
distinction between cases involving financial considerations and cases in-
volving purely emotional disturbances such as grief, humiliation and loss
of personal dignity.!?° Ultimately, it became impossible to reconcile the
notion of a purely commercial exploitation of personality with a right of
privacy, as was seen by the development of the right of publicity, traced
in the text below.

Despite these shortcomings, Prosser’s re-interpretation of the law of
privacy proved to be hugely influential, and was adopted by the Amer-
ican Law Institute in the second Restatement.!?! The fact that it was
so influential, and so readily accepted, was not particularly surprising,
given the need for an organising framework for such a diverse body of
case law and Prosser’s status as the leading contemporary tort scholar.!??
However, his views did not reign unchallenged.

A holistic conception

Four years later Bloustein proposed a general theory of individual pri-
vacy which attempted to reconcile the divergent strands of legal devel-
opment and to re-establish privacy as a single, unified, legal concept.!??
Following a detailed critique of Prosser’s analysis, Bloustein argued that

19 See J. T. McCarthy, The Rights of Publicity and Privacy, 2nd edn (New York, 2001),
§1.23.

120 The Law of Torts (Boston, 1956), 689-90.

121 See Restatement, Second, Torts (1977) §652. The order of the categories was changed

slightly, the new order being: (1) intrusion upon solitude or seclusion; (2) appropriation

of name or likeness; (3) disclosure of private facts; and (4) publicity placing the plaintiff

in a false light.

For an account of Prosser’s contribution to tort law in America in general and the tort

of invasion of privacy in particular, see G. E. White, Tort Law in America, Ch. 5, esp.

173-6. Prosser’s framework has also provided the basis for studies of the developing law

of privacy in other jurisdictions. See, e.g., D. J. McQuoid-Mason, The Law of Privacy in

South Africa (Cape Town, 1978), which also provides an account of the law of privacy

in several common law and civil law jurisdictions.

123 Bloustein, ‘Privacy as Human Dignity’, 962.
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a common thread of principle running through all the cases could be
discerned: the principle which Warren and Brandeis had identified as
‘inviolate personality’.!?* The interest served in the privacy cases was
in some sense a spiritual interest rather than an interest in property or
reputation and the nature of the injury in a case of invasion of privacy,
like the torts of assault, battery and false imprisonment, was an injury to
a person’s individuality and dignity. Accordingly, the legal remedy repre-
sented a social vindication of the human spirit rather than compensation
for loss suffered.!?> Bloustein acknowledged that ‘the words that we use
to identify and describe basic human values are necessarily vague and ill
defined’,'?® yet he was rather more successful in outlining why the inter-
est was important enough to merit legal protection than in delineating the
right.!?” In terms of definition, his conception of privacy was hopelessly
vague. 28

In order to fit in with his general thesis, Bloustein was forced to treat
the appropriation cases as being concerned with the protection of purely
dignitary interests. According to his interpretation, cases such as Pavesich
involved the plaintiff’s interests in preserving his own personal dignity,
rather than injuries to the plaintiff’s proprietary interests as in Prosser’s
scheme.!? He argued that the use of a person’s photograph for advertis-
ing purposes had tendencies to degrade and humiliate, and only differed
from other aspects of invasion of privacy, such as disclosure of private
facts, in that the sense of personal affront and indignity would be pro-
voked by the association of a person’s name or likeness with a commercial
product, simpliciter.'3° What was ‘demeaning and humiliating’ was the
‘commercialization of an aspect of personality’,!?! and in a passage redo-
lent of Cobb J’s dictum in Pavesich v. New England Life Insurance Co.,'>?
Bloustein argued that:

[n]o man wants to be ‘used’ by another against his will, and it is for this reason that
commercial use of a personal photograph is obnoxious. Use of a photograph for
trade purposes turns a man into a commodity and makes him serve the economic
needs and interests of others. In a community at all sensitive to the commercial-
ization of human values, it is degrading to thus make a man part of commerce
against his will.!3?

124 Ibid., 1001. 125 Ibid., 1002-3. Cf. 21-3 above.

126 1pid., 1001. 127 Gross, “The Concept of Privacy’, 53.

128 See G. Dworkin, “The Common Law Protection of Privacy’ (1967) 2 U Tas LR 418,
433,

129 Bloustein, ‘Privacy as Human Dignity’, 986.

130 1pid., 986-7. 13! Ibid., 987.

132 See note 57 above and accompanying text.

133 Bloustein, ‘Privacy as Human Dignity’, 988.
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In Bloustein’s view, in most cases the name or likeness which was used
had no intrinsic commercial value, or at best a purely nominal value
which would not justify the costs of a legal action.!>* This involved play-
ing down ‘some few of the cases’!®® where the plaintiffs’ images had a
de facto commercial value, cases which, Bloustein suggested, had led
Prosser and others such as Nimmer to the mistaken conclusion that the
interest involved was a proprietary one. This purely dignitary analysis was
distinctly at odds with the existence of the right of publicity, protecting
predominantly commercial interests in personality, which had been devel-
oping in the eleven years prior to his article.!?® According to Bloustein,
the very existence of a right of publicity depended on the fact that a
name and likeness could only command a commercial price in a society
which recognised a right to privacy allowing a person to control the con-
ditions under which his name or likeness were used: there was no right
of publicity, but ‘only a right, under some circumstances, to command
a commercial price for abandoning privacy’.!>” Every man had the right
to prevent the commercial exploitation of his personality ‘not because
of its commercial worth, but because it would be demeaning to human
dignity to fail to enforce such a right’.!*® Clearly, this analysis was the
result of viewing appropriation of personality purely from the dignitary
interests perspective, thus making it an aspect of an affront to human dig-
nity which constituted the essence of invasion of privacy in Bloustein’s
scheme. This overlooked the fact that, in reality, advertisers would not
pay famous people such as sports and entertainment personalities for giv-
ing up their privacy, but would pay because such persons’ images already
had a ‘recognition value’.!3°

While Bloustein sought to challenge Prosser’s reductionist approach
by arguing that Prosser’s four torts could be encompassed within a sin-
gle concept of privacy, underpinned by a single unifying principle, the
resulting alternative holistic conception of privacy and its underlying
principle was hopelessly vague. In short, Bloustein was trying to do
too much and other challenges to Prosser’s account have been more
successful.

Reductionism reappraised: a core conception of privacy

Perhaps the strongest and most thoughtful attack on the reductionist
approach can be seen in the argument, propounded by Gavison, which

134 Ibid., 987. 135 Ibid.,988. 135 See 171-9 below.

137 Bloustein, ‘Privacy as Human Dignity’, 989. 138 Ibid.

139 See A. D’Amato, ‘Comment on Professor Posner’s Lecture on Privacy’ (1978) 12
GaLRev 497, 499. See also Lugosi v. Universal Pictures Cal. 603 P2d 425 (1979), 438.
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restores privacy as a unitary legal concept, reflecting our extra-legal no-
tions of privacy rather than breaking it down into component interests.!4°
Although the appeal of the reductionist approach lies in underlining the
fact that privacy is seldom protected in the absence of some other interest,
the danger in this approach is that it might lead to the conclusion that
privacy is not an important value and that its loss should not elicit legal
protection.!*! If the concept is viewed as being largely parasitic and entails
that protection may be secured by protecting separate primary interests
such as property or reputation, its conceptual distinctiveness becomes
uncertain.'#? Gavison argues that everyday speech reveals that the con-
cept of privacy is coherent and useful in three different, but related,
contexts: (i) as a neutral concept, which allows us to identify when a
loss of privacy has occurred; (ii) as a distinctive value, since claims for
legal protection of privacy are compelling only if losses of privacy are
undesirable for similar reasons; and (iii) as a legal concept, that enables
us to identify those occasions calling for legal protection. Accordingly,
(1) losses of privacy, (ii) invasions of privacy and (iii) actionable viola-
tions of privacy are related in that each is a subset of the previous cat-
egory. While reductionist analyses of privacy deny the utility of privacy
as a separate concept and sever these conceptual links, Gavison argues
that the use of the word ‘privacy’ in all three contexts reinforces the belief
that they are linked and suggests that privacy is a distinct and coherent
concept in all of these contexts.!*> The proposed neutral concept of pri-
vacy starts from the premise that an individual enjoys perfect privacy
when he is completely inaccessible to others (obviously impossible in
any society). This has three components: (i) the amount of informa-
tion known about an individual; (ii) the attention paid to an individ-
ual; and (iii) the degree of physical access to an individual. These three
elements of secrecy, anonymity and solitude are arguably distinct but
interrelated, providing a richer definition than any centred around only
one element, and better explain common intuitions as to when privacy is
lost. 144

However, any formulation of a core concept of privacy involves reject-
ing some claims which lie at the periphery. While the core encompasses
typical invasions of privacy, such as the collection and dissemination of
personal data, peeping toms, watching and photographing individuals,
intruding into private places, eavesdropping and wiretapping, it does not
include such activities as insulting, harassing or persecuting behaviour,

140 R, Gavison, ‘Privacy and the Limits of Law’ (1980) 89 Yale L] 421, 424.
141 1pid. 142 R. Wacks, Personal Information (Oxford, 1989), 18.
143 Gavison, ‘Privacy and the Limits of Law’, 423. 144 1pid. . 428-9.
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presenting individuals in a false light, unsolicited mail and unwanted
phone calls; neither does it include commercial exploitation. Although
such invasions of privacy might all be included in an all-embracing and
rhetorically forceful notion such as the ‘right to be let alone’,'*> such
an approach covers almost any conceivable claim that might be made
and denies any distinctiveness and meaning which invasion of privacy
might have.!#® Similarly, although the coherence of privacy might lie in
its relationship with human dignity, this does not always hold true. There
are ways to offend human dignity and personality that have nothing to
do with privacy; having to beg or sell one’s body in order to survive
is an affront to dignity, but does not involve a loss of privacy. Gavison
expressly rejects commercial exploitation of personality as an aspect of
privacy, noting that privacy ‘can be invaded in ways that have nothing
to do with such exploitation’,'4” citing governmental wiretapping as an
obvious example of an invasion of privacy with no hint of commercial
exploitation.'® Similarly, ‘there are many forms of exploitation that do
not involve privacy under the broadest conception’; individuals may be
commercially exploited if they are compensated for their services at rates
below the market price, although this does not seem to involve loss of
privacy.!%’

Such an approach falls some way short of the somewhat extreme posi-
tion that commercial exploitation never involves invasion of privacy. This
involves reasoning along the lines that: (i) commercial appropriation is
concerned with the exploitation of the images of celebrities, (ii) a per-
son’s position as a celebrity is inconsistent with a claim for a right to
privacy, therefore (iii) commercial appropriation has nothing to do with
privacy. The first premise is impossible to defend. Commercial practice
in advertising suggests that this is simply not the case, a fact confirmed
by the non-celebrity status of the plaintiffs in many of the American pri-
vacy cases. The second premise poses greater difficulties. Although there
are certainly problems in reconciling a person’s status as a celebrity with
a claim for privacy, it is rather crude to argue that celebrity will automati-
cally disentitle a person to a right of privacy.!*® A somewhat less extreme
view holds that if, for example, a famous athlete finds that his name is used
without his consent to promote sports equipment, then the essence of the
complaint is the unauthorised commercial exploitation of a commercial
asset; the concern is with the athlete’s public reputation, rather than his

195 Ibid., 437. 146 Ibid., 437-8. 47 Ibid., 440.

148 Ibid., note 61. 4% Ibid.

150 Compare the divergent conclusions reached on this point in Roberson and Pavesich above,
and see text accompanying note 165 below.
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private life.!>! Consider a case where an ordinary person finds his image
being widely used without his consent in an advertisement for life insur-
ance, on similar facts to those in Pavesich v. New England Life Insurance
Co."%2 In such a case, the plaintiff might become subject to unwanted
attention, which would thus affect the plaintiff’s anonymity which, in
Gavison’s scheme, is one of the three core irreducible elements of pri-
vacy, which form the conception of privacy as limited accessibility. Thus
the notion of privacy is relevant, although perhaps not central, in some
cases of appropriation of personality which result in damage to a person’s
dignitary interests. Admittedly, cases where the plaintiffs are celebrities
are more difficult to reconcile with the notion of a right to privacy, as we
shall see in our account of the development of the right of publicity.

Attempts to banish commercial appropriation from privacy altogether
are unrealistic, and involve taking a very broad view of what constitutes
commercial appropriation, ultimately ascribing a commercial value to
practically every image. For example, in Pavesich, the plaintiff’s image
had no intrinsic commercial value, and the advertisers could have used
the image of 1,000 other similar persons at little extra cost or inconve-
nience. Rather, the essence of the plaintiff’s complaint was the damage to
his dignitary interests, which might be protected at law either as part of a
general right of privacy or by a tort of appropriation of personality which
might provide protection for either economic or dignitary interests, or,
in appropriate circumstances, for both aspects. Again this highlights the
basic point that looking at the problem purely from a commercial ap-
propriation perspective, or from an exclusively dignitary right of privacy
perspective,!>? distorts the true picture. Both economic and dignitary
interests have to be taken into account.

Privacy as principle

Alternatively, the choice need not be limited to a simple adoption or re-
jection of the concept of privacy.!** If the notion of privacy is sufficiently
coherent as a social or psychological concept, then the question arises of

151 See D. Gibson, ‘Common Law Protection of Privacy: What to Do Until the Legislators

Arrive’ in L. Klar (ed.) Studies in Canadian Tort Law (Toronto, 1977), 343, 345, arguing
that commercial appropriation ‘has no place in a study of privacy law’; cited by D. Vaver,
‘What’s Mine Is Not Yours: Commercial Appropriation of Personality Under the Privacy
Acts of British Columbia, Manitoba and Saskatchewan’ (1981) 15 UBCL Rev 241,
arguing (255) that ‘[i]t is sterile to argue that appropriation is not a facet of privacy’.

152 See note 56 above and accompanying text.

153 As in Bloustein’s scheme: see text accompanying note 137 above.

154 See P. A. Freund, ‘Privacy: One Concept or Many?’ in J. R. Pennock and J. W. Chapman
(eds.) Nomos XIII Privacy (New York, 1971), 182.
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whether it can be embodied within a legal system, having due regard to
various competing interests. If we define an interest as a claim, demand,
need or concern, and a right as a legally protected interest, then should
privacy be accorded the status of an interest and then a right?!°> While
rules are particularisations that describe the state of the law in a defined
context, being prescriptive, with a relatively high degree of immediacy
and precision, principles may be regarded as more plastic and more use-
ful for predicting and shaping the course of legal development.'>® Thus,
principles occupy the middle ground between abstract philosophical def-
initions and concrete legal applications. While never claiming to provide
an abstract general definition, nor being so determinate in its effects as
simple rules of precedent, the middle ground of principles can possibly
encompass both.!>” Freund argues that the right of privacy is of cardinal
worth as a principle, and that even if it would be seen as misleading to
incorporate a right of privacy into a legal rule, it would be undesirable to
exclude it as the term of a legal principle.!® Indeed, it is worth noting that
Warren and Brandeis sought to avoid the charge of advocating judicial
legislation by arguing that what they envisaged was the mere application
of a pre-existing principle to changing social conditions, rather than the
introduction of a new principle.

Leaving aside the controversial role of rules and principles in gen-
eral jurisprudence,!®® it is perfectly possible to refer to a master rule by
which principles as well as rules of law may be identified. Accordingly, a
court must apply statutory provisions, rules of precedent and the rationes
decidendi of cases, but in a case to which no statutory provision or ratio
decidendi applies, in coming to its decision the court must take into ac-
count principles derived from legislation, rariones decidend:i of relevant
cases and from relevant dicta.'®® Although legislation and binding prece-
dent are the only ultimate sources of law, principles, which embody the
persuasive sources, should not be excluded if only for the reason that prin-
ciples play a considerable part in the solution of legal problems to which
no rule is directly applicable.!®! Nevertheless, it should not be forgotten
that it is possible to find dicta in support of more or less any principle if

155 Ibid., 194. 156 Ibid., 197. 157 Gerety, ‘Redefining Privacy’, 239.
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one takes the view that there are certain principles of law, which, though
not expressed in judgments or statutory provisions, ‘nevertheless must
be held to qualify all that falls from judges in expounding the common
law, and all that is to be found throughout the Statute Book in the vari-
ous acts of Parliament’.1%? The interesting question from an English law
perspective, in the wake of the Human Rights Act 1998, is the extent to
which the fundamental values of the European Convention on Human
Rights will influence the development of the common law. This point is
pursued in the next chapter.

Summary

It is not surprising that such a vague and expansive category as privacy
has received so much attention from academic commentators. The views
outlined above, although broadly representative, are but a small sam-
ple of the voluminous literature that the right of privacy has generated.
The distrust of broad general concepts in systems based on the English
common law tends to militate against the acceptance of a general right
underpinned by a highly abstract principle of inviolate personality such
as that advocated by Bloustein. The advantage of Prosser’s reductionist
account lies in the fact that it manages to reduce a potentially vague con-
cept into a number of autonomous torts, held together under a common
umbrella title. Discussion can then proceed as to whether each or any
of these individual torts can be justified, and whether they are strictly
necessary to protect the interests which lie under the blanket term of
‘privacy’. However, those such as Gavison, who believe in the coherence
of the concept of privacy, in both its legal and extra-legal senses, reject
such a pragmatic account of privacy, and seek to develop a core concept,
which, although covering less ground, is arguably on a sounder concep-
tual footing. If, on the other hand, the principle of privacy is accepted,
as it is in most legal systems, then it is perfectly possible to formulate
rules which give effect to such a principle, without necessarily creating
a new and indeterminate general right of privacy. The experience of the
United States illustrates the problems with such a right, which can easily
be avoided through the formulation of more narrow and specific rules.

The development of the right of publicity in the
United States

Ultimately the right of privacy proved to be an unsatisfactory vehicle for
protecting a person’s economic interests in his name, likeness or voice
and it was not long before the courts and academic commentators were

162 1p4d. , citing Kelly CB in River Wear Commissioners v. Adamson (1876) 1 QBD 551.
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formulating an alternative basis of liability. This became known as the
right of publicity, which was in its embryonic stage in the period when
Prosser and Bloustein proposed their rival conceptions of the right of
privacy. Both effectively ignored this development. Prosser viewed the
appropriation type of privacy as encompassing both economic and dig-
nitary interests, while Bloustein refused to acknowledge the existence of
economic interests in personality which might be the subject matter of
a separate claim, since he preferred to view appropriation of personality
exclusively as an injury to human dignity. In different ways, both under-
estimated the difficulties in reconciling a right of personal privacy with
the notion of a predominantly commercial exploitation of personality,
and the increasing momentum towards recognising the right of publicity
as an entirely separate legal category.!%3

The problem in reconciling privacy and commercial exploitation

Even in the earliest right of privacy cases,!%* the difficulties in reconciling

a person’s status as a public figure with that person’s claim for a right of
privacy became apparent. This was one of the reasons why the New York
Court of Appeals felt unable to recognise a right of privacy at common law
in Roberson v. Rochester Folding Box Co.,'% since the majority took the view
that it was beyond the powers of the court to draw arbitrary distinctions
which were best left to the legislature. However, in Pavesich v. New England
Life Insurance Co.,'°® which became the leading case, the Supreme Court
of Georgia was not prepared to allow such a difficulty to stand in the way
of the recognition of a right of privacy. Like any other right, the right of
privacy could be waived in certain circumstances, such as when a person
put himself forward as a candidate for public office, or became prominent
in a profession. This would not, however, amount to a total waiver, and
such a person would be entitled to a right of privacy in respect of the
aspects of his life which had no bearing on his fitness for public office
or professional ability. In the Court’s view, determining borderline cases
of waiver of the right of privacy posed no greater difficulties than those

163 Since the right of publicity protects predominantly economic interests in personality, it
should, ideally, have been discussed in Part II. However, it is impossible to understand
the development of the right of publicity without first having gained an understanding
of the law of privacy and its limitations. Only a brief account can be given here. For
a fuller discussion see McCarthy, Rights of Publicity and Privacy, §§1.6—1.11. See also
O. R. Goodenough, ‘The Price of Fame: The Development of the Right of Publicity in
the United States’ [1992] EIPR 55.

164 See Schuyler v. Curtis, 15 NYS 787 (Sup Ct 1891); Corliss v. Walker, 57 Fed Rep 434
(1893); Atkinson v. John E. Doherty & Co. 80 NW 285 (1899).

165 171 NY 538 (1902) 554-5. 166 50 SE 68 (1905) 72.
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encountered in determining the borderline between what was actionable
or not actionable in other areas of law, and could be left to the ‘wisdom
and integrity of the judiciary’.'%”

In the event, the difficulties were greater than the Supreme Court
of Georgia in Pavesich had envisaged and in many jurisdictions, when
celebrity plaintiffs claimed that their privacy had been invaded by the
unauthorised use of their images, the courts refused to accept that they
had suffered any indignity which could form the basis of an award of dam-
ages for mental distress, particularly where the celebrities were willingly
licensing others to use their images to advertise or endorse products. The
privacy label was taken at face value and the courts were unwilling to ac-
cept that the unpermitted commercial use of the identity of a public figure
had invaded a right to be left alone.!®® By virtue of their status as public
figures, some plaintiffs were deemed to have waived their right to privacy.

The decision of the Fifth Circuit Court of Appeals in O’Brien v. Pabst
Sales Co. conveniently illustrates some of these difficulties.!%° The plaintiff,
a well-known footballer, sued the Pabst beer company for using his pho-
tograph on its advertising calendar, claiming that the defendants had
invaded his right of privacy. The plaintiff was particularly aggrieved since
he was active in a temperance organisation and had refused offers to en-
dorse beer and other alcoholic drinks. The Court held, by a majority,
that since the plaintiff was one of the best-known and most publicised
football players he was not a private person and had effectively surren-
dered his right to privacy; the publicity he received was only that which
he was constantly seeking and receiving.!”® The publicity which O’Brien
had involuntarily received from the use of his picture in the defendant’s
advertisement was treated in the same way as the publicity which he had
voluntarily received as a result of his sporting fame, and in the Court’s
view, he could not validly object to either. It was also held that the publica-
tion of the calendar had not damaged the plaintiff by falsely representing
that he was a beer drinker or that he endorsed or recommended drink-
ing Pabst beer, on the basis that the business of making and selling beer
was eminently respectable and that people of all persuasions drank beer.
Consequently, the association of O’Brien’s picture with a glass of beer
could not possibly disgrace him or cause him damage.!'”! Defamation
was not specifically pleaded by the plaintiff, and these comments were
made in the context of the claim of invasion of privacy.!”? It was noted,

167 Ibid. 168 See McCarthy, Rights of Publicity and Privacy, §1.6.

169 124 F 2d 167 (5th Cir. 1941). See also Paramount Pictures Inc. v. Leader Press Inc.,
24 F Supp. 1004 (1938); Gautier v. Pro-Football Inc., 107 NE 2d 485 (1952).

170 124 F 2d 167 (5th Cir. 1941), 170. 7! Ibid., 169.
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obiter, that the only claim that might have been open to O’Brien would
have been a quantum meruit claim for a reasonable sum for endorsing the
defendant’s beer, although the Court did not wish to express any opinion
on the validity of such a claim. In the event, the plaintiff did not attempt
to show that he had suffered any pecuniary damage, since he did not want
to suggest, by making such a claim, that he impliedly endorsed the beer.

However, Holmes ], dissenting, argued that the plaintiff was entitled
to precisely such a claim, distinct from the right of privacy, for the de-
fendant’s infringement of his property right to use his name and picture
for commercial products,!”? a view based on an awareness and acknowl-
edgement of the fact that commercial advertisers customarily paid for the
right to use the name and likeness of a famous person. This was true in
the plaintiff’s case, since he had rejected an offer of $400 made by a New
York beer company to endorse its beer.!”* Holmes J argued that the deci-
sion of the majority left the plaintiff and others like him without a remedy
in a case where a non-libellous use was made of his image, which was con-
trary to usage and custom among advertisers who were ‘undoubtedly in
the habit of buying the right to use one’s name or picture to create demand
and goodwill for their merchandise’.1”> Accordingly, in the absence of an
action for invasion of privacy, Holmes J was of the opinion that the de-
fendant had committed a tort of misappropriating the plaintiff’s valuable
property right, entitling the plaintiff to damages or restitution.!”%

Thus it was becoming clear that the right of privacy was an unsuit-
able vehicle for protecting a person’s predominantly economic interests
in name or image and there were indications that the courts might be will-
ing to formulate an alternative basis of liability. As the facts of O’Brien
illustrate, it is difficult to speak in terms of purely economic or purely dig-
nitary interests.!”” In O’Brien’s case, the fact that his status as a celebrity
had, in the majority’s view, effectively deprived him of his right of privacy
did not mean that he had no legitimate dignitary interests in his image.
Indeed, an important interest in a person’s name, voice or likeness is his
interest in controlling the use of his image, which has both economic and
dignitary aspects.

The birth of the right of publicity

In the first significant case, the decision of the Second Circuit Court of
Appeals in Haelan Laboratories Inc. v. Topps Chewing Gum Inc.,'’® the par-
ties were rival manufacturers of chewing gum. The plaintiff company had
entered into contracts with famous baseball stars for the exclusive right

173 124 F 2d 167 (5th Cir. 1941).  17* Ibid. 175 Ibid., 171. 176 Ibid.
177 See 19-23 above. 178 202 F 2d 866 (2nd Cir. 1953).



Privacy and publicity in the United States 175

to use their photographs in connection with its chewing gum products.
With knowledge of the plaintiff’s contracts with particular baseball play-
ers, the defendant deliberately induced the players to enter into contracts
authorising the defendant to use their photographs in connection with
the defendant’s chewing gum. The defendant argued that even if such
facts were proved, they disclosed no actionable wrong since the contracts
with the baseball players were no more than waivers of the players’ right
to sue in tort for invasion of privacy. The right of privacy, in this case
deriving from the New York statute, was a personal and non-assignable
right. Consequently the contracts did not give the plaintiff any property
right or other legal interest which would give title to sue. The situation
was complicated by the fact that the defendant had not contracted with
all of the players through its agent; some contracts were obtained by a
third party, who then assigned the rights to the defendant. An action for
deliberately inducing breach of contract was not available on the facts,
since the breach of contract in question had been induced by the third
party, and not by the defendant acting through its agent.

While impliedly accepting the defendant’s arguments on the right of
privacy point, the Court rejected the defendant’s contention that the
contracts created no more than a release of liability and that a plaintiff
would have no other legal interest in the publication of his picture.
Independently of the right of privacy, a person had ‘a right in the public-
ity value of his photograph i.e., the right to grant the exclusive privilege
of publishing his picture’,!”® and such a grant could be validly made ‘in
gross’, without an accompanying transfer of a business. Frank J acknowl-
edged the fact that many prominent people did not suffer any injury to
feelings from having their name or likeness exploited without their con-
sent, but, rather, felt sorely deprived from not receiving any money for
such exploitation. Thus the right of publicity was born, a right of prop-
erty allowing a person to prevent the unauthorised commercial use of his
identity and, furthermore, providing the corresponding right to grant ex-
clusive rights of exploitation, which could potentially be enforced directly
by a licensee. However, Judge Frank did not place much significance on
the question of whether such a right should be regarded as a property
right, taking the view that ‘here as often elsewhere, the tag “property”
simply symbolizes the fact that the courts enforce a claim which has a
pecuniary worth’.!80

Thus in Haelan, the Court was unwilling to work within the restrictive
confines of the right of privacy, realising that it was an inadequate vehicle
to deal with the problem of commercial appropriation, and preferring to

179 Ibid., 868. 180 Ipid.
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develop a new head of liability to allow the law to respond to changing
commercial circumstances. In the short judgment, only two cases were
cited in support of the new proposition, neither of which were considered
in any detail, while two others were cursorily distinguished.!®! What dic-
tated the outcome in the case were the reasons of substance underlying
the dispute between the parties and the commercial reality that the im-
ages of famous people such as well-known baseball stars were, in effect,
used as tradeable commodities.

As noted above, both Prosser and Bloustein gave this new and devel-
oping right short shrift in their rival conceptions of the right of privacy.
While Bloustein denied the validity of any claim that was not based on
an injury to human dignity, Prosser!'®? felt that this new right could be
accommodated within his appropriation privacy category. As McCarthy
notes, '8 Prosser preferred to interpret Haelan narrowly as a case involv-
ing the right of an exclusive licensee against a third party rather than as
a recognition of an entirely new and separate right. However, some of
his contemporaries, such as Grodin, appreciated the importance of the
decision, recognising that the courts had previously confused commercial
interests with privacy interests, and urged the courts to follow the lead
taken in Haelan and protect the two different interests under two separate
doctrines. '8

The growth of the right of publicity

Despite the efforts of those such as Nimmer,!®> who highlighted the de-
ficiencies of the right of privacy and advocated increased recognition of
the right of publicity, the courts were reluctant to accept the existence
of the new right immediately.!®® Indeed, some courts preferred to base
their decisions on more traditional bases of liability as is well illustrated
by the decision of the Pennsylvania Court of Common Pleas in Hogan v.
A. S. Barnes & Co. Inc.'® The plaintiff was a well-known and highly suc-
cessful professional golfer who had appeared on radio, television and in
motion pictures, and was the author of a best-selling book of golf instruc-
tions. The defendants published a book entitled Golf with the Masters in
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which the names and photographs of several famous golfers, including
the plaintiff, were prominently displayed on the jacket and in the text.
The plaintiff had expressly refused his consent for the use of his name
and photograph and brought an action for damages based on five sep-
arate causes of action: (i) invasion of privacy; (i) unfair competition;
(iii) infringement of right of publicity; (iv) libel; and (v) breach of a pub-
lisher’s duty of fidelity to its author. The last two causes of action need
not be considered here and, in any case, were dismissed by the Court.!88
As to the first claim for invasion of privacy, the Court distinguished a true
case of invasion of privacy, where the plaintiff was an unknown person
and had been unwillingly exposed to the glare of publicity, from a case
involving a public figure such as an actor or athlete. In the latter case, the
Court reasoned, the real nature of the complaint was that the commercial
value which attached to the name or image had been exploited without
payment. '8

The second claim, based on the International News Service v. Associated
Press'®® misappropriation doctrine, succeeded.!”! The Court held that
while, generally speaking, the doctrine of unfair competition rested on
the existence of fraud or deception, it did not regard ‘palming off’ (passing
off) as a necessary requisite of unfair competition. In some circumstances,
under the INS misappropriation doctrine, equity would protect against
the unfair appropriation of another’s labour or talent.'°? The plaintiff had
‘an enforceable property right in the good will and commercial value of his
name and photograph in connection with the game of golf® (sic),!?? the
use of which had not been authorised. Thus, the defendants’ conduct
amounted to a misappropriation of the plaintiff’s property right in the
commercial value of his name and photograph. As to the plaintiff’s third
claim, infringement of the right of publicity, the Court took the view that
the right of publicity, which had been recognised in Haelan Laboratories,
was only another way of applying the doctrine of unfair competition and
was simply unfair competition under another label rather than a separate
cause of action: the ‘right of publicity’ was as apt a label as any.!** It was
further suggested that some of the cases based on an invasion of a right of
privacy might have been more appropriately decided on the basis of what
it saw as the right of publicity genus of unfair competition, although the
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Court did not consider that the decisions reached in the previous cases
were wrong.1%’

Thus, the right of publicity was not instantly accepted as a new basis
of liability and the courts in some jurisdictions preferred to work within
the framework of the existing causes of action. However, the courts in
most jurisdictions gradually acknowledged both that the right of privacy
and the right of publicity were separate claims!°® and that the right of
publicity was a distinctly independent tort and not an application of the
misappropriation doctrine.'®” In Uhlaender v. Henricksen'®® it was recog-
nised that the plaintiff baseball player’s claim to prevent the unauthorised
use of his name, and statistics concerning his athletic achievements, in
the defendant’s table baseball game was not a claim for invasion of pri-
vacy but a claim for the misappropriation of the commercial value of
the plaintiff’s name, stressing the pecuniary loss through interference
with property rather than the injury to feelings.!”® On the other hand, in
Motschenbacher v. R. §. Reynolds Tobacco Co.?°° the Ninth Circuit Court
of Appeals held that the plaintiff had a proprietary interest in his identity,
but declined to specify whether the right should be characterised as a
right of privacy or a right of publicity.

It is interesting to note that although some courts such as the
Pennsylvania court in Hogan v. A. S. Barnes & Co. Inc. preferred to treat
the new right of publicity as an aspect of the misappropriation doctrine,
generally the law of unfair competition did not play a great part in the
development of the right of publicity in the United States. The courts
relied on the International News Service misappropriation doctrine only
until new rights such as the right of publicity had acquired their own
separate identity.?°! McCarthy argues that although misappropriation
may have provided a basis for the right of publicity in early cases, the
right of publicity should not be viewed merely as an application of the
misappropriation doctrine since it ‘has developed and matured over time
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into a distinct intellectual property right much more defined and precise
than the amorphous misappropriation doctrine’.?°? Indeed, he argues
that the right of publicity has grown out of its early partial reliance on
both the tort of invasion of privacy and the misappropriation doctrine
and can stand independently of its legal origins. This analysis certainly
supports the view that appropriation of personality should be regarded
as an autonomous cause of action, encompassing both economic and
dignitary interests and, although sharing some common characteristics,
is largely independent of other bases of liability. As a practical matter,
unfair competition (used in the generic sense) and particularly the tort
of passing off will remain important to the problem of appropriation of
personality, particularly in the Anglo-Australian systems which are not
susceptible to the facile generation of new torts.2’> The underlying dif-
ferences between systems modelled on the English common law and the
legal system of the United States and their bearing on the present problem
are pursued in greater detail in the text below.

The recognition of the right of publicity

In 1977 the right of publicity was canonised, so to speak, by the Supreme
Court in Zacchini v. Scripps-Howard Broadcasting Co.?°* The facts of the
case were rather unusual and did not involve a typical situation such as
the unauthorised commercial exploitation of a person’s name or likeness
in advertising. The plaintiff sued the defendants for damages for tele-
vising his human cannonball act, which he had performed at a county
fair. The Ohio State Court had held that although the defendants’ act
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203 \. L. Morison, ‘Unfair Competition and Passing Off — The Flexibility of a Formula’
(1956) 2 Sydney L Rev 50, 60, and see 108-10 above. The prospects of a right of
publicity in Australia have only been contemplated in tentative dicta. See Sony Music
Australia Ltd and Michael Fackson v. Tansing (1993) 27 IPR 649 (Federal Court of
Australia) where the right of publicity was not ‘held to be part of the law of Australia
at this stage of this country’s development’ (653 per Lockhart J) and its existence was
described as ‘little more than a glint in the eye of counsel’ (656 per French J). The
possibility for future development was left open (654 and 656) and it is possible that
a right of publicity might evolve from the tort of passing off in Australia, although it is
unclear whether the development will require an intermediate stage where liability is
based on a general notion of misappropriation rather than misrepresentation. The bulk
of the Australian authorities are against the notion of a broad-based action for unfair
competition (see 112-15 above), and it is possible that the misappropriation stage may
be by-passed, with the law evolving directly from liability based on misrepresentation
to liability based on a right of publicity. Similarly, in the United Kingdom, the notion
that a trader may not make unauthorised use of the name of a celebrity to sell his own
goods has been rejected: ELVIS PRESLEY Trade Marks [1999] RPC 567, 583 and 597.
Cf. Kaye v. Robertson [1991] FSR 62 and Douglas v. Hello! Ltd [2001] 2 WLR 992.

204 433 US 562 (1977).
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was an actionable infringement of the plaintiff’s right of publicity, the
broadcast was privileged as a news report of a matter of legitimate public
interest. The Supreme Court reversed the decision, holding that the re-
porting of the entire fifteen-second performance was not protected un-
der the First Amendment. Crucially, the Supreme Court drew a clear
distinction between invasions of privacy and infringement of a right of
publicity:2%> while the interest protected through a cause of action for a
false light invasion of privacy was an interest in reputation, with over-
tones of mental distress, the rationale underlying the right of publicity lay
in ‘protecting the proprietary interest of the individual in his act in part
to encourage such entertainment’.?°® The aims of the law were consid-
ered to be analogous to the goals of patent and copyright law, focusing
on the right of the individual to reap the reward for his endeavours, and
had little to do with protecting feelings or reputation.?°” The Court ap-
proved the rationale which Kalven had identified for the appropriation
branch of privacy:?°® preventing unjust enrichment by the theft of good-
will; no social value would be served by allowing the defendant to get for
free something that had a market value and for which he would usually
have to pay.?°® Furthermore, the free speech implications differed be-
tween false light privacy cases and right of publicity cases. While in false
light privacy cases, the only way to protect a plaintiff’s interests would
be to attempt to minimise publication of the damaging matter, in right
of publicity cases the only question, according to the Court, would be
the question of who should be allowed to do the publishing. Ordinarily,
a plaintiff such as the human cannonball in Zacchini would have no ob-
jection to the widespread dissemination of his act as long as he received
the commercial benefit from such dissemination. Thus the free speech
implications were less acute where a plaintiff merely wished to be com-
pensated for an unauthorised exploitation without wishing to prevent any
form of publication.?!°

The scope and limits of the right of publicity

Although space does not permit a detailed discussion of the scope of the
right of publicity?!! and its infringement, its contours may be sketched,
bearing in mind that there are considerable differences between the

205 1bid., 572. 2% Ibid., 573. 27 Ibid.

208 1, Kalven, ‘Privacy in Tort Law: Were Warren and Brandeis Wrong?’ (1966) 31 Law
ContProbl 326, 331.

209 433 US 562 (1977), 576. 210 Ibid., 575.

211 See, generally, McCarthy, Rights of Publicity and Privacy, Chs. 3 and 4.
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statutory and common law provisions in different states.?!? It should also
be noted that the right of publicity is not, as yet, quite as autonomous as
some might suggest. Precedents from privacy cases continue to be used
by the courts in determining the scope and limits of the right of publicity
and the links between the two rights have yet to be fully severed, partic-
ularly in states where the right of publicity is in a relatively early stage of
development.?!3

Liability arises where the defendant ‘appropriates the commercial value
of a person’s identity by using, without consent, the person’s name, like-
ness or other indicia of identity for the purposes of trade’.?!* Liability is
based on misappropriation rather than misrepresentation, thus proof of
deception or consumer confusion is not required.?!> The interest that is
protected is the intangible value of the person’s identity rather than trad-
ing or promotional goodwill. Despite some dicta to the contrary,?!® prior
commercial exploitation by the plaintiff does not seem to be a necessary
prerequisite.?!” Thus a plaintiff who does not exploit his image for the
moment,?!'8 or a plaintiff who does not contemplate exploiting his image
at all,2!° will not be precluded from claiming an infringement of his right
of publicity. Furthermore, it has been stated that the ‘appropriation of

the identity of a relatively unknown person may result in economic injury

or may itself create economic value in what was previously valueless’.22°

212 guggestions have been made for a federal law: see, e.g., M. A. Hamilton ez al., ‘Rights of
Publicity: An In-Depth Analysis of the New Legislative Proposals to Congress’ (1998)
16 Cardozo Arts & Ent L] 209; E. J. Goodman, ‘A National Identity Crisis: The Need
For a Federal Right of Publicity Statute’ (1999) 9 DePaul-LCAJArt & Ent L. 227; R. S.
Robinson, ‘Preemption, The Right of Publicity, and a New Federal Statute’ (1998) 16
Cardozo Arts & Ent L] 183.

213 See, e.g., Allison v. Vintage Sports Plaques, 136 F 3d 1443 (11th Cir. 1998), 1147:

‘Alabama’s commercial appropriation privacy right...represent[s] the same interests

and address[es] the same harms as does the right of publicity as customarily defined’.

Restatement, Third, Unfair Competition (1995) §46 and see text accompanying note 262

below.

215 Rogers v. Grimaldi, 875 F 2d 994 (2nd Cir. 1989), 1003—4.

216 See, e.g., Lerman v. Chuckleberry Publishing Inc., 521 F Supp. 228 (SDNY 1981), 232.

217 McCarthy, Rights of Publicity and Privacy, §4.7.

218 gee, e.g., Palmer v. Schonhorn Enterprises Inc., A 2d 458, 462 (N.]. Super 1967).

219 see, e.g., Grant v. Esquire Inc., 367 F Supp 876 (SDNY 1973): “[i]f the owner of
Blackacre decides for reasons of his own not to use his land but to keep it in reserve, he
is not precluded from prosecuting trespassers’ per Knapp J, 878.

220 Morschenbacher v. R. % Reynolds Tobacco Co., 498 F 2d 821 (9th Cir. 1974), 824, n.11,
and see Restatement, Third, Unfair Competition §46 comment d. Cf. Landham v. Lewis
Galoob Toys Inc., 227 F 3d 619 (6th Cir. 2000), 624 (‘a plaintiff must demonstrate
that there is value in associating an item of commerce with his identity’); Cheatham v.
Paisano Publications, Inc., 891 F Supp. 381 (WD Ky 1995), 385 (remedy available to
those whose identity has commercial value, established by proof of (i) the distinctiveness
of the identity and of (ii) the degree of recognition of the person among those receiving
the publicity).
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The unauthorised appropriation must be sufficient to identify the
plaintiff, otherwise it cannot be said in any real sense that the plain-
tiff’s identity has been misappropriated, nor his interest violated.??! In
this respect, the right of publicity differs from the law of registered and
un-registered trade marks in that there may be liability despite there
being no likelihood of confusion as to source or connection by way of
endorsement or sponsorship.??2 The Restatement states that in relation
to names, ‘the name as used by the defendant must be understood by
the audience as referring to the plaintiff’, while in relation to visual like-
nesses, ‘the plaintiff must be reasonably identifiable from the photograph
or other depiction’.??> McCarthy proposes a variation of the test applied
in defamation and privacy cases:??* that the statement was published ‘of
and concerning’ the plaintiff and that the plaintiff is identifiable by the
defendant’s use to more than a de minimis number of persons.??>

A person’s identity may be appropriated in various ways??° and although
a plaintiff is most commonly identified by personal name (including
former name),??” nickname??? or likeness, use of other indicia of identity
such as a plaintiff’s voice,??° distinctive catch-phrase®? or distinctively
marked car?3! may give rise to liability. Protection has also been extended
to cover more amorphous indicia of identity which might severally com-
bine to identify the plaintiff, such as the plaintiff’s distinctive style of
dress, hairstyle and pose.?3? Intent to infringe another’s right of public-
ity is not a necessary element of liability at common law and a mistake
relating to the plaintiff’s consent will not be a defence.?*3

221 Motschenbacher v. R. ¥ Reynolds Tobacco Co., 498 F 2d 821 (9th Cir. 1974), 826-7;
Waits v. Frito-Lay Inc., 978 F 2d 1093 (9th Cir. 1992), 1102.

222 Elvis Presley Enterprises, Inc. v. Capece, 950 F Supp. 783 (S.D.Tex., 1996), 801; Henley
v. Dillard Dept Stores, 46 F Supp. 2d 587 (N.D.Tex., 1999), 590.

223 Restatement, Third, Unfair Competition §46 comment d.

224 See Restatement, Second, Torts (1977) §564.

225 McCarthy, Rights of Publicity and Privacy, §3.7, cited with approval in Henley v. Dillard
Dept Stores, 46 F Supp. 2d 587 (N.D.Tex., 1999), 595.

226 Carson v. Here’s Johnny Portable Toilets Inc., 698 F 2d 831 (6th Cir. 1983), 835-6.

227 Abdul-Fabbar v. General Motors Corp., 85 F 3d 407 (9th Cir. 1996).

228 Hirschv. S. C. Johnson & Sons Inc., NW 2d 129 (1979), 137 (nickname ‘Crazylegs’ for
well-known footballer used on shaving gel).

229 Waits v. Frito-Lay Inc., 978 F 2d 1093 (9th Cir. 1992).

230 Carson v. Here’s Johnny Portable Toilets Inc., 698 F 2d 831 (6th Cir. 1983).

231 Motschenbacherv. R. ¥. Reynolds Tobacco Co., 498 F 2d 821 (9th Cir. 1974), 824.

232 Whitev. Samsung Inc., 971 F 2d 1395 (9th Cir. 1992), rehearing denied 989 F 2d 1512
(9th Cir. 1993). See also W. Borchard, “The Common Law Right of Publicity is Going
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From the earliest cases, it became clear that the right of publicity dif-
fered from the right of privacy in that it was a right of property which
was freely assignable, rather than a personal right.?>* Thus where the
right of publicity is assigned, the assignee has a direct cause of action
against a third party infringer, rather than a mere release of liability for
invasion of the subject’s privacy. However, an assignment or licence of
the right of publicity only transfers the right to exploit the commer-
cial value of the assignor’s image, and does not transfer any rights of
privacy.??> An exclusive (though not a non-exclusive) licensee will have
a right to sue third party infringers, to the extent that their rights are
infringed.?36

One of the issues that caused greatest trouble for the courts and com-
mentators was defining the duration of the right of publicity and, in
particular, determining whether it was descendible.??” While the right
of privacy is a personal right which dies with the plaintiff, the right of
publicity, as noted above, is usually described as a property right.
Consequently, some argued that it follows that such a property right
should be descendible and that the heirs of deceased figures should be
allowed to profit from the valuable right that had been enjoyed by their
famous ancestors. However, describing the right of publicity as a ‘prop-
erty’ right is often only an acknowledgement of ‘the fact that the courts
enforce a claim which has a pecuniary worth’.?38 It does not automati-
cally follow that because a right is labelled a ‘property’ right, that right
should have all the attributes of property. Since the present concern is the
relationship of the right of publicity with the right of privacy, this inter-
esting issue need not detain us here.??® There are considerable variations

and Privacy, §3.41 argues that the law of trade marks and unfair competition provides
the most appropriate analogies where lack of intention to infringe is irrelevant for es-
tablishing liability. The position is similar in the English tort of passing off, where
the mental element is irrelevant for establishing a misrepresentation: see C. Wadlow,
The Law of Passing Off, 2nd edn (London, 1995), 200 et seq.

234 Haelan Laboratories Inc. v. Topps Chewing Gum Inc., 202 F 2d 866 (2nd Cir. 1953).

235 Bi-Rite Enterprises Inc. v. Button Master, 555 F Supp. 1188 (1983), 1199; Restatement,
Third, Unfair Competition §46 comment g.

236 Bi-Rite Enterprises Inc. v. Button Master, 555 F Supp. 1188 (1983), 1200. See, generally,

McCarthy, Rights of Publicity and Privacy, Ch. 10.

The issue has generated a great deal of periodical literature which cannot be cited in

full here. For a small sample, see, e.g., T. P. Terrell and J. S. Smith, ‘Publicity, Liberty

and Intellectual Property: A Conceptual and Economic Analysis of the Inheritability

Issue’ (1985) 34 Emory L] 1; P. L. Felcher and E. L. Rubin, ‘The Descendibility of the

Right of Publicity: Is There Commercial Life After Death?’ (1980) 89 Yale LJ 1125;

Goodenough, ‘The Price of Fame’, and see, generally, McCarthy, Rights of Publicity and

Privacy, Ch. 9.

238 Haelan Laboratories Inc. v. Topps Chewing Gum Inc., 202 F 2d 866 (2nd Cir. 1953), 868.

239 See, further, Chapter 10.
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between the statutory and common law provisions in different states.?*°

For example, at common law, the descendibility of the right of pub-
licity has been recognised in Georgia,?*! New Jersey?*?> and (despite
its initial denial)?*? in Tennessee.?** Under statute, the right of publicity is
descendible in California,?*® but in New York whatever rights of publicity
exist are found in the privacy framework of section 50 of the Civil Rights
Law?*® and any rights terminate at death.?4” Although many jurisdictions
have not yet considered the descendibility issue, most of the jurisdictions
which have done so have recognised that the right is descendible?*® and
has a limited post mortem duration of between 10%%° and 100 years.?>°
Where the unauthorised commercial use of a person’s identity is estab-
lished, the defendant will be liable for the plaintiff’s pecuniary loss, or,
alternatively, for the defendant’s own pecuniary gain. As in other areas of
unfair competition, the plaintiff may establish either or both measures of
relief, but may only recover the greater of the two amounts.?’! Although
proof of monetary loss is not a prerequisite to recovery of damages, and
although the plaintiff may be compensated purely for the deprivation
of his right to control the use of the commercially valuable asset in his
name or likeness, in the absence of specific loss such damages are likely
to be nominal.?>? Because of the difficulty in proving loss to the plaintiff,
or gain to the defendant that results from the unauthorised appropri-
ation, the courts sometimes apply a measure of damages by reference
to a lost licence fee, based on the fair market value of the unauthorised

240 See, McCarthy, Rights of Publicity and Privacy, Ch. 6, esp. §6.8, for an overview.

241 Martin Luther King r Center for Social Change Inc. v. American Heritage Products, 296
SE 2d 697 (Ga. 1982) esp. 704—6 for a review of the early case law.

242 Estate of Presley v. Russen, 513 F Supp. 1339 (1981).

243 Memphis Development Foundation v. Factors etc. Inc., 616 F 2d 956 (1980).

244 The State of Tennessee, Ex. Rel. The Elvis Presley International Memorial Foundation v. Crow-
ell, 733 SW 2d 89 (Ten. App 1987). For the complicated history of the descendibility
of the right of publicity in Tennessee, see McCarthy, Rights of Publicity and Privacy,
§9.5[B][10].

245 California Civil Code §3344 and §3344.1 (The Astaire Celebrity Image Protection
Act).

246 Costanza v. Seinfeld, 719 NYS 2d 29 (NYAD 1 Dept 2001), 30; Stephano v. News Group
Publications, 485 NYS 2d 220 (Ct. App. 1984), 224.

247 DPirone v. MacMillan Inc., 894 F 2d 579 (2nd Cir. 1990). See S. A. McEvoy,
‘Pirone v. Macmillan Inc.: Trying to Protect the Name and Likeness of a Deceased
Celebrity Under Trade Mark Law and the Right of Publicity’ (1997) 19 Comm &
L51.

248 Restatement, Third, Unfair Competition §§46 comment .

249 Tennessee Code §47-25-1104 (Personal Rights Protection Act 1984).

250 See, e.g., Indiana Code §32-13-1-8.

251 Restatement, Third, Unfair Competition §49 comment d.

252 Zim v. Western Publishing Co., 573 F 2d 1318 (1978) (5th Cir. CA), 1327 note 19.



Privacy and publicity in the United States 185

use,?>? although such a calculation is rarely mathematically exact.?>* This

applies not only to famous people, but also to private persons who may
recover damages measured by the fee that the defendant would have been
required to pay in order to secure similar services from other private per-
sons or from professional models.?>> Such damages might not deprive the
defendant of the full extent of his gain from the appropriation, though
the courts sometimes give the plaintiff the benefit of the doubt in deter-
mining a fair market value, in order to prevent unjust enrichment and to
ensure adequate deterrence.?>® In any case, full restitutionary relief in the
form of an account of the defendant’s profits is also available in appro-
priate circumstances.?>” Punitive damages may also be awarded, where
appropriate.?>®

From the earliest cases, the courts recognised the tensions between
controlling unauthorised appropriation (initially through a right of
privacy)?®® and freedom of expression.?®® Liability will generally only
arise where an individual’s likeness or other indicium is used for the
purposes of trade, such as in advertising or merchandising.?%! The seller’s
interests in attracting attention to his wares do not outweigh the personal
and economic interests protected by the right of publicity.?%> Commer-
cial appropriations of personality often falsely and misleadingly suggest
that a celebrity is endorsing a product (although this is not a prerequisite
for liability).2%3 Since the First Amendment does not protect false and
misleading commercial speech?®* (even commercial speech which does

253 Restatement, Third, Unfair Competition 849 comment d, and see, e.g., Cher v. Forum
Intern Ltd, 692 F 2d 634 (CA Cal. 1982).

254 Zim v. Western Publishing Co., 573 F 2d 1318 (1978) (5th Cir. CA), 1327 note 19.
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not mislead is generally subject to somewhat lesser protection),?®® the
right of publicity may often trump the right of advertisers to make use of
celebrity figures.?%0

Nevertheless, liability will not extend to circumstances where a per-
son’s identity is used primarily for the purpose of communicating in-
formation or expressing ideas.?%” This usually excludes use in news re-
porting, which would cover, for example, photographs of a celebrity’s
public appearances or public performances.?®® Although a public figure
or someone who is presently newsworthy ‘may be the proper subject of
news or informative presentation’, this does not extend to unrelated com-
mercialisation of his identity or surrender of a right to privacy; although
his privacy is necessarily limited by the newsworthiness of his activities,
he retains the ‘independent right to have [his] personality, even if news-
worthy, free from commercial exploitation at the hands of another’.2%°
Similarly, use of an individual’s identity in works of fiction or in biogra-
phies will usually be allowed, regardless of whether the defendant gains a
commercial advantage, since the notion of name, voice or likeness does
not extend to a person’s life story,?’® and any remedy would be limited
to those available for defamation or false light invasion of privacy. Ex-
pressive works (including non-verbal visual representations) do not lose
their constitutional protections when they are for purposes of entertain-
ing rather than informing, although depictions of celebrities amounting
to little more than the appropriation of the celebrity’s economic value are
not protected.?’! The right of publicity does not allow a right to con-
trol the celebrity’s image by censoring disagreeable portrayals; once the
celebrity thrusts himself or herself forward into the limelight, the First
Amendment dictates that the right to comment on, parody, lampoon and

265 See, generally, 44 Liguormart, Inc. v. Rhode Island, 517 US 484 (1996).

266 Comedy III Productions, Inc. v. Gary Saderup, Inc., 106 Cal.Rptr.2d 126 (Cal. 2001),
133.
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make other expressive uses of the celebrity image must be given broad

scope.?”?

Summary

It is somewhat ironic that the Supreme Court should stress a utilitarian
basis for the right of publicity, based in part on the need to encourage
labour and investment.?”? It will be recalled that although Warren and
Brandeis partly based their argument for a right of privacy on common
law copyright, they emphasised that the right of privacy should be based
on the principle of inviolate personality and did not wish that it should
be limited to conscious products of labour based on a need to encour-
age effort.?’* With the decision in Zacchini, the wheel had turned full
circle. The right of publicity had evolved considerably from its early ori-
gins in the right of privacy, based on the alleged principle of inviolate
personality. From an early point in its history, the appropriation branch
of privacy had developed distinctly proprietary attributes, before devel-
oping into a completely autonomous right of publicity, taking the form
of a property right seemingly more akin to intellectual property rights
such as copyright, patents and trade marks, than a right of personality.
However, there are difficulties in aligning the right of publicity with the
well-established core areas of intellectual property, and the justifications
which underpin the latter apply uneasily to the right of publicity or a
sui generis tort of appropriation of personality.?”

Ultimately, we return to the fact that appropriation of personality is a
hybrid problem encompassing a disparate range of interests, and the fact
that it is not always possible to draw a clear distinction between economic
and dignitary interests.?’® Although the development of a right of pub-
licity provided greater protection for predominantly economic interests
in personality which were difficult to accommodate within the doctrinal
framework of privacy law, that did not mean that such interests could be
categorised as exclusively economic interests. While the early law of ap-
propriation privacy in the United States was rightly criticised for failing
to draw an adequate distinction between, on the one hand, the digni-
tary aspects such as mental distress, humiliation and damage to personal
dignity, and, on the other hand, the financial interests of celebrities,?”” it
is possible for the distinction to become too sharp.

272 Comedy III Productions, Inc. v. Gary Saderup, Inc., 106 Cal.Rptr.2d 126 (Cal. 2001),
139.

273 See text accompanying note 206 above. 274 See text accompanying note 26 above.

275 See Chapter 9.

276 Cf. the strict definition of an economic interest at 8—10 above.

277 See text accompanying note 120 above.
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Consider a factual scenario similar to O’Brien v. Pabst Sales Co.,?"®
where the plaintiff, a famous footballer and active temperance cam-
paigner, failed to prevent the defendants from using his name and likeness
in advertisements for beer. Although a market clearly existed for the use
of the names and images of the famous footballers, the value of the use
of the plaintiff’s image could not be subject to purely objective measure.
A specific sum of money could not overcome the plaintiff’s fundamental
objections to seeing his name and image being used to sell a product of
which he disapproved: his dignitary interests took precedence over any
economic gain that he might have made by allowing the use of his name.
Although the court denied his claim for invasion of privacy, it would be
artificial to regard his interest as a purely economic interest which might
be protected by a right of publicity.

Consider this further example: F is a famous sportsman while O is an
ordinary person. Either F or O’s image is used in: (a) an advertisement
for a leading brand of aftershave; (b) an advertisement for an inferior
brand of aftershave; (c) an advertisement for car spare parts; (d) an ad-
vertisement for beer; (e) an advertisement for a pornographic magazine.
O might object to any use of his image and claim that his privacy has been
invaded in all of these examples. Although F might not be able to claim
that his privacy has been invaded, by virtue of his status as a celebrity,
he might object strongly to uses (d) and (e), and would never allow his
image to be used in any such circumstances. F might also object to use
(c) and perhaps use (b), while not objecting to use (a), for purely subjec-
tive reasons, even if, for example, the fees for each use were exactly the
same: he might not wish to be associated with inferior aftershave or car
spare parts. While example (e) and possibly example (d) (say the sports-
man was a vigorous anti-alcohol campaigner) might involve an injury to
reputation, which might be actionable in defamation, the others prob-
ably would not. What might the sportsman have suffered in seeing his
image used in these circumstances? Clearly, it would be difficult to argue
that his privacy has been invaded. Alternatively, could it be said that he
has suffered mental distress, an indignity, economic loss, or the loss of
an economic opportunity, or possibly a mixture of all of these? Some of
these examples might be the concern of a right of publicity, while some
might be regarded as involving damage to essentially dignitary rather than
economic interests.

The basic point to note is that it is rather simplistic to attempt to draw
a sharp distinction between damage to purely economic interests suffered

278 See text accompanying note 170 above and see, e.g., Newcombe v. Adolf Coors Co., 157
F 3d 686 (9th Cir. 1998).
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by celebrities and purely dignitary interests suffered by others. Although
the development of the right of publicity put an end to the incongruity of
a celebrity claiming invasion of a right of privacy, it does not mean that
dignitary and economic interests will fall neatly under separate causes
of action for invasion of privacy and infringement of the right of public-
ity. Indeed, as McCarthy notes, the law in the United States would be
more coherent if the courts had recognised a suz generis legal right with
damages measured by both mental distress and commercial loss. If the
law had such a separately entitled category, things would be considerably
easier to sort out compared to our present world of ‘separate’ rights of
privacy by appropriation and a right of publicity.?’”® The successful for-
mulation of such a suz generis action in legal systems which do not follow
the American model depends on a number of factors. First, the problem
of appropriation of personality must be severed from the discussion of the
desirability of introducing a general right of privacy, a problem discussed
in the next chapter. Secondly, it needs to be considered whether there are
any convincing underlying justifications for such a new remedy for appro-
priation of personality. Thirdly, and most important from an English law
perspective, such a new remedy must be based on existing authorities,
or logical extension of the authorities. These issues are addressed in the
ensuing chapters.?8°

Accounting for the differences

Explaining the differences between English law and that of the United
States is a formidable task which requires a full-length work of its own.28!
Nevertheless, a number of factors may be outlined, although some sug-
gestions may only be made tentatively due to the impossibility of exposing
them to objective proof or due to their inherently high level of generality.
Taken together, these factors should help to explain how two superficially
similar jurisdictions could have responded so differently to the same basic
problem. The numerous reasons for the differences may be conveniently
discussed under the following four broad subheadings, which inevitably
overlap to a certain extent: (i) sociological factors; (ii) precedent and
legal theory; (iii) political and institutional factors; and (iv) academic
influences and differences in legal culture.

279 McCarthy, Rights of Publicity and Privacy, §1.39.

280 Chapters 11 and 12 respectively.

281 The following discussion draws significantly on the comparative study of legal reasoning
and legal theory in P. S. Atiyah and R. S. Summers, Form and Substance in Anglo-
American Law (Oxford, 1987), and ]J. G. Fleming, The American Tort Process (Oxford,
1988).
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Sociological factors

First, we might consider whether instances of invasion of privacy in gen-
eral and unauthorised appropriation of personality in particular are more
common in the United States and, more pertinently, were more com-
mon at the time when the law of privacy took shape. Amongst the con-
cerns expressed by Warren and Brandeis were press intrusion and the
unauthorised circulation of portraits, and it seems that they reflected a
wider concern over these matters in contemporary American society.?8?
Winfield suggested that one of the reasons which lay behind the dif-
ference between the law in England and that in the United States was
the fact that ‘questionable methods of advertisement are commoner in
[the United States] than elsewhere’.?®> Extra-legal regulation through
voluntary codes of practice in the advertising industry might also play
a part in underpinning natural standards of fair dealing in the United
Kingdom, although the grosser activities of the press frequently strain
their system of self-regulation and often elicit calls for a statutory right of
privacy to deal with the intrusion and disclosure aspects of privacy.2%*
A second possible reason is the view that the citizens of the United
States are inherently more litigious than the British. Though the cultural
roots of American litigiousness are difficult to identify, it has been sug-
gested that it is a reflection of American individualism, competitiveness
and moralism.?®> Americans, it seems, are inherently ‘“rights minded”,
possessed of an insatiable appetite for vindication’ and ready to take any
dispute to litigation.?®® Third, access to the courts is obviously an im-
portant factor, without which any litigious desire will remain unsatisfied.
It is trite wisdom that access to English courts is only available in practice
to those rich enough to pay the costs of litigation or those poor enough
to qualify for state funding, although this is not available for actions in
defamation or malicious falsehood.?®” The practical reality is that only
those who are wealthy and have a valuable de facto asset in their image, or
place a very high premium on their sense of personal dignity, will be able

282 See text accompanying notes 7 to 10 above.

283 Privacy’ (1931) 47 LQR 23, 38, cited by L. Brittan, “The Right of Privacy in England
and the United States’ (1963) Tulane L. Rev 235, 240. See also J. D. R. Craig and
N. Nolte, ‘Privacy and Free Speech in Germany and Canada: Lessons for an English
Privacy Tort’ [1998] EHRLR 162, 167, noting the fact that Canada has traditionally
not experienced an intrusive tabloid press and paparazzi, unlike the United States and
many European countries.

284 See 48-50 above.

285 See Atiyah and Summers, Form and Substance, 189, and the references cited.

286 Fleming, American Tort Process, 2. Cf. B. S. Markesinis, ‘Litigation Mania in England,
Germany and the USA: Are We So Very Different?’ [1990] CLJ 233.

287 Access to Justice Act 1999, Sched. 2, para. 1.
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to afford and justify the costs of litigation. In this respect, it is somewhat
surprising that the plaintiffs in the leading early privacy cases, Roberson v.
Rochester Folding Box Co.?®8 and Pavesich v. New England Life Assurance
Co.?% were ordinary citizens with no obvious de facto economic interests
in their likenesses. It is a matter of pure speculation whether contingency
fee arrangements played a part in the litigation in these cases, although
Fleming notes that, as early as 1881, the contingent fee was an all but
universal custom of the legal profession.?°® This factor might be one of
the most important which accounts for the development of the right of
privacy, other dignitary torts, such as the intentional infliction of mental
distress, and, more generally, the judicial activism which characterises
much of American tort law. Speculative litigation becomes feasible, and,
over time, helps transform judicial perceptions of the courts’ role in bring-
ing about legal change.?’!

Precedent and legal theory

It is generally accepted that a much looser doctrine of szare decisis operates
in the United States than in England.?°? Lower courts have greater leeway
to disregard precedents which might otherwise be binding, while higher
courts, particularly state supreme courts and the United States Supreme
Court, have greater power to overrule prior precedents. Furthermore,
American courts are much more willing to evade inconvenient and oth-
erwise binding precedents through distinguishing or interpreting their
rationes decidendi flexibly. Obviously, differences result, in large part, from

288 See note 39 above. 289 See note 56 above.
290 Fleming, American Tort Process, 196. It should be noted that the damages claimed in
Roberson and Pavesich ($15,000 and $25,000 respectively, though only Pavesich was
successful) were extremely high, bearing in mind the nature of the injury. These figures
may be compared with the £100 damages awarded for nervous shock in England in
Wilkinson v. Downton [1897] 2 QB 57 less than ten years previously, and the fact that
the House of Lords ordered a new trial in respect of the award of £1,000 damages for a
libellous use of a caricature of a golfer in Tolley v. ¥. S. Fry and Sons Ltd [1931] AC 333,
an award which was found to be excessive. These figures reveal vast disparities, even
allowing for inflation and differences in exchange rates. It is clear that the prospects of
such high awards for invasion of privacy might outweigh any reluctance on the part of
plaintiff or counsel to sue. Awards of such size would seemingly be more than adequate
to compensate for mental distress, or provide vindication or satisfaction, while leaving
sufficient change for the attorney’s fees.
Fleming, American Tort Process, 233. Although English law has moved closer to the
American model, through the introduction of conditional fee arrangements (Courts
and Legal Services Act 1990, s. 58, as amended by Access to Justice Act 1999, s. 27(1)),
the practical impact of the new regime on litigation in general, and the development of
new causes of action in particular, remain to be seen.
292 See, generally, Atiyah and Summers, Form and Substance, Ch. 5; Cross and Harris,
Precedent, 19-20.
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the sheer volume of case law generated in the multiple jurisdictions.
Although, in many cases, a relatively small number of state authorities will
be binding, in other cases there will be a choice from an array of case law
which can provide support for almost any legal proposition whatsoever.
Ultimately, the courts have considerable leeway in applying a mass of
precedents and many acknowledge that they may choose between con-
flicting precedents on substantive policy or value grounds, rather than
adhering to their formal authority. Additionally, dissenting opinions are
more frequently given in American courts which inevitably weaken the
precedential value of decisions as clear and dependable rules. These form
invitations, which are frequently accepted, for future courts to depart
from a decision.?> More conservative courts come under increasing pres-
sure to follow the approach of the more dynamic and forward-looking
jurisdictions and often succumb to such pressure in the name of national
conformity.?%*

These factors are reflected in the theory propounded by Atiyah and
Summers that, for all their superficial similarities, the English and
American legal systems differ profoundly: the English legal system being
highly formal and the American legal system being highly substantive.
American courts, they argue, are much more inclined to adopt sub-
stantive reasoning, involving moral, economic, political or institutional
considerations, while English courts adhere to formal reasoning, which
is more rigidly rule-based, and which excludes, overrides, or at least
diminishes the weight of, countervailing substantive reasons. These dif-
ferences arguably contribute to fundamentally different visions of law in
the two countries, the English being more formal, and the American more
substantive.2%’

Bearing in mind the high level of generality inherent in such arguments,
it is not difficult to see some of these factors at work in the development of
the law of privacy in the United States. It will be recalled that some of the
authorities that Warren and Brandeis marshalled in support of their right
of privacy were early English cases. In the first significant case, Roberson
V. Rochester Folding Box Co.,2°° the Supreme Court of New York refused
to accept the plaintiff’s claim for invasion of privacy, stressing the fact
that there was no authority on which to base such a claim and that no
mention of such a right was made by early legal commentators. Unlike
Warren and Brandeis, the majority did not feel that privacy was a pre-
existing principle and interpreted the authorities relied on in the article

293 See Atiyah and Summers, Form and Substance, 129-30.
294 Fleming, American Tort Process, 36.

295 Atiyah and Summers, Form and Substance, Ch. 1.

296 See note 39 above and accompanying text.
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narrowly; equity did not have any concern with the feelings of individu-
als, except where the conduct complained of interfered with the use or
enjoyment of property. As noted above, the majority opinion reflected
the formalist approach for which late nineteenth-century jurisprudence
has been heavily criticised. Reform of the law was deemed to be the
province of the legislature, which duly intervened.?°” However, in what
became the leading case, Pavesich v. New England Life Assurance Co.,
the Supreme Court of Georgia acknowledged that the lack of precedent
should make the courts tread with caution, but, nevertheless, held that it
did not amount to a conclusive denial of such a right. What formed the
basis of the decision were the reasons of substance; the right of privacy
was regarded as a natural corollary of the fundamental right to personal
liberty which the state and federal constitutions guaranteed. Although
the Court conceded that all the early English authorities relied on by
Warren and Brandeis were based on conventional grounds such as inter-
ference with property, breach of trust or breach of contract, they were
not used as formal reasons for denying the existence of a right of privacy.
The dissenting judgment of Gray J in Roberson, which drew largely on the
Warren and Brandeis model of synthesis, was adopted in its entirety as an
ex post facto justification of the conclusion which the majority of the
Supreme Court of Georgia had already reached through its substantive
natural rights reasoning.

The general approach of English courts is much closer to that of the
New York Court of Appeals with its emphasis on the need for formal au-
thority and high degree of deference to the legislature. The fact that it was
Pavesich and not Roberson which became the leading case indicates that
American courts have not allowed formal reasons to hamper the judicial
development of the law of privacy. In English law, however, such formal
reasons have been deployed to deny the possibility of a new remedy.?°®

Such an approach to precedent is also partly a reflection of prevalent
legal theories and notions of what the courts can and cannot, or should
and should not, do, which can be taken as a backdrop, though admit-
tedly no more, against which the developments in the substantive law
have taken place.?°° Formalism held sway in the United States at the end
of the nineteenth century. Among its central tenets was the belief that the
legal system was essentially complete and comprehensive and contained

297 See note 55 above.

298 Dockrell v. Dougall (1899) 15 TLR 333; Corelli v. Wall (1906) 22 TLR 532, 533; Tolley v.
F S. Fry and Sons Ltd [1930] 1 KB 467, 478 (CA); McCulloch v. Lewis A. May (Produce
Distributors) Ltd (1948) 65 RPC 58, 67; Sim v. H. §. Heinz & Co. Ltd [1959] 1 WLR
313, 317.

299 See, generally, Atiyah and Summers, Form and Substance, Ch. 9.
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answers to virtually all questions that could arise; belief in the strict sepa-
ration of powers and that only legislatures and not the courts should make
law; belief in the inner logic of legal concepts as a primary tool of legal
reasoning; and a belief in certainty and predictability as paramount legal
ideals. However, during the early part of the twentieth century, the instru-
mentalists, and later the realists,>°° reacted against such views, stressing
the social ends that the law must serve and advocating a much more active
judicial role. This was highly congenial to a strongly substantive vision of
law, involving the use of reasons of substance lying behind the decisions
in applying a precedent rather than the application of formal syllogis-
tic reasoning, and was congenial to judicial law-making in general.?°!
In England, on the other hand, the predominant positivism tended and
indeed still tends towards a dominant legislature with a relatively inert
judiciary concerned only with following the law.?°? Indeed, only in rel-
atively recent times have the English judiciary acknowledged that they
do in fact have a limited power of interstitial law-making, although this
power is sparingly exercised.>%

Underlying political and institutional structure

The very different contributions that the courts have made to the de-
velopment of the law in England and in the United States can also be
explained by political and constitutional factors. In the English positivist
tradition, law is seen as a body of rules laid down as a command of the
sovereign; all rights derive from positive law and the judges are not to make
or reform the law. This may be contrasted with the position in America,
where sovereignty rests with the people, and the Constitution reflects
the natural law idea that people have pre-existing moral rights such as

300 1t is perhaps no coincidence that the judgment of the Second Circuit Court of Appeals
in Haelen Laboratories Inc. v. Topps Chewing Gum Inc. (see text accompanying note
178 above), the first important right of publicity case, was delivered by one of the
more extreme members of the realist movement, Judge Jerome Frank. The emphasis
on substantive reasons (the de facto commercial value of baseball players’ identities,
and the fact that these values were routinely traded) in preference to the application of
strict rules, the cavalier approach to the rules of precedent, and the dynamic view of
the judicial function seen in Haelan are just some of the hallmarks of the realist school.
See J. Frank, Law and the Modern Mind (London, 1949), esp. Ch. 4, and see, generally,
M. D. A. Freeman, Lloyd’s Introduction to Jurisprudence, 6th edn (London, 1994), Ch. 8.
Atiyah and Summers, Form and Substance, 255. For a full account of the impact of
realism on tort law in America see G. E. White, Tort Law in America, Ch. 3.

302 Atiyah and Summers, Form and Substance, 257.

303 7. Steyn, ‘Does Legal Formalism Hold Sway in England?’ [1996] CLP 43, 48, citing
Lord Reid’s article, “The Judge as Lawmaker’ (1972) 12 JSPTL 22, as a critical break-
through, whereas previously it had been considered impolitic for judges to acknowledge
their creative role.
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the right to life and liberty.3°* As Brittan notes, one of the reasons for the
growth of the right of privacy in the United States was the fact that its very
existence was supported by the provisions of written constitutions guar-
anteeing civil rights and, as previously noted, in Pavesich the Supreme
Court of Georgia regarded the right to privacy as a corollary of the right
to personal liberty guaranteed by the Federal and State Constitutions.>%°
However, as Brittan argues, although the existence of such constitutional
provisions provided useful pegs on which to hang new causes of action,
the vagueness of the provisions makes it clear that they were no more
than pegs. The right to liberty and similar rights could justify a number
of innovations in the law of tort.3